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UNITED STATES DISTRICT COURT Pea ae 
SOUTHERN DISTRICT OF NEW YORK ry [j 
7 iw J 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 
WAARDEN, 


Petitioner, 
-ayainst- 


A. O. SMITH CORPORATION and ARMOR 
ELEVATOR COMPANY, INC., : 


Respondents. : 
eo ew cous seco ewan eoem meow enen one ooneen= X 
TO THE UNITED STATES DISTRICT COURT FOR THE SOUTHERN DISTRICT 
OF NEW YORK 
The petitioner, N. V. Maatschappij Voor Industriele Waarden, 
oy its attorneys, Spitzer & Feldman P.C., as and for iis petition 


herein, respectfully shows that: . 


1. This petition is made pursuant to §4 of the United States 
Arbitration Act, and seeks to compel arbitration pursuant to that 
Act and a preliminary and final injunction restraining respondents, 
their officers, agents and employees from divulging confidential 
information imparted to them by petitioner to third party competitors 
and from disturbing and interfering with the status guo until the 
completion of the arbitration between the parties. 

2. The jurisdiction in this Court is based upon the provisions 


of the United States Arbitration Act (9 uSC §4) and the diverse 


citizenship of the parties, 28 USC 62332. The matter in contro- 
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versy exceeds the sum of °:i7,000.00 exclusive of interests and 


costs. 


3. Petitioner, N.V. Maatschappij Voor Industriele Waarden 
was and still is a corporation incorporated under the laws of the 
Netherlands Antilles, with its principal place of business in 


Curacao. 


4. Respondent, :.. O. Smith Corporation,was at all times 
hereinafter mentioned and still is a corporation incorporated under 
the laws o the State of New York and has its principal place of 


business at Milwaukee, Wisconsin. 


5. Respondent, Armor Elevator Company, Inc., was at all times 
hereinafter mentioned and still is a wholly owned subsidiary of 
A. O. Smith Corporation, incorporated under the laws of the State 
of Delaware, having its principal place of business in Louisville, 


Kentucky, and a place ot ading business in the City of New York. 


6. By w.itt.1 agreement dated October 1, 1973 petitioner 
granted respondent Armor an exclusive license, for a territory 
comprising the United States, Puerto Rico, the Virgin Islands and 
all other United States possessions, territories and protectorates 
and the Dominion of Canada, to use specified United States and 
Canadian patents for the manufacture and wale of gearless elevators 
employing certain defined licensed products and to make, use and 
practice Know-how consisting of proprietary technical information 


as to the methods, operating techniques, processes, materials, data, 


| Y os 
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drawings, engineering infccmztion, experience, machinery, equipment 
and tooling, including information and devices falling within tue 
claims of the patents used in the manufacture of those products. 
The ugreement provides for the payment by respondent 
Armor of the sum of 75,000 Australian Dollars upon the initial de- 
livery of drawings and data and the payment of a royalty for each 
gearless elevator installed involving the use of the licensed 
eroducts, which royalty is to be credited against minimum royalties 
in the aggregate amount of 565,000 Australian Dollars payable over 


a five-year period. 


Respondent Armor undertakes in the agreement that the 
_ule and manufacture of gearless elevators employing “he li 
products shall be “one of the essential objects" of its business 
and to that end shall use its sales organization to solicit orders 
and sell gearless elevators employing the licensed products, to 
allocate resour 3s, capital, equipment, materials and labor to make 
such elevators, and at all times to se its best efforts to promote 
a demand for and to sell the products. A copy of the agreement will 


be handed .to the Court_on the return date as Exhibit "A”. 


7. As a condition for the execution of the agreement, 
respondent Smith guaranteed, on behalf of its subsidiary Armor 
Elevator Company, Inc., performance and payment of all obligations 
and has at all times thereafter controlled and otherwise directed 


the actions of its subsidiary with respect to the agreement. A 


copy of the guarantee executed by respondent Smith is annexed 


hereto as Exhibit "B". 


8. Pursuant to the agreement petitioner made a total disclos- 
ure of and furnished respondents Smith and Armor with the cenfi- 
dential technical information, prints, drawings, plans and specifi- 
cations and data relating to the patents and Know-how, which con- 

s. -ed of shipments of a vast amount of highly technical documents. 
Ir. addition, representatives of both Smith and Armor were permitted 
to make several visits to the plants abroad in which gearless ele- 
vators employing the licensed products are manufactured, to examine 
all applicable original drawings, plans, specifications and data, 
to take motion and still pictures, to visit, ride on and inspect 
operative’ installations of such elevators, and they were furnished 
detailed and meticulous explanations of every facet and phase 


relating to gearless elevators emnloying the licensed products. 


9. The agreement is a contract providing for commerce among 
the states and among foreign nations as set forth in 9 USC §§ 1-4 
and is governed by the provisions of Title 9 of the United States 


Code. 


10. The agreement contains the following clause relating to 
arbitration: 
Article XI 


Section 1. In the event of any breach or 
threatened breach of this Agreement by 

either party it is mutually agreed that 

there is no adequate remedy at law in favor 
of the other party and that a suit for speci- 
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fic performance or for injunctive relief would 
be the onl’ effective remedy for such latter 
party and nothing contained in Section 2 of 
this Article XI shall limit or preclude such 
right of specific performance and injunction, 
it being agreed that such rights are paramount 
and that the provisions of Section 2 of this 
Article XI are subject and subordinate to the 
provisions of this Section Re 


Section 2. Subject and subordinate to the 
provisions of Section 1 of this Article XI, 

any unresolved difference or dispute between 

the parties concerning the obligation to make 
payment of any amounts of money provided for 

in this Agreement or relating to the meaning 

or application of the provisions of any of the 
Articlesof this Agreement shall be submitted 

to arbitration before a panel of three (3) 
arbitrators in the Borough of Manhattan, City, 
County and State of New York, in accordance 
with the Commercial Arbitration Rules then 
obtaining of the American Arbitration Association 
and the decision of a majority of the arbitrators 
shall be final and conclusive upon the parties 
hereto. Each party hereto shall designate one 
(1) of such arbitrators and the two (2) arbi- 
trators so designated shall select the third 
arbitrator and upon their failure or inability 
so to do the third arbitrator shall be selected 
either by the parties in accordance with the 
rules of the American Arbitration Association or 
by such Association. Each party shall pay the 
cost of the arbitrator appointed by it and the 
other costs of arbitration shall be shared 
equally between the parties hereto. 


The arbitration may not impose upon either party 
an obligation not assumed hereunder or deprive 
either party of any right granted hereunder 
including any right conferred upon the parties 
pursuant to Section 1 of this Article XI. 


Section 3. 


(a) This Agreement shall be construed according 
to the laws of the State of New York. 


(b) A judgment on any decision or award in an 
arbitration proceeding pursuant to Section 2 of 
this Article XI may be entered in favor cf the 
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prevailing party in the Supreme Court of the 
State of New York, County of New York, or the 
District Court of the United States for the 
Southern District of New York, or a state court 
of general jurisdiction or a federal district 
court or other appropriate court having juris- 
diction in the county, district, state or country 
in which there is located an office of the party 
aga_nst whom such judgment is to be entered or 

in which it shall have assets. 


(c) For the purpose of effectuating the pro- 
visions of Section 1 of this Article XI and 
enforcing the rights of the parties thereunder, 
each party consents to jurisdiction over its 
person and consents to appear in the Supreme 
Court of the State of New York, County of New 
York, and/or the District Court of the United 
States for the Southern District of New York, and 
each party hereby waives any objection to such 
jurisdiction. Each party agrees to accept service 
of process sent by the United States mail, Regis- 
tered, Retuzn Receipt Requested, postpaid, and 
mailed in the United States Post Office. Any 
judgment so entered shall, after all rights of 
appeal have expizred, unless the same shall be 
reversed on appeal, be final and binding and shall 
be entitled to enforcement by reason of the full, 
faith and credit clause of the United States 
Constitution or by comity in the case of MVIW. 


11. In direct violation of the agreement respondents never 
fulfilled or even commenced to perform their obligation to manu- 
facture or sell gearless elevators employing the licensed products. 
On the contrary, respondents needlessly procrastinated and delayed 
and then suggested that because of a depressed economy and the con- 
sequent limited construction of high rise buildings, the parties 
should consider the desirability of terminating the agreement, 


which suggestion was rejected by petitioner. 


12. Respondents, then claiming certain deficiencies in the 


drawings, sent two of their engineers to the manufacturing plants 
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abroad purportedly for the purpose of necessary on-site inspections 
and explanations. At the very time that the engineers were so 
engaged respondents were preparing, and on the same date as the 
engineers departed, September 20, 1974, respondents sent a letter 
suggesting that the agreement be cancelled p. imarily becaus- of 
design deficiencies and market conditions which would not make the 


investment economic. 


13. During the course of discussions with the engineers they 
expressed a desire for certain addit‘ -nel technical drawings and 
data, which were immediately prepared and shipped to respondents. 

On the last day of their trip and just before leaving, the engineers 
sent a note that no further documents should be forwarded. A copy 
of such letter is annexed and marked Exhibit “C". When the material 
arrived in the United States, respondents chose not to accept or 
cear it through United States Customs and permitted it to remain 


in the United States Warehouse for many months. 


14. In view of the foregoing and on November 18, 1974, 
petitioner, through its attorneys, notified respondents that they 
were in default in respect of their obligations under the License 
Agreement and petitioner intended to exexcise its remedies under 


the agreement as a result of such default. 


15. In response to such letter James N. Johnson, Esq., 
A.O. Smith's general counsel and Vice President and acting on behalf 


of both respondents requested that petitioner refrain from initia- 
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ting any proceedings and that a meeting be set up to explore the 
possibilities of resolving the matter. Such a meeting was held in 
the City of New York between the parties acting through their 
respective attorneys. Mr. Johnson stated that respondents had no 
intention of proceeding with the manufacture or sale of gearless 
elevators employing the licensed products inasmuch as the market 
had passed respondents by and claiming that some of the material 
that had been fusetehed by petitioner was not clear and was con- 
fusing to respondents’ engineers. Petitioner's attorneys inquired 
why it had taken respondents almost a year and a half to make such 
assertion when clarification of any material could have been ob- 
tained forthwith by telephone, Telex, correspondence, or by personal 
consultation, to which Mr. Johnson had no reply. When petitioner 
stated that it was entitled not only to the minimum royalties but 
also to damages because of cespondents' failure to develop and 
market the licensed products, Mr. Johnson requested the opportunity 
to consult with *he management of Smith and Armor. Shortly there- 
after, he telephoned petitioner's counsel and requested that 
petitioner, without prejudice to its position that respondents were 
in default, allow respondents to withdraw the material that was then 
being held in the United States Warehouse so that it could be 
reviewed and analyzed and that in consequence respondents perhaps 
would change their mind as to proceeding under the agreement. A 
letter agreement was then prepared setting out the understanding 


of the parties, a copy of which is annexed hereto and marked Exhibit 


sal Dt “3 
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16. During the period stated by respondents' counsel as 
being necessary for a review of such materials, and immediately 
following the meeting with petitioner's counsel, respondents 
surreptitiously and without notice to petitioner commenced dis- 
cussions with Westinghouse Corporation (Canada) for a sublicense 
of petitioner's patents and Know-t.ow, which would have been 
unauthorized under and violative of the exclusive license agree- 
ment with petitioner. The claimed excuse therefor was that 
respondents were attempting to resolve a totally unrelated patent 
dispute with Westinghouse Corporation Canada) and assertedly 
offered such sublicense - which it could not grant - as part of 
the package. In point of fact it was a ploy to induce and invoke 
Westinghouse Corporation (Canada) to seid a claim of infringement; 
what respondents succeeded in obtaining was nothing more than a 
letter from the Westinghouse Corporation (Canada) Patent Department 
Manager that petitioner's Canadian patent would “probably” infringe 
a patent of Westinghouse Corporation (Canada) but that the writer 
of the letter “ha[d] not studied the situation in detail" and that 
Westinghouse Corporation (Canada) did not desire to deal with 
petitioner's patents and preferred to resolve its unrelated con- 
flict with Smith and Armor. Respondents’ first disclosed its 
dealings with Westinghouse Corporation (Canada) when it forwarded 
a copy of that letter of purported infringement to petitioner and 
demanded that the alleged “claim" be defended under the agreement. 


A copy of the Westinghouse Corporation (Canada) letter, together 


with the demand by respondents that petitioner either defend the 
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"clrim" or that respondents would "defend" it, are annexed hereto 


as Exhibits "E" and "F", respectively. 


17. Petitioner replied that the discussions with Westinghouse 
(Canada) constituted a scheme to evoke a purported claim of patent 
infringement in order to give specious coloration to respondents' 
position that they could avoid their obligations under the agree- 
ment, that the purported claim was no claim at all, that any 
attempted sublicensing to Westinghouse (Canada) was in violation of 
the agreement and that the offer of a cross-license belied respon- 
@ents' claim of inability to manufacture in accordance with the 
agreement and evidenced an attempt to avoid their responsibilities 
in any manner attainable. A copy of the letter of petitioner's 


attorney to respondents is annexed hereto and markea Exhibit "G". 


18. Respondents have informed petitioner that they intend to 
"defend" the purported claim of patent infringement contained in 
the Westinghouse (Canada) letter (Exhibit "E"), that they intend 
to meet with and negotiate with Westinghouse (Canada) in their 
"defense" of said "claim", and have invoked the paragraph of the 
agreement which would permit respondents to take over such defense 


and suspend payment of royalties. 


19. Respondents were requested to cease its discussions with 
Westinghouse (Canada) and respondents have rejected that request. 
A copy of the letter of respondents' attorney notifying petitioner 


that respondents have undertaken the defense of the purported patent 
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infringement claim is attached as Exhibit "H"; petitioner's re- 
quest that respondents have no furthe: mtacts with Westinghouse 
(Canada) is attached as Exhibit "I"; and respondents’ reply 


thereto is attached as Exhibit "J". 


20. There are arbitrable disputes of fact arising out of 
and relating to the agreement including whether respondents 
failed to fulfill their obligations to manufacture, sell and 
develop and promote a market for the licensed products and gearless 
elevators embodying the licensed products or the Know-how conveyed 
pursuant to the agreement: whether there has been a wrongful 
refusal to pay the required royalties and the amount of damages to 
be paid in consequence of respondents' breach; whether respondents 
have divulged to Westinghouse (Canada) or others confidential 
Know-how and have attempted to engage in sublicensing discussions 
in violation of the agreement; and whether respondents have been 
engaged in a conspiracy to keep the licensed products off the 
United States and Canadiar markets while at the same time preclud- 


ing licensing by petitioner of others. 


21. On June 17, 1975 petitioner served its notice and demand 
for arbitration on respondents by Registered Mail, Return Receipt 
Requested, designated its arbitrator, and requested that respondents 
designate their arbitrator. A copy of the notice and demand is 


annexed hereto and marked Exhibit "K”". 


22. On June 23, 1975 Mr. Johnson was notified by telephone of 


A 14 


Petition 


the prior sending of the notice and demand for arbitration, which 

he acknowledged had been received. He was asked whether respondents 
would promptly designate their arbitrator, to which he responded 
that no decision could be reached until after he had consulted with 
New York counsel. To the request that the status quo be maintained 
and that respondents desist from further contacts with Westinghouse 
(Canada) pending completion of arbitration, he unqualifiedly replied 
in the negative and stated that he would continue his efforts to 
deal with Westinghouse (Canada) ard to negotiate a sublicense 


agreement. 


23. Respondents have failed and neglected to designate their 
arbitrator and have failed, neglected and refused to arbitrate 
all the issues tendered for arbitration including their wrongful 
acts in negotiating with Westinghouse (Canada) their wrongful 
inducement and provocation to secure from Westinghouse (Canada) 
the purported claim of infringement and respondents have stated 
that they do not intend to maintain the status quo pending 
arbitration but intend to pursue their negotiations with Westing- 
house (Canada), all of which will be’to petitioner's irreparable 
harm and will result in the divulgence of confidential Know-how 
imparted by petitioner to respondents and the holding out by res- 
pondents of the ability to defend so-called patent infringement 
claims on petitioner's behalf even though respondents are in 


breach of the agreement. 


24. The agreement between the parties recognizes the avail- 
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ability of injunctive relief to maintain the status quo pending 
completion of arbitration proceedings in accordance with the 
principles applicable under the United States Arbitration Act 
within this District and have so provided in Article 1l of §1 of 


the agreement. 


25. By virtue of the foregoing, respondents should be com- 
pelled to arbitrate all issues in dispute with petitioner and 
should be preliminarily and finally enjoined from interfering with 


the status quo pending completion of arbitration procvedings. 


WHEREFORE, petitioner demands judgment compelling respondents 
to proceed to arbitration, to signate their arbitrator within the 
number of days to be determined by this Court and judgment prelim- 
inarily and finally enjoining and restraining respondents and each 
of them directly or indirectly through their officers, agents, or 
employees from negotiating, discussing, or in any way conveying any 
information, Know-how, documents, or any writings of whatsoever 
nature in respect co the products and patents licensed under the 
agreement dated October 1, 1973 between petitioner and respondents 
to Westinghouse Corporation (Canada) or any other person, firm, 
corporation, or entity or from purporting to defend or hold itself 
out as entitled to defend any claim of patent infringement asserted 


against petitioner or otherwise interfering with or destroying the 


status quo pending completion of the arbitration proceeding commenced 


by petitioner's notice and ‘demand for arbitration dated June 17, 


1975. 


Dated: New York, New York 
June 24, 1975 
SPITZER & FELDMAN P.C. 


A Member St tHe Firm 


Office & P.O. Address 
595 Madison Avenue 
Yew York, New York 10022 
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AGREEMENT 
THIS AGREEMENT, made this ist day of October, 1973, by 
and between ARMOR ELEVATOR COMPANY, INC. (herein "Armor”), a 
Delaware corporation with offices at Louisville, Kentucky, U.S.A., 
and N.V. MAATSCHAPPIJ VOOR INDUSTRIELE WAARDEN, a Netherlands 
Antilles corporation, with offices at Handelshade 8, Curacao, N.A. 
(herein "MVIW") ; 
“TNESSETH, That, WHEREAS. 

(A) MVIW warrants thac it is the exclusive licensee 
for the Territory (as hereinafter defined) of the Letters 
Patent and Patent App: .cations (of which MVIW shall notify 
Armor when patents are issued), as set forth in Schedule "A" 
hereto ("the Patents"), and is the possessor of proprietary 
technical information and data pertaining to the manufacture 
and installation of products and equipment as set forth in 
Schedule "B" hereto (collectively referred to herein as 
"the Licensed Products") and which proprietary information is 
hereinafter contemplated in the definition of "Know-how" set 
forth below and has the right, power and authority to grant 
the license to Armor granted herein; 

(B) MVIW is the exclusive licensee for the Territory 
of the Trademarks (as hereinafter defined) and the good-will 
appertaining thereto and has the right to sublicense the 


Trademarks in such Territory; 
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(C) Armor has a plant suitable for use in the 


| 
fabrication of Gearless Elevators employing the Licensed | 
| 
Products; and | 

| 


(D>) Viv and Armor desire to enter into an agreement 
for the pericd and upon the terms and conditions herein set 
forth to: 

ih (1) license Armor to use the patents for the 
manufacture and sale by it within the Territory of 

Gearless Elevators employing the Licensed Products; 

(2) provide for the disclosure and furnishing 
by MVIW to Armor of the Know-how as at the date hereof 
for the production of the Licensed Products; and 
6 (3) iicense Armor to use the Trademarks in 
connection with the manufacture, sale and promotion 
of the Licensed Products within the Territory. 

NOW, THEREFORE, in consideration of the mutual promises 
herein contained and intending to be legally bound hereby, MVIW 
and Armor hereto covenant anc agree as badtions: 

ARTICLE I. DEFINITIONS 
; For purposes of this Agreement, the terms set forth below 
shall mean and be limited to the definitions set forth opposite 
each term: 
a “A) "Gearless Elevators" shall mean any elevator driven 
by a direct current electric motor, the armature, traction sheave 
’ and brake drum being mounted on a common shaft, it being intended, 
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however, to exclude therefrom any geared elevator (i.e. an 
elevator employing a gear box) and all other types of elevators; 

(B) Know-how" shall mean a description and explanation 
(and demonstration when possible) which shall be sufficient to 
impart to Armor an adequate knowledge as at the date hereof of 
the methods, operating techniques, processes, materials, technical 
data, drawings, engineering information, experience, machinery, 
equipment and tooling (including any information or devices 
falling within the claims of the Patents), designs or specifications 
used as at the date herecf in the manufacture of Licensed Products; 

(C) "Trademarks" shall mean the Trademarks "COMPULOGIC", 
U.S. Application Serial No. 461,893 and Canadian Application Serial 
No. 361394, and "THYROGLIDE", U.S. Application Serial No. 461,894 and 
Canadian Application Serial No. 361395 and any other applications 
and registrations of "COMPULOGIC" and "THYROGLIDE" in the Territory, 
together with the good will appertaining thereto. 

(D) ‘Improvement" shall mean any invention, impreve- 
ment or development which Armor or MVIW shall conczive and reduce 
to practice, and which shall pertain to the design, construction 
or method of fabricating Licensed Products; 

(E) "Territory" shall mean the United States of 
America, Puerto Rico and the Virgin Islands and all other 
United States possessions and territory and protectorates in 


proximity thereto and the Dominion of Canada, collectively; 
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(F) 'Person'' shall mean any legal entity, including 
(without limitation) any firm, corporation or individual; 

(G) "Sales Affiliate" with respect to Armor, shall 
mean any Person carrying on business in the Territory to which 
Armor shall sell the Licensed Products or Gearless Elevators 
employing the Licensed Products for the purpose of resale, 
providei, however, that except with MVIW's prior written 
specified approval nothing contained in this Agreement shall 
be construed to permit Armor to sell or lease the Licensed 
Products or Gearless Elevators employing the Licensed Products 
to or through any Sales Affiliate except a Sales Affiliate 
located in and carrying on its business in the Territory for 
installation in a building located therein and which Sales 
Affiliate shall, prior to its advertising, selling or 
installing any such Gearless Elevators employing the Licensed 
Products, execute and deliver to MVIW an instrument in writing 
agreeing to be bound by the terms of this paragraph. 

(H) "Subsidiary" shall mean a corporation, a majority 
of whose issued and outstanding shares are owned by Armor, 
provided, however, that no sale or lease of the Licensed 
Product or Gearless Elevators employing the Licensed Products 
may be made by Armor to or through any such Subsidiary except 
if such Subsidiary is located within and carrying on its business 


in the Territory and such Gearless Elevators employing the 
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Licensed Products shall be installed in a building located 
within the Territory and such Subsidiary shall, prior to 

its advertising, selling or installing any such Gearless 
Elevators employing the Licensed Products, execute and deliver 
“to MVIW an instrument in writing agreeing to be bound by the 
terms of this paragraph; 

(I) “Aust. Dollar" shall mean the unit of Australian 
currency known as the Dollar. 

(J) The effective date of this Agreement shall be 
October 1, 1973. 

(K) "Geared Elevators" shall mean an elevator driven 
by a driving unit consisting among other apparatus of reduction 
gears mounted in a gear box and through which a driving motor 
is connected. 

ARTICLE II. GRANT OF RIGHTS 
MVIW shall and hereby does grant to Armor an exclusive 
license to make, use, and practice the Know-how in the 
Territory, and to Armor and Armor's Sales Atfiliates or 
Subsidiaries, as defined in this Agreement, an exclusive 
license to use, lease, sell and otherwise dispose of the 
Licensed Products or Gearless Elevators employing the Licensed 


Products or embodying the Know-how in the Territory, subject, 


however, to the following limitations and restrictions: 
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(a) Such license is applicable solely to Gearless 
Elevators; but notwithstanding this subsection or any 
other provision of this Agreement Armor shall have the 
exclusive option during the term of this Agreement by a 
ten day prior written notice to MVIW and subject to the 
terms and limitations hereof to use the Licensed Products 
and applicable Know-how including modifications thereto 
(as provided in Subsection (d) of this Article) to 
manufacture, sell and lease geared elevators at an 
earned royalty rate per elevator car to be negotiated 
between Armor and MVIW, but not to exceed the earned 
royalty rate per elevator car for Gearless Elevators 
and absent agreement on earned royalties to be paid 
such option shal] lapse, and in the event such option 
shall be executed the earned royalties paid thereon 
-shall not be credited toward or apply on account of the 
minimum royalties require’ to be paid by Article VI; 
provided, however, that in no event may such option be 
exercised or used to manufacture, sell and lease geared 
elevators during the period Armor may have a non-exclusive 
license referred to in Article VI, Section 1 (c) and the 
last sentence of Section l, Article XV. 

(b) Except as and to the extent herein specifically 


provided in respect to a Subsidiary or a Sales Affiliate 
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of Armor and in Article XIV hereof, such license may not 
be assigned or transferred by Armor or by operation of 
law or otherwise and confers no right to grant sublicenses; 

(c) No Licensed Products may be manufactured by 
Armor or sold or leased by it to any customer or through 
a subsidiary or Sales Affiliate except for installation 
in a building located within the Territory, and the 
license herein granted may not be used directly or 
indirectly except in respect of the Licensed Products for 
installation in the Territory; 

(d) The rights granted by this Agreement include 
modifications of the Licensed Products but do not nor will 
they apply to any replacements of any Licensed Products 
developed in the. future whether or not such replacement 
products may be used for the same purposes as the Licensed 
Products covered by this Agreement. 

(e) Armor shall not export or allow or suffer to be 
exported outside the Territory, directly or indirectly 
or through any Sales Affiliate or Subsidiary, any Licensed 
Products or Gearless Elevators employing the Licensed 
Products or manufactured directly or indirectly by Armor. 


ARTICLE III. TECHNICAL INFORMATION 
TO BE FURNISHED 


Section 1. From time to time after the execution hereof, 


MVIW shall make or cause to be made available to Armor the 
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following: 

(a) A disclosure of the Know-how as of the effective 
date hereof adequate for production of the Licensed 
Products. 

(b) Two (2) copies of drawings, specifications and 
other written material falling within the Know-how and used 


as at the effective date hereof for the design, manufacture, 


installation and servicing of the Licensed Products shall 
be supplied at no cost to Armor, and additionai copies 
requested by Armor will be supplied at actual cost to be 
paid by Armor; and 

(c) Upon reasonable advance written request by Armor 
the consulting and advisory services of technicians 
experienced in the Know-how shall be made available to 
Armor at its plant in Louisville, Kentucky, or at such 
other place or places within the Continental United States 
and Canada as Armor shall designate, to the extent that 


the furnishing thereof will not unduly interfere with 


or impede the operations of the employer of such personnel. 
Section 2. Within thirty (30) days after Armor shall be 
invoiced therefor, it shall reimburse MVIW for the time spent 
and the travelling and living expenses incurred by each technician 
in the furnishing of services pursuant to Section 1 of this 


Article III by paying an amount in Aust. Dollars with respect 
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to subdivisions (a) and (c) of this Section 2 and either U.S. 
Dollars or Canadian Dollars, as the case may be, with respect 
to subdivision (b) of this Section 2, equal to the sum of: 

(a) the salary or wages of each such technician for 
each calendar day spent by such technician in the furnishing 
of such services and while en route to and from the 
location of his employment (or such other location to which 
his employer shall direct that such technician return) 
and the Armor plant or other location referred to in 
Section 1 of this Article III, plus in each instance 
the overhead applicable to such salary or wages which 
for purposes of this Agreement shall be deemed to be 
one hundred (100%) per cent thereof to cover such 
overhead expenses, statutory award and industrial award 
benefits, workers' compensation and other benefits or 
obligations payabie to such technicians; 

(b) the actual traveland living expenses incurred by 
such technician in the Territory in conformity with his 
employer's then prevailing travel policy; and 

(c) reimbursement for materials, equipment and 
supplies requested or approved by Armor which shall be 
calculated on the basis of cost, including factory overhead, 


plus twenty-five (25%) per cent. 


oe 


A =-.28 


Exhibit A Annexed to Petition 


Section 3. On ten (10) days' prior written notice from 
Armor, MVIW shall procure the consent of Elevators Pty. 
Limited (hereinafter E.P.L.) a limited liability corporation 
organized under the laws of the State of New South Wales, 
Australia, with an office and plant at 87/7 South Dowling 
Street, Waterloo, N.S.W., Australia to allow duly authorized 
and technically qualified employees of Armor at the expense 
of Armor to vasit those areas of the E.P.L. plant engaged 
in the design, manufacture and sale of the Licensed Products 
provided that any such visits shall be at times mutually 
convenient to Armor and E.P.L. 

Section 4. From time to time upon not less than ten (10) 
days' prior written notice to Armor and at the expense of MVIW, 
the latter may send representatives to or maintain represen- 
tatives at the plant and operations of Armor where Licensed 
Products or Gearless Elevators employing the Licensed Products 
are fabricated for the purpose of inspecting the use to which 
Armor shall be applying the Know-how, and the representatives 
of MVIW may inspect the facilities of Armor, its Sales Affiliates 
and Subsidiaries at which the Licensed Products or Gearless 
Elevators employing the Licensed Products are assembled or 
sold, as well as the installation thereof. 

Section 5. All personnel or representatives exchanged 


according to any provision of this Article III shail be subject 
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to and obey all gevernmental security and other laws and 
regulations, if any, of the respective states or countries 
in which such plants are located, and all regulations 
pertaining to safety, taking of pictures and such other special 
regulations as may be deemed necessary by the party operating 
the plant visited by personnel or representatives of the 
other party, to avoid interference with the normal operations 
and adminic -racvion of the plants. Either party shall have 
the right to request the return of, or refuse actess to the 
plants to any employee or representatives of the other party 
who shall be or become unsatisfactory. Neither party shall 
be under any responsibility or liability for the death of 
or any injury or accident which may occur to any of such 
employees or representatives or their property during any such 
visit or otherwise; and each party shall and hereby does 
indemify the other and save it harmless from and against any 
and all loss, cost, damage, liability, claim or demands on 
account of personal injuries (including death) to such employees 
or representatives or damage to the property of such employees 
or representatives arising out of or in any manner connected 
with such visits or the training of such employees or 
representatives. 

Section 6. Except as otherwise provided in this Section 6, 
Armor shall keep in the strictest secrecy and confidence all 


technical information which it shall receive pursuant to this 


n Bas ont > 


A 30 


Exhibit A Annexed to Petition 


Agreement and shall exercise all necessary precautions to 
safeguard the secrecy of the Patents and Know-how to prevent 
unauthorized disclosure thereof or of aty part or parts 

thereof. Subject thereto, Armor may (a) disclose the 

Know-how to manufacturers of machinery, equipment, tools or 

parts ordered by Armor for the fabrication of Gearless 

Elevators employing the Licensed Products but only to the 

extent necessary for the manufacture thereof; (b) disclose 

to customers or prospective customers of the Licensed Products 

or Gearless Elevators employing the Licensed Products fabricated 
by Armor such information as to the manufacture, use and main- 
tenance thereof as may be necessary to encourage sales and permit 
the proper use thereof; and (c) disclose to duly authorized 
representatives of Federal, State or local inspection authorities 
such information as may be legally required to permit inspection 
in accordance with applicable laws, statutes, ordinances, contract 
specifications or regulations. 

During the term of this Agreement and thereafter, MVIW 
shall not disclose, except to E.P.L., to which it may make such 
disclosure provided that E.P.L. shall agree not to disclose to 
others any technical processes or Know-how of Armor to which MVIW 
shall be privy either through plant visits or by reason of any 
other provision of this Agreement; and MVIW and E.P.L. shall keep 
in the strictest secrecy and confidence all such technical processes 


or Know-how which shall be disclosed by Armor and shall take all 
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necessary precautions to prevent unauthorized disclosure thereof 
or of any part or parts thereof. 

Section 7. Armor and MVIW, respectively, shall, and MVIW 
shall cause E.P.L. to, require, in conformity with their respective 
customary practices that each of their employees to whom Know-how 
or technical information shall be disclosed the course of his 
employment, either at the time he shall commence employment or 
promptly upon the execution of this Agreement, shall agree not 
to disclose to any other Person any of the Know-how acquired by 
him pursuant to the provisions of this Agreement, or use any 
thereof in any manner contrary to the best ‘interests of the 
other party as far as such Know-how was unknown to them before 
it was obtained pursuant to the provisions of this Agreement. 

Section 8. Armor acknowledges that any copyright in the 
drawings and all written, printed and photographed matter supplied 
to Armor pursuant to this Agreement shall belong to and remain 
vested in MVIW and on the termination of this. Agreement all such 
documents shall be returned by Armor to MVIW. 

Section 9. Nothing contained in this Agreement shall impose 
any obligation on either party or cause MVIW to require B.P.L. to 
disclose information relating to the finances, general overheads 
or business creations or arrangements. 

Section 10. MVIW at its expense shall modify any production , 
drawings as specified by Armor applicable to this Agreement that 


may be required to meet U.S. and Canadian codes and requirements 
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‘of statutory authorities regulating the elevator industry, 
particularly C.S.A. and U.L., and Armor undertakes to make their 
best endeavors to facilitate MVIW making the modifications. 

Section 11. Armor and MVIW acknowledge that plant visits 
by their respective employees or representatives will result in 
such employees or representatives being exposed to factory methods 
or practices of the other and that MVIW shall have the right to 
disclose such factory methods or practices of Armor to E.P.L. which 
will result in E.P.L.'s employees being exposed to the factory 
methods or practices of Armor. Armor agrees that MVIW and E.P.L. 
may, without any payment hereunder or otherwise, employ the 
factory methods or practices of Armor (where such practices are 
not incorporated in Patents issued to Armor) outside the 
Territory and MVIW shall obtain the consent of E.P.L. to permit 
Armor to employ, without any payment to MVIW or E.P.L., the 
factory methods or practice- of E.P.L. (where such practices 
are not incorporated in Pitents issued to E.P.L.) inside the 
Territory. Notwithstanding anything contained in this Article III 
to the contrary, unless MVIW shall have obtained said consent 
of E.P.L., it shall not disclose such factory methods or 
practices of Armor to E.P.L. 

ARTICLE IV. TRADEMARKS 

Section 1. MVIW hereby grants Armor an exclusive license 

during the term of this Agreement to use Trademarks within the 


Territory as applied to Gearless Eleyators employing the Licensed 
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periods in which Armor may use the Trademarks pursuant to any 
provision of this Agreement shall conform to the reasonable 
requirements and specifications of MVIW and the owner of the 
Trademarks so as to preserve the individuality, exclusiveness, 
and good will appertaining thereto and Armor shall permit MVIW 
and the owner of the Trademarks or their appointed representatives 
at mutually agreeable times to i:.spect the manufacture and 
installation of the Licensed Products so that MVIW may judge 
whether Armor is meeting the standards established by MVIW, and 
promptly send MVIW all sales materials and advertising and 
publicity material in which Trademarks are used or referred 
to and discontinue further use of any such material on 
reasonable written demand by MVIW or the owner of the Trademarks. 
Section 2. Armor agrees during the term of this Agreement 
and thereafter that it and all Subsidiaries and Sales Affiliates 
shall: 

(a) refrain from either directly or indirectly 
questioning or attacking ce validity of Trademarks; 

(b) be vigilent in ascertaining any real or apparent 
infringement of the Trademarks and promptly inform MVIW 
thereof; 

(c) not mam facture, acvertise or sell any Gearless 
Elevators employing the Licensed Products under a trademark 


other than one of the Trademarks and shall not directly or 
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indirectly use in any manner whatsoever any of the Trademarks 

within the Territory except in connection witn the Licensed 

Products and in Canada state that its use of Trademarks 

is as Registered User thereof; and 

(d) upon the termination of this Agreement, discontinue 
the use of the Trademarks, subject to Article XV, Section 1 
hereof and shall cooperate to cancel Registered User 
Registrations, if any. 

Section 3. Upon request by MVIW, Armor shall execute such 
documeris as may be necessary to record Armor as an authorized 
user of the Trademarks in Canada, and MVIW at its expense shall 
initiate action forthwith to register “he Trademarks in 
countries of the Territory where required and shall prepare 
and file a Registered User Agreement in Canada. 

ARTICLE V. SALES 
:».Section i. The sale and manufacture of Gearless Elevators 
employing the Licensed Products shall be one of the essential 
otyects of Armor's business and to that end Armor shall: 

(a) use its existing sales organization to solicit 
orders and sell such Gearless Elevators employing the 
Licensed Products in the Territory, and issue and collect 
invoices therefor in the name of Armor, al] upon such terms 
and conditions and such prices as Armor shall determine 


from time to time; and 
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(b) allocate resources, capital, equipment, materials 
and labors to make such Gearless Elevators employing the 
Licensed Products readily available. 

Section 2. MVIW shall forward to Armor and shall cause E.P.L. 
to forward to Armor any inquiry received with respect to Gearless 
Elevators employing the Licensed Products pertaining to the 
Territory. 

Section 3. Armor, at all times during the term of this 
Agreement, shall use its best efforts to promote a demand for and 
to sell Gearless Elevators employing the Licensed Products, by 
among other things, promotion and advertisements (copies of 
which shall be furnished to MVIW from time to time Fut not less 
often than in each calendar year); provided, however, that Armor 
may continue to manufacture and supply elevators of its own 
design which may have a similar use as, or be used in combination 
with those employing the Licensed Products. 

ARTICLE VI. FEES 

Section 1. For andin consideration of the Patent and 
Trademark license herein granted and the use of the Know-how, 
Armor shall pay MVIW the following: 

(a) $75,000 Aust. Dollars upon the delivery to 
Armor of the drawings and data referred to in 
Article III, Section 1, subdivision (b) hereof; | 

(b) An earned royalty per cai for each Gearless 


Elevator installed during the term of this Agreement 
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involving the use of the Licensed Products, whether in 
whole or in part, and whether installed by Armor or by 
any person, firm or corporation leasing, purchasing or 
otherwise obtaining, directly or indirectly, the 
Licensed Products from Armor, payable at the rate of 
$1,000 Aust. Dollars per car. The earned royalties on 
Gearless Elevators shall be credited against the minimum 
royalties provided to be paid by subdivision (d) of this 
Section and the earned royalties shall be adjusted as 

of the fifth anniversary date (i.e. commencement of the 
sixth year) of the effective date of this Agreement and 
annually each anniversary date thereafter, (such 
adjustments to be effective for the next ensuing 

twelve [12] months) after any such anniversary date 

by a percentage equal to the percentage variation as at 
each such date in the "All Items" Index of the "Consumers 
Price Index - All Items and Major Groups, U.S. and 10 
Cities", issued by th. Bureau of Labor Statistics of the 
Department of Labor as of October 1, 1973; should the 
publication of such Index be discontinued or should the 
computation of it be reconstituted then there shall be 
substituted therefor such index as may be published 

by the United States Government most nearly equivalent 


thereto, and the indices or other statistics shall be 
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recomputed most closely to reflect the change that 
would have been shown. ha: said All Items Index been 
available; 

(c) If this Agreement shall not have sooner terminated, 
on the commencement of the eighth year of the effective 
date of this Agreement the earned royalties payable under 
this Agreement shall be renegotiated. In the event the 
parties fail to agree on such earned royalties within 
thirty (30) days of such anniversary date, Armor may 
request a non-exclusive license from MVIW and MVIW shall 
grant such license to Armor, subject otherwise to the 
terms of this Agreement and ac the earned royalty rate 
payable at the end of the seventh year from the effective 
date of this Agreement which rate is subject to 
modification pursuant to Article XV, Section 1 (e). 

(d) A minimum royalty for each year for a period of 
five (5) consecutive years (by a year is meant a period 
of [12] consecutive months, each measured from the 
effective date of this Agreement or the succeeding 


anniversaries thereof) in Aust. Dollars, as follows: 


lst year $ 25,000 
2nd year 120,000 
3rd year 130,000 
4th year 140,000 


5th year 150,000. 
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(i) Royalties shall accrue upon date of 
Armor "bookings" (execution of contracts); but 
payments of earned royalties shall be based on date 
of invoice to customers by Armor and shall be made 
quarterly at the end of each calendar quarter 
("earned royalties"). 

(ii) Notwithstanding anything herein provided 
to the contrary, each calendar quarter payment on 
account of earned royalties shall be not less than 
one-quarter of the minimum royalty payments set forth 
above for each year involved. 

(444) Minimum royalties paid in any twelve (12) 
month period from the effective date of this Agreement 
or the anniversary thereof in excess of royalties earned 
for such twelve (12) month period pursuant to subdivision 
(b) of this Section 1 will be carried forward as a 
credit against future earned royalties payable in 
respect to sales contracts executed in the first 


five (5) year term of this Agreement, and no such 


credit may be availed of by Armor otherwise. 
Section 2. At the time of each such calendar quarterly 
payment by Armor pursuant to Section 1 of this Article VI, Armor 
: Shall make a written report to MVIW, certified by an Officer of 
Armor setting forth the computation of the amount of such payment 


in such detail as MVIW may reasonably require. In any event, 
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Armor shall keep true, accurate and full books and records of 
the sale and invoicing of all Gearless Elevators using Licensed 
Products, in whole or in part, whether the same shall be made by 
Armor, a Sales Affiliate or Subsidiary, which books and records 
shall be subject to inspection and audit by MVIW or its designated 
representatives at all reasonable times, at the expense of MVIW 
unless such audit shall disclose royalties payable in any period 
which exceed by more than ten (10%) per cent the royalties as 
shown in Armor's computation, in which case Armor shall pay the 
expenses and cocts incurred by MVIW to obtain such audit. The 
said books and records shall be kept at Armor's principal place 
of business for a period of not less than five (5) years follow- 
ing the end of the calendar year to which they pertain. 

Section 3. All references in this Agreement to its "term" 
and "termination" are intended to mean the stated or accelerated 
date on which this Agreement shall obese to an wa. subject, 
however, to the following: 

(a) From and after such date all rights of Armor, its 

Sales Affiliates and Subsidiaries hereunder shall cease and 

end except that it may complete the fulfillment of orders 

received and accepted in writing within thirty (30) days 

after such date for Licensed Products or Gearless Elevators 

employing Licensed Products and may continue to manufacture te 

and sell replacement parts without the payment to MVIW of any 


royalties on such replacement parts. 
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(b) Armor's obligation to keep records, render 

reports, pay royalties and fees and all other subsisting 

obligations hereunder to MVIW shall be enforceable by 

MVIW hereunder and for such purposes this Agreement shall 

be deemed not to have ceased, expired or ended. 

(c) It is intended that this Section 3 shall be 
subject and subordinate to any provisions of this 
Agreement inconsistent herewith. 

ARTICLE VII. RATE OF EXCHANGE 

Section 1. The continuing royalties payable to MVIW pursuant 
to Article VI shall be paid in Aust. Dollars and shall be paid to 
such Persons and at such places as MVIW may designate in writing 
from time to time. 

Section 2. Any tax imposed by the Government of the United 
States or the Dominion of Canada or any state or political 
subdivision of either thereof upon any fee paid to MVIW hereunder, 
shall be deducted from the amount of such fee, but no such 
deduction shall be made by Armor and no action shall be taken 
by it which would prejudice the right of MVIW to contest the 
propriety of any such deducticn; all other taxes, assessments 
or other obligations in the Territory shall be borne by Armor. 

ARTICLE VIII. PATENTS 

Section 1. Except as otherwise provided in Article XVII, 

Section 4, MVIW makes no representation or warranty, either express 


or iaplied, including without limitation as to the validity, 
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exclusivity or enforceability of any of the Patents, Trademarks 
or Know-how, but MVIW shall not knowingly convey to Armor any 
technical information infringing any Patents of other persons 

in force in the Territory. In the event any claim (under a 
Patent or other protective right) by others shall arise which, 

if sustained, would prevent Armor from manufacturing or selling 
the Licensed Products, or if Armor shall be charged with 
infringement of any Patent by reason of the manufacture or sale 
of the Licensed Products, Armor shall promptly give MVIW writte: 
notice thereof and MVIW at its option may take over and assume 
(at MVIW's cost) the defense of Armor against any such claim or 
litigation. In the event MVIW shall elect not to take over the 
defense, MVIW shall so notify Armor in writing within thirty (30) 
days of the notice by, Armor to MVIW of such charge of infringement, 
then Armor shall have the option to take over such defense, and 
in either event the rights and liabilities of the parties against 
and to each other shall be as follows: 

(a) Armor may at the time it elects not to take over 
such defense or, irrespective of whether it elects to take 
over such defense, at any time thereafter and before the 
resolution of such claim or litigation without any liability 
on the part of Armor, cancel and terminate this Agreement, 
in which event it shall forthwith cease and terminate any 
further use of the Know-how and Patent and Trademark rights, 


return to MVIW all drawings, specifications and other data 
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theretofore received by it from or through MVIW, and 
pay MVIW all adjusted earned royalties and ninimun 
royalties pursuant to Article VI, Section 1 hereof. 

(b) Upon receipt of such notice or the institution of 
such suit claiming infringement by Armor, it shall have the 
option during the period of ninety (90) days thereafter, 
to be exercised upon giving thirty (30) days prior notice 
to MVIW, to suspend the use of the rights and licenses 
granted under this Agreement and the manufacture and sale 
of Licensed Products and no royalties, minimum or otherwise, 
shall commence to be earned hereunder duving such period 
of suspension; should such claim or litigation be terminated 
without any liability on the part of Armor or be resolved 
against such asserted infringement, and should Armor not 
have previously cancelled and terminated this Agreement 
pursuant to subdivision (a) of this Article VIII, Section i 
the period of suspension shall end and the rights and licenses 
granted Armor under this Agreement shall become effective and 
the royalties, minimum and otherwise, shall again commence to 
be earned hereunder, and the term of this Agreement and the 
rights and responsibilities of the parties shall be deemed 
automatically extended for a period equal to the perios 
of suspension. 

(c) Should MVIW elect not to defend such infringement 


claim or litigation, it shall have no liability to Armor or 
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otherwise for any loss, cost, damage or judgment, provided, 
however, that should Armor elect to take over such defense 
or settle such claim or litigation, then the sole extent 
of and the maximum and only responsibility of MVIW shall 
be to refund to Armor (1) those minimum royalty payments 
previously made by Armor to MVIW pursuant to subdivision 
(d) of Article VI, Section 1, to the extent that such 
minimum royalties were not earned pursuant to subdivision 
(b) thereof and (2) earned royalties paid on a job as to 
which an operating permit for those elevators utilizing 
Licensed Products in a building has not been issued to the 
building owner by the appropriate Governmental Authority 
for the carrying of tenants, provided, however, that such 
refund shall be limited to an amount required to reimburse 
Armor for the costs and expenses paid by Armor in defending 
such infringement claim or litigation or in such settlement, 
and in no event shall MVIW be obligated to refund all or any 
part of the Seventy-Five Thousand ($75,000) Aust. Dollars 
paid by Armor pursuant to subdivision (a) thereof or the 
first year minimum royalty payment of Twenty-Five Thousand 
($25,000) Aust. Dollars as provided for in subdivision (d) 
thereof. 

(d) Subject only to the exception provided for in sub- 
division (c) of this Article VIII, Section 1, Armor shall 


pay MVIW all royalties adjusted and earned pursuant to 
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subdivisions (b) and (d) of Article VI, Section 1 on 
Licensed Products or installation of Licensed Products 
or Gearless Elevators using Licensed Products invoiced 
prior to the date on which such infringement claim was 
asserted or litigation instituted, and each calendar 
quarterly payment due and unpaid on such date. 

(e) From and after the date of assertion of such 
claim or institution of litigation, no earned royalties 
or miniwum royalties shall be payable by Armor to MVIW 
until the termination of such claim or litigation; in the 
event that such claim or litigation shall be resolved without 
any liability on the part of Armor all earned royalties and 
minimum royalties that were unpaid during the pendency of 
such claim or litigation sha)l promptly be paid by Armor 
to MVIW; if the resolution of such claim or litigation shall 
result in any liability on the part of Armor it shall be 
offset against such unpaid earned royalties and unpaid 
minimum royalties, and Armor shall pay to MVIW only the 
excess of such earned royalties and minimum royalties over 
such obligation. In no event shall MVIW have any liability 
to Armor beyond or in excess of such, unpaid earned royalties 
and unpaid minimum royalties save that in the event the 
minimum royalties in excess of the first $25,000 Australian 
which have been paid exceed the earned royalties due at the 


date on which the claim was asserted o1 the litigation 
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instituted against Armor, then such excess shall be refundable 
to Armor to the extent that the liability of Armor exceeds the 
aforementioned unpaid earned royalties and unpaid minimum 
royalties, but otherwise no earned or minimum royalty payments 
made by Armor to MVIW shall be refunded; if Armor, as a result 
of any such claim or litigation shall be required or shall 
find it reasonably necessary to enter into a license agreement 
with any other person and be required to pay royalties there- 
under, then such royalties shall be offset against the earned 
royalties and minimum royalties thereafter paya»le by Armor 

to MVIW under this Agreement and Armor shall pay only the 
difference to MVIW;.in such latter event or in the event that 
MVIW is unable to design around the alleged infringement 
within ninety (£%) calendar days Armor shall have the 


option to cancel this Agreement forthwith, and should it 


released from the obligation to make payment to MVIW of 

earned royalties and minimum royalties otherwise due and 
payable subsequent to the date of such cancellation, but 

it shall make payment to MVIW of all earned royalties which 
were due and payable prior to the date of such cancellation, 
and (ii) it shall forthwith cease and terminate any further 

use of the Know-how and Patent and Trademark Rights and return 
to MVIW all drawings, specifications and other data theretofore 


received by it from or through MVIW or through MVIW or E.P.L. 
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Section 2. In the event of the assertion of any claim or 
the institution of any suit, more fully referred to in Section 1 
of this Article VIII, and should MVIW elect to defend against 
the same, Armor shall cooperate with MVIW and lend it all 
reasonable assistance at Armor's expense in the defense of such 
claim or suit, and subject thereto MVIW shall bear the expenses 
of such suit. 

Sect:on 3. MVIW shall pay any renewal fees nece:ary for the 
maintenance of the Patent and Trademark Rights within the 
Territory, the use of which is licensed to Armor hereunder. 

If and to the extent that MVIW shall not desire to continue to 
maintain such Patent and/or Trademark Rights, then MVIW, if 
Armor is not in default hereunder, shall so inform Armor, and 
Armor shall have the .right to preserve the maintenance of such 
Patent and/or Trademark Rights, in which event MVIW shall assign 
to Armor all of the right, title and interest of MVIW in such 
Patent and/or Trademark Rights within the Territory and Armor 
shall grant to MVIW a royalty-free, non-exclusive license to 
continue to use such Patent and/or Trademark Rights for purposes 
not violative of the exclusive rights granted herein to Armcr, 
which exclusive rights, i r the purposes of such royalty-free 
license shall survive this Agreement and be co-extensive wi 

the term of the Patent and/or Trademark Rights assigned to Armor 


by MVIW. 
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Section 4. Armor shall promptly inform MVIW of any 
infringement of the MVIW Patents, Copyrights and Trademarks 
herein licensed to Armor, of which Armor shall become aware and 
shall, at its own cost and expense, cooperate with and lend 
reasonable assistance to MVIW in prosecuting any such infringe- 
ment; if and to the extent that MVIW shall fail, neglect or 
determine not to prosecute such infringement, then MVIW not 
later than six (6) months after receiving particulars of any 
purported infringement from Armor, shall permit Armor (if Armor 
is not in default hereunder), at its option and expense, to 
prosecute such infringement on behalf of MVIW, and MVIW at its 
own cost and expense shall provide drawings and written material 
bearing on the conception and commercial success of the Licensed 
Products and written technical descriptions of the Licensed 
Products if requested by Armor to assist Armor in prosecuting 
such infringement. In the latter event Armor shall indemify 
MVIW against costs and expenses thereafter deriving from such 
infringement p.oceeding, and Armor shall be entitled to receive 
and retain all cash proceeds or equivalents emanating from such 
proceeding. 

Section 5. Armor and MVIW promptly shall disclose to the 
other all improvements of Licensed Products or the fabrication 
thereof, whether or not patentable; shall give the other party 
access to all patent applications thereon aud advise the other 


party of the “iling of all such epplications; and at the written 
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request of the other party, shall provide che other party 
with the power to inspect and make copies of all such filings 
and applications. 

Section 6. Upon the disclosure of any improvement by Armor 
to MVIW or by MVIW to Armor as set forth in Section 5 of this 
Article, Armor or MVIW (as the case may be) shall grant and 
hereby grants to the other a royalty-free, non-exclusive license 
to make, use, and sell such improvement during the term of this 
Agreement; provided, however, that any such imprevement by Armor 
shall be deemed part of the Licensed Products and nothing 
contained herein shall prejudice, reduce or adversely affect 
MVIW's rights in full to earied royalties as set forth in 
Section 1 (b) of Article VI in respect of Licensed Products. 

Section 7. Armor shall comply with all requirements of the ! 
patent, trademark and copyright laws of the Territory necessary 
or appropriate to ensure that the Patent, Trademark and Copyright 
Rights of MVIW are fully protected. 

ARTICLE IX. FORCE MAJEURE 

No failure or omission by either of the parties hereto in 
the performance of any obligation contained in this Agreement 
shall be deemed a breach hereof if the same shall arise from any 
causes beyord the control and without the fault or negligence 
of such party, including, but not restricted to, acts of any 
governmental authority or any officer, department, agency or 


instrumentality chereof, fire, storm, flood, earthquake, 
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explosion, accident, acts of the public enemy, war, rebellion, 
insurrection, riot, sabotage, epidemic, quarantine, restrictions, 
strike, lock-out, dispute with workmen, labor shortages, 
transportation embargoes or failure or delays in transportation, 
or exhaustion or unavailability or delays in delivery of any 
transportation facility, product or material necessary to 
the performance hereof; provided, however, that either party 
shall continue performance with the utmost dispatch whenever 
any such causes are removed. Any party claiming any such cause 
for any failure or omission hereunder shall give prompt notice 
thereof to the other party. 

ARTICLE X. AMENDMENTS AND WAIVER 

Section 1. This Agreement constitutes the entire agreement 
between the parties hereto with respect to the subject matter 
hereof and shall supersede all previous negotiations, commitme ts 
and writings, and this Agreement may not be released, discharged, 
abandoned, changed or modified in any manner, except by an 
instrument in writing signed by a duly authorized officer ov 
representative of each of the parties hereto. 

Section 2. The failure of any party hereto to enforce at 
any time any provision of this Agreement or to exercise any option 
herein granted shall not in any way be construed to be a waiver 
of such provisions, nor in any way to affect the validity of this 
Agreement or any part thereof, or limit, prevent, or impair the 


right of any party to subsequently enforce such provision, nor 
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shall the failure of any party to exercise any option herein 
granted affect or impair the right of such party to - :ceive or 
exercise any subsequent option herein granted. 

Section 3. All remedies afforded in this Agreement shall be 
taken and construed as cumulative; that is, in addition to every 
other remedy provided herein. 

ARTICLE XI. LEGAL REMEDIES - ARBITRATION 

Section 1. In the event of any breach or threatened breach | 
of this Agreement by either party it is mutually agreed that there 
is no adequate remedy at law in favor of the other party and that 
a suit for specific performance or for injunctive relief would be 
the only effective remedy for such latter party and nothing 
contained in Section 2 of this Article XI shall limit or preclude 
such right of specific preformance and injunction, it being agreed 
that such rights are paramount and that the provisions of Section 
2 of this Article XI are subiect and subordinate to the 
provisions of this Section 1. 

Section 2. Subject and subordinate to the provisions of 


Suction 1 of this Article XI, any unresolved difference or dispute 


between the parties concerning the obligation to make payment of 
any amounts of money provided for in this Agreement or relating 
; to the meaning or application of the provisions of any of the 
Articles of this Agreement shall be submitted to arbitration 
before a panel of three (3) arbitrators in the Borough of 
Manhattan, City, County and State of New York, in accordance 
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with the Commercial Arbitration Rules then obtaining of the 
American Arbitration Association and the decision of a majority 
of the arbitrators shall be final and conclusive upon the 
parties hereto. Each party hereto shall designate one (1) of 
such arbitrators and the two (2) arbitrators so designated 
shall select the third arbitrator and upon their failure or 
inability so to do the third arbitrator shall be selected either 
by the parties in accordance with the rules of the American 
Arbitration Association or by such Association. Each party 
shall pay the cost of the arbitrator appointed by it and the 
other costs of arbitration shall be shared equally between the 
parties hereto. 

The arbitration may not impose upon either party an 
obligation not assumed hereunder or deprive either party of any 
right granted hereunder including any right conferred upon the 
parties pursuant te Section 1 of this Article XI. 

Section Af 

(a) This Agreement shall be construed according to 
the laws of the State of New York. 
| (b) A judgment on any decision or award in an arbitration 
proceeding pursuant to Section 2 of this Article XI may be 
entered in favor of the prevailing party in the Supreme Court 
of the State of New York, County of New York, or the District 
Court of the United States for the Southern District of 


New York, or a state court of general jurisdiction or a 
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federal district court or other appropriate court having 
jurisdiction in the county, district, state or country in 
which there is located an office of the party against whom 
such judgment is to be entered or in which it shall have 
assets. 

(c) For the purpose of effectuating the provisions of 
Section 1 of this Article XI and enforcing the rights of the 
parties thereunder, each party consents to jurisdiction over 
its person and consents to appear in the Supreme Court of 
the State of New York, County of New York, and/or the 
District Court of the United States for the Southern District 
of New York, and each party hereby waives any objection to 
such jurisdiction. Each party agrees to accept service of 
process sent by the United States mail, Registered, Return 
Receipt Requested, postpaid, and mailed in the United States 
Post Office. Any judgment so entered shall, after all rights 
of appeal have expired, unless the same shall be reversed 
on appeal, be final and binding and shall be entitled to 
enforcement by reason of the full, faith and credit clause 
of the United States Constitution or by comity in the case 
of MVIW. 

ARTICLE XII. NOTICES 


All notices required or permitted to be given under this 


Agreement shall be in writing and shall be deemed to have been 


properly given if sent by Registered Air Mail to the narty entitled 
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to receive such notice, addressed in accordance with the last 
written instructions received from such party concerning the 
mailing address to be used for such notices, and not subsequently 
withdrawn from the mails. 
ARTICLE XIII. ASSIGNMENT 
Neither Armor nor MVIW may assign this Agreement or any of 
their rights or obligations hereunder except as and to the extent 
otherwise expressly provided for herein, without the prior written 
consent of the other party. 
ARTICLE XIV. SUCCESSORS IN INTEREST 
This Agreement shall be binding upon and inure to the benefit 
of any Person with which any party hereto shall merge or consolidate, 
or to which either of them shall transfer all or substantially all 
of their respective business and assets. 
ARTICLE XV. DURATION AND TERMINATION 

«Section 1. This Agreement shall become effective on the 
effective date hereof and continue in force and effect for a 
period of five (5) years from such date, ‘unless sooner terminated 
as hereinafter provided, and shall not terminate at the expiration 
of such five (5) year period unless a one (1) year notice in 
writing shall have been given by either party to the other prior 
to the end of the fourth year. In the absence of such written 
termination notification at the end of the fourth year to 
terminate this Agreement at the end of the fifth year, this 


Agreement shall automatically renew from year to year unless 
a ee qu 2S 
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subsequently terminated by one (1) year's nctice in writing 
given by either party prior to the end of any such renewal 
period. If MVIW shall exercise such right to terminate without 
default by Armor, MVIW agrees to give Armor a non-exclusive 
license covering the use of Know-how, Patents and Trademarks 
(subject otherwise to the terms of this Agreement) only at an 
earned royalty of: 
(a) if the bookings of elevator cars received for 
the previous twelve (12) month period was in excess of one 
hundred (100) cars, two (2%) percent of Armor's total 
factory cost including all overhead of Licensed Products 
or Gearless Elevators using Licensed Products manufactured 
by Armor, which royalties shall be payable on a calendar 
quarterly basis within thirty (30) days from the end of 
each calendar quarter. 
(b) if the bookings of elevator cars received for 
the previous twelve (12) month period were less than one 
hundred (100) cars, royalty payments as specified in Article 
VI Section 1 (b) hereof adjusted as provided therein, which 
royalties shall be payable on a calendar quarterly basis 
within thirty (30) days from the end of each calendar quarter. 
(c) The earned rcyalties required to be paid under 
paragraph (a) of this Section shall be paid in Aust. Dollars 
on the basis of the current bank selling rate applicable 


thereto as established by the Continental Illinois National 
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_ Bank of Chicago on the date on which such payments are 

payable thereunder. 

(d) MVIW shall not be obligated to provide any further 
rights, technology or services to Armor. 

(e) In the event that this Agreement shall not have 
been previously terminated pursuant to its provisions 
and that Armor shall have obtained a non-exclusive license 
from MVIW as in this Agreement provided and curing such 
pericd of non-exclusive license should MVIW grant to any 
other Person a non-exclusive license in the Territory under 
applicable Patents, Trademarks, Know-how, Licensed Products 
and Gearless Elevators which shall permit such person to 
manufacture and sell for any use within the scope of the 
non-exclusive license granted to Armor and at an earned 
royalty which is lower than the royalty charged to Armor 
under this Agreement, then MVIW shall promptly notify Armor 
of such License and extend to Armor the lower royalty rate 
of the noticed license, effective as of the date on which 
such rate became effective with respect to the noticed 
license. 
Section 2. Any of the following events shall constitute an 

event of default by Armor: 

(a) the failure to make punctual payment within ten 

(10) days subsequent to the sending of a written notice 


of any amount required to be paid by it pursuant to any 


ae, |* Va gS 


A 36 


Exhibit A Annexed to Pett:ion 


provision of this Agreement subject to the provisions of 
Article IX; 

(b) the failure for a period of thirty (30) days from 
the sending of written notice to observe or perform any of 
the promises, agreements or undertakings herein contained 
on its part to be observed and performed subject to the 
provisions of Article IX; 

(c) if Armor shall make a general assignment for the 
benefit of creditors, file a petition in bankruptcy, or be 
adjudicated a ba~krupt or insolvent, or shall file a petition 
Sceking any reorganization, arrangement, composition, read- 
justment, liquidation, dissolution or similar relief under 
any present or future bankruptcy or other statute. or shall 
file an answer admitting or not contesting the material 
allegrtion of a petition filed against it in any such 
proceeding, or shall seek or consent to or acquiesce in the 
appointment of any trustee, receiver or liquidator of Armor 
or any material part of its properties; 

(d) if within thirty (30) days after the commencement 
of any proceeding against Armor seeking any such reorgani- 
zation, arrangement, composition, readjustment, liquidation, 
dissolution or similar relief, such proceeding shall not have 
been dismissed, of if, within thirty (30) days after the 
appointment, without the consent or acquiescence of Armor, 


of any such trustee, receiver or liquidator, such appointment 
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shall not have been vacated; or 

(e) if the effective control of Armor comes or is 
likely to come into the possession of a competitor of Armor. 
Section 3. Upon the occurrence of any such event of default 

MVIW shall have the right to terminate this Agreement and upon the 
sending of written notice by it to Armor of such termination: 

(a) Armor shall forthwith cease to have any rights in 
the Patent and Tradem:rk Rights and Know-how and shall 
forthwith return all documents and drawings relating thereto 
which shall have been supplied or caused to be sv sed by 
MVIW; 

(b) MVIW shall be entitled to recover from Aruor all 
royalties and minimum royalties due, payable or accrued to 
the date of such: termination; 

(c) MVIW shall be entitled to recover from Armor an 
amount equal to the minimum royalties for the unexpired 
portion of the first five (5) years of this Agreement; and 

(d) interest on the amounts provided for in subdivisions 
(b) and (c) of this Section 3 at the rate of ten (10%) per 
cent per annum from the date of default to the date of 
payment, provided, however, that if the maximum rate of 
interest legally permitted to be recovered shall be less 
than the rate of ten (10%) per cent per annum then it is 
intended that the rate shall be such less maximum rate as 


may be lawful; 
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provided, however, that irrespective of such termination the 
obligations assumed by Armor and MVIW, respectively, under 
Section 6 of Article III hereof shall continue. 
ARTICLE XVI. GOVERNMENTAL CONSENT 

In the event that this Agreemert shall require the consent 
cf any official body in any country, each party shall use its 
best efforts to obtain the approval of such body and to notify 
the other thereof promptly. If such approval shall not be 
obtained, then this Agreement shal. be at an end and no party 
shall have any claim on the other party hereto. 

ARTICLE XVII. GENERAL 

Section 1. It is agreed that neither Armor nor MVIW are 
agents of the other for any purpose whatsoever and shall not have 
authority to represent or make any commitments or incur any 
obligations in the name or on behalf of the other or E.P.L. 
This Agreement does not constitute a joint venture or partnership 
between the parties and in no event shall MVIW or Armor be 
liable for any obligation of the other. | 

Section 2. Armor hereby agrees to protect, indemnify and 
save harmless MVIW from and against all liabilities, obligations, 
claims, damages, penalties, causes of action, costs and expenses 
(including without limitation attorneys’ fees and expenses) 
arising out of the manufacture, sale or use of any Licensed 
Products or from any accident, injury to or death or loss of 


or damage to property occurring as the result of the manufecture, 
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sale, installation ocr use of any Licensed Products, or any 
negligence or tortious act on the part of Armor or any of its 
employees, agents, contractors, or licensees, connected with the 
manufacture, sale, in-tallation, use or ~epair of the Licensed 
Products. In case any action, suit or proceeding is brought 
against MVIW by reason of any such occurrence, Armor, upon 
request, will at Armor's expense resist and defend such action, 
suit, proceeding or cause the same to be resisted and defended 
by counsel. designated by Armor anu reasonably approved by MVIW. 
The obligations of Armor under this Section 2 shall be among 
those obligations of Armor surviving the termination of this 
Agreement. 

Section 3. MVIW shall be responsible for any customs 
duty which may be required to be paid with respect to the drawings 
referred to in Article III, Section 1 (b) to be delivered to 
Armor. 

Section 4. MVIW warrants that the Licensed Products manu- 
factured and applied in accordanc’ with the Know-how transferred 
to Armor by MVIW upon execution of this Agreement will fulfill 
the performance criteria and requirements of the specified 
operational features listed in Schedule D in addition to the 
system description listed as Schedule C of this Agreement, provided, 
however, that this Waranty (1) is in lieu of all other warranties, 
express or implied; (2) shall not apply to equipment used in 


conjunction with Licensed Products and not covered by Schedule B, 
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nor shall it apply to breaches of warranty caused by incon- 
patibility of Non-licensed Products used in conjunction with 
Licensed Products; and (3) in no event shall MVIW be liable 

in damages to Armor arising out of any breach of this Warranty. 
In the event that Armor shall have notified MVIW of a claimed 
breach of such Warranty, MVIW shall have ninety (90) days to 
remedy such breach. If MVIW is wnable to remedy such breach, 
and the Warranty is breached in a substantial respect, then 
Armor's sole remedy shall be to terminate this Agreement without 
further liability or damage of any kind of either party to the 
other, other than the performance of those obligations specified 
in Article VIII. This Warranty shall be unenforceable by any 
person, firm or corporation other than Armor and by it only as 
and to the extent provided in this Section 4. 

Section 5. No failure by MVIW to insist upon the strict 
performance of any term hereof or to exercise any right, power 
or remedy consequent upon a breach thereof, and no acceptance of 
full or partial payment of the royalties -nd license fees during 
the continuance of any such breach, shall constitute a waiver of 
such breach or of any such term, and no acceptance of partial 
payment of any royalties or license fees shall be deemed to 
constitute payment thereof or an accord and satisfaction. 

Section 6. Armor agrees that it will take all sich steps and 
perform all such acts as may be required to comply with all laws, 


statutes, ordinances and governmental regulations required for the 
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conduct of its business and the manufacture and sale of Licensed 
Products within the Territory. 

u2ction 7. Should any provision of this Agreement be 
determined to be invalid or unenforceable it shall not affect 
any or all of the other terms and provisions of this Agreement, 
which shall continu? in force and effect. 

IN WITNESS WHEREOF, each of the parties hereto has caused 
this Agreement to be executed by its duly authorized officers 
and representatives, all as of the day and year first above 
written at Toronto, Canada. 


ARMOR ELEVATOR COMPANY, INC. 


By 
Bd .MAaNN V, P. 


N.V. MAATSCHAPPIJ-. VOOR 
INDUSTRIELE WAARDEN 
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SCHEDULE '"'A'' 
PARTICULARS OF LETTERS PATENT AND/OR PATENT APPLICATIONS 


Application Application Date of 
__ No. Date ” Patent No. Issue Country Subject 


536,786 4.6.68 3,387,239 U.S.A. Electro- 
Mechanical 
Relays 


955,652 23.3. 66 800 ,097 Canada ditto 


675,499 16.10.67 3,536,164 U.S.A. Compulogic 
; Guardian Car 
6 System 


002 ,599 16.10.67 879,957 Canada ditto 


271,083 337: 78 U.S.A. Improved 
Pattern 
Generator for 
the Control of 
Motion of a 
Body Moving 
Over a 
Predetermined 
Path 


146,765 10.7.72 ' Canada ditto 


U.S.A. Improved 
Transducer 


Canada ditto 
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SCHEDULE '"'B"' 


The Licensed Products shall mean the following which Armor may 
manuf: zture through employing the EPL know-how: 

(i) Variable Voltage Thyristor controlled solid state 
| regulator equipment known as Thyroglide and employed 
with Gearless elevators. The equipment includes 

control panels for motors, motor generator sets, 


safety circuits, and door control. 


(ii) Automatic group supervisory ccntrol systems equipment 
known as Compulogic. The equipment includes control 
panels for interconnection of a group of elevators, 
supervision, position control including inductor 
control, position control by velocity computer and 


shaft encoder, and floor level control. 


An SS 
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SCHEDULE C., 


COMPULOGIC - SYSTEM DESCRIPTION. 


THE BACKGROUND 
Demand Systems 


The Compulogic group control system for lifts is a "demand" 
system - that is to say the decision as to what task should 
be allocated to any particular lift is taken automatically in 
the controller by a built-in system of logic on the basis of 
an instantaneous analysis of the demands on the system. 


The superiority of decision-making systems of this type over 

the earlier "program" systems is now well established, but it 
should not be assumed from this that all demand systems are much 
alike or that all operate with more or less equal efficiency. 
The performance of one system may diverge widely from that of 
another. The difference lies in the quality of the decisions 
that the system makes. 


The Compulogic Achievement 


The great achievement of the compulocic controller is that it 
can now take significantly better decisions than even the best 
of the previous generation of demand systems. A combination of 
computer technology with an incisive analysis of lift traffic 

in modern buildings has permitted the design of a logic system 
which, without exceeding practical economic limits, has been 
able to take into account all the factors that are important 
(including some which were formerly too difficult) and interpret 
them with greater subtlety, intelligence, and speed. The result 
is a marked advance in system efficiency without increase in 
cost, together with the considerable advantages of small size 
and high reliability. 


The decision-Makinag Problem 


The essence of the problem is to decrease ~he daily average 
waiting time by. increasing the utilisati’ £ the lifts. 
Utilisation may be increased by:- 


(a) Reducing the distance travelled by an empty lift 
when going to answer a call for service. 


(b) Taking every opportunity to scoop up additional 
traffic en-route with lifts that are already 
engaged in fulfilling an assignment. : e2 
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(ec) Preventing the assignment of more than one car to 
any call. 

(da) Concentrating service on areas that are generating 
the most traffic. 

(e) Making the best use of those moments when there is 


a temporary absence of calls on the system to station 
the lifts in the best positions to deal quickly with 
any renewal of demand. 


Measures such as these, will, by themselves, reduce the average 


waiting time considerably but possibly at the risk of leaving 
isolated calls unanswered for long periods. It is essential 
therefore that any practical system should also incorporate logic 
which is able to assess not merely the presence, volume, and 
concentration of demand, but also its time precedence. 


Compulogic successfully combines all these features so as to 
give an unusually high percentage of calls answered within a 
short waiting period and at the same time a low figure for the 
largest single waiting period. 


Lift utilisation may also be increased by eliminating any time 
unnecessarily spent stationary at landings after all passengers 
have left or entered the lift. This may be achieved by observing 
the passenger traffic out of and into the lift and closing the 
doors promptly as soon as it has ceased instead of allowing an 
arbitrary fixed time for loading or unloading. This feature also 
is incorporated in Compulogic. 


PRINCIPLES OF COMPULOGIC 


Method of Treatment 


The logic in this system is too complex to be described 
meaningfully in terms of a detailed and pedantically correct 
account of exactly what happens in any and every combination 
of circumstances. Instead a description will be given of the 
principles that are incorporated in the logic and the general 
order of precedence in which the various demands for service 
are met. The system is described under the following headings: 
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Sections and Groups 
Section Store 

System Store 

Section Guardian 
Central Logic 

Load Weighing 
Secondary Assignment 
Peak Demand 

Door Closing 

Control System Options 
Other features. 


Sections and Groups 


For decision-making purposes the possible demands on the system 
are treated in Sections and Demand Groups as shown in the 
diagram below, which represents a typical building. The system 
has 4 Sections which divide the building into zones generating 
roughly equal amounts of traffic. Within each Section the 

floor demands are collected in Groups, as shown, each generating 
traffic of roughly the same volume or importance. , Each section 
is normally divided into 3 groups, the bottom section being 
increased to 5 groups if there are basements in the building. 
The system thus allows for 14 groups ir all. : 


When a car responds tc a Group demand it goes first to the 
lowest call in an UP Group cr to the highest call in a DOWN 
Group. 


The selection of an appropriate arrangement of Sections and 
Groups is made individually for each application froma 
consideraticn of the nature of the building and probably tenancy 
pattern, it may easily be altered retrospectively in the light 
of actual observed traffic patterns or changing tenancy. The 
ary >;ozement shown in the Giagren, would be typical for straight 
for: urd application. 
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SECTION GROUP 
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Section Store 


When a landing demand occurs it is registered in a Section 
Store (of which there is one for each Section) as a demand 
from the Group in which it occurs. Each Section Store 

stores demands from Groups in its Section in the order in 
which they occur, and feeds out these Group demands, one at 

a time, in that order, as lifts are made available to deal 
with them. Thus the longest waiting call will normally be the 
first to receive attention within that Section when a car is 
made available to that Section. Provision is made, however, 
for priority to be given to certain demands. This takes the 
form of queue-jumping by entering the store immediately behind 
the demand at the output of the store rather than at the back 
of the store. For example, within Section 1 demands from 
Group 10 (Main Lobby UP) will always be given priority treat- 
ment. 


System Store 


In addition to the Section Stores there is also a System Store. 
Any Section store which has an unfulfilled Group demand in its 
ovtput will also register this as a Section demand in the 
System Store. Section demands are stored in the System Store 
in the order in which they occur and are fed out, one at a time, 
in that order, as,lifts are made available to deal with them. 


Section Guardian 


A car becomes availakle for service as soon as it has completed 
an assignment - that is, when it has closed its doors and has 

no further car calls to answer. As soon as it becomes available 
it will normally be assigned the task of Section Guardian for 
the Section in which it now stands, unless a check of Status 
shows that another car is already guarding this Section, in 
which case it then becomes available for assignment to other 
tasks. 


A Section Guardian will normally deal first with any Group 
demand registered in its Section Store. If there is no such 
demand waiting the Section Guardian is available for assign- 
ment, if required, to a task in another Section in accordance 
with the Central logic, but will normally be left as long as 
possible guarding its Section so as to deal immediately with 
any new demand originating in that section. 
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A car which becomes available in a Section which is already 
guarded may be assigned either:- 


(a) to answer a call in an unguarded Section 
(i.e. a Section demand at the output of 
the System Store) 


or (b) if no such call exists, to take post in 
another Section as Section Guardian 

or (c) if all Sections are already guarded, to 
be available to take guardian duty when 
required. 


The effect of this Section Guardian principle is to keep the 
cars evenly distributed tarough the building so as to minimise 
the journey required to answer a call. The commitment of a 
Section Guardian to Group demands originating within its own 
Section may however be overriden by Central logic under certain 
circumstances. 


Central Logic 


The Central Logic is responsible for dealing effectively with 
Gemands on the system which have not been expeditiously dealt 
with by Section Guardians, either due to the temporary absence 

of #. guardian in the Section concerned or to the presence of 2 
peak demand. The central logic assigns available cars to these 
duties in a manner that causes minimum disturbance to established 
Section Guardians. 


A Section Guardian may, if required by the central logic, be 
taken for duty elsewhere by three circumstances:- 


(a) a demand from an unguarded Section 
(b) a peak demand in another section 


(c) a demand from an unguarded Section that 
has remained at the output of the System 
Store for more than a given time (e.g. 
30 seconds). This demand will override 
a demand in its own section. 


The time override is included in the system to guard against 
certain’ unusual traffic patterns which could theoretically occur 
but which are quit~ improbable. The actual time delay used can 


be varied if required. 
m és 


m+ 


* 


a 


23. 


24. 


A (0) 
Exntbit A Annexed to Petttton 
oo 
Load Weighing 


For certain logic decisions it is necessary for the system 

to know how many passengers there are in the car. Each car 
is therefore fitted with a load-weighing device which detects 
four stages of load in the car. The four stages and their 
uses are as follows:- 


(a) Nil. Used to clear any outstanding car calls 
placed unintentionally or out of mischief. 


(b) 60%. Used, with other criteria, to establish the 
presence of a peak demand. 


(c) 90%. Used to establish that the car is already full 
and thus unable to accept any further assign- 
ments ahead of it. 


(da) 110%. Used to establish that the car is overloaded 
and thus may not be permitted to close its 
doors and leave the landing. 


Secondary Assignment 


An important new feature made possible by Compulogic is the 
Secondary Assignment logic. In this the logical future position 
of the car, which advances ahead of the car as far as the slowing 
distance from contract speed, searches for other unallocated 
landing demands inthe same direction. Each one that it finds 

it takes as a secondary assignment (provided it is not already 
full) clearine the demand from any Group, Section, or System 
demand in which it may be registered. 


This difiers from earlier systems in that the secondary assign- 
ment is selected in advance and does not depend on the chance 
arrival of a lift at the floor in question. Because it is 
positively assigned to one car and withdrawn from the system 

it cannct be assigned also to other cars. This avcids the 
duplication and bunching frequently encountered in earlier 
systems. 


Peak Demand 


If a peak demand is detected in any Group it takes priority over 
al] other assignments and the first available car is assigned to 
that Group demand. The criterion for establishing a Peak is that 
a car assigned to the Group has loaded to 60% while another 
unsatisfied demand still rerains in the Group. For a single 
floor Group (e.g. Main Lobby) «he criterion is simply that a 

car at the floor has loaded to 60%. If the additional car 

fails to satisfy the demand then a Peak will be re-established 
and the cycle repeated. 
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If peak conditions obtain in more than one Group then those Groups 
are dealt with in a special sequence which tends to give 
preferential treatment to UP peaks at the Main Lebby and DOWN 
peaks in the higher «arts of the building. This system deals 
more effectively than earlier systems with heavy traffic in botr 
directions such as is frequently encountered in busy buildings 
at lunchtime. 


Door Closing 


A great deal of the time taken by a car for the completion of an 
assignment is spert standing stationary at landings waiting for 
passengers to walk into or out of the lift. If an arbitrary 
time be allowed for each process then it must suffer the dis- 
advantage either of being too long (and therefore wasteful) 
when the passengers are few or of being too short when the 
passengers are many. Too short a time will harass passengers 
unnecessarily and unacceptably with premature door closure, 
especially in systems which do not detect passage across the 
threshold. Quite possibly both of these disacvantages could be 
suffered in the same system. 


The Compulogic controll«r overcomes this problem by continuing 
the already well established use of the "Curtain of Light" 
safety device as a detector of passenger traffic across the 
car threshold, but with some modification of the timing. 


When a car arrives at a landing at which there is a landing call 
its doors will be held open for a preset time (usually 8 seconds) 
before startir.g to close. However, if the light ray is broken 
door closing will start 4 seconds after the beam is restored, 
unless there is a car call placed, in which case the doors will 
start to close between 1 and & seconds (according to setting) 
after the call is placed or after the beam is restored, whichever 
is the later. 


When a car arrives at a ianding in response to a car call only, 
.no allowance need be made for passengers to enter the car, and 
then the doors will start to close either after a preset time of 
4 seconds or & second after the beam is restored after having 
been broken. 


The system also includes logic to deal effectively with prolongec 
interruption of the beam or obstruction of the door. 


Control System Options 


The standard Compulogic controller includes provision for 
Security Service, Fire Service, Independent Service, and 


Att’ ‘ant Control. Wem 
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The controller also includes as standard a full motor-room 
supervisory panel with indication of the state of all major 
logic decisions occuring within the computer as well as the 
conditions of all car and landing demands, car position and 
movement. 


For routine interrogation of the computer, provision is 
included for the service technician to apply a series of 
test routines to confirm correct functioning of the system's 
logic. Provision is also included so that a recorder unit 
may be plugged-in for automatic recording of full traffic 
data for subsequent computer analysis. 


Other Features 


When a car has received no assignments for a preset time 
(typically 6 minutes) it automatically shuts down with its 
doors closed. The Section Guardian principle ensures that 

shut down cars are distributed evenly throughout the building. 
Alternatively, the cars may be directed to shut down at 
nominated floors. The occurrence of a fresh demand will cause 
the appropriate lift to start up and answer the call. 


Should some fault cause a car to fail to start when required it 
is automatically removed from the system and an appropriate 
failure signal is gven at the supervisory panel. 


The Compulogic system incorporates a number of design features 
and precautions to ensure that in the event of a major electrical 
failure the system will continue with a degraded service rather 
than cease altogether. The most significant of these are listed 
below: 


(a) Two separately fused supplies are provided for landing 
button circuits, one for UP buttons and one for DOWN 
buttons. If one fuse blows, the "directional coliector” 
function is modified to give service from the remaining 
set of landing buttons. 


If both landing button circuit fuses are blown all cars 
are automatically programmed to make landing calls 
throughout the building in accordance with a preset 
pattern of dummy car calls. 


If a car call supply fuse biows then that car is with- 
drawn from the group control logic. 
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The group control logic is such that it includes an 
unusual amount of logic reduidancy. Large sections 
of the logic could fail with. it preventing the 
allocation of a car to a waiting call, though not 
necessarily i- the most efficient manner. 


Any failvre of th ‘gic to allocate cars to waiting 
calls is automatic: ly detected and causes the cars 
to follow a fixed pattern of calls as in (b) above. 


THYROGLIDE III - SYSTEM DESCRIPTION 


eS 


In Thyroglide III the main development is in the pattern 
generation. The essential features of the servo ‘-op and 
thyristor control are unchanged, and the floor-level transducer 
is retained as the prime levelling device and as an essential 
safety back-up to the main digital system. 


In earlier Thyroglide syst ms the pattern generator produces a 
signal that is a time dependent function. At higher speeds 
the tolerances obtainable with this technique are still adequate 


for control of the acceleration pattern and steady speed running, 
but are insufficient to prevent the accumulation of unacceptable 
errors in the distance actvally travelled by the Lift in comparison 
with the precise distance of the intended journey. 


The required accuracy demands 4 distance dependent function for 
the slowing pattern rather then a time dependent function. This 

is obtained in Thyroglide III froma digital encoder which counts 
down every quarter inch of travel towards. the intended destination. 
The encoder signal is fed to a Velocity Computer which continuously 
measures the distance between the position of the car and its 
intended destination and further derives from this a control 
signal which corresponds exactly with the required ideal speed of 
the lift at that instant in its journey. This digitally derived 
slowing pattern is thus able to control the lift precisely in 
accordance with the intended speed pattern and ~istance. 


During its journey the lift therefore is controlled in turn by 
three different systems. It accelerates from rest up to 

contract speed under the control of an acceleration pattern that 
is a voltage/time function produced Ly the pattern generator. 
When the slowing pattern voltage produced by the digital encoder 
and velocity computer falls below the voltage from the pattern 
generator (either before or after it has attained contract speed) 
it takes control of the lift and brings it into the destination 
floor. Within 10 inches of the floor, control is taken over by 
the floor level transducer which brings the lift. to an accurate 
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stop within % inch of floor level and maintains correct 
floor level as the passenger load in the lift changes. 


Among the advantages of this system is the elimination of 
the need for slowing plates in the shaft which are required 
in considerable nusoers in some conventional systems, or for 
complex electro-mechanical analogues of the shaft-way which 
are a feature of others. 


A further advantage of Thyroglide III in comparison with other 
systems is that it does not have to accept the compromise of a 
standard speed pattern for non-standard floor heights. This 
can be quite significant when, as is commonlv found, the floor 
height at the main lobby is substantially gi°ater than the 
standard inter-floor height. For example, with a 19-foot <loor 
height at the main landing, the Thyroglide III system will, on a 
single floor run, permit the 2cceleration of the car to a speed 
of 450 f.p.m. before slowing « mmences, whereas other systems 
will usually restrict the maxLinum speed on a single floor run 
to 300 f.p.m. or less. 


The precision obtained by the use of digital tech.iques permits 
Thyroglide III to con..ol the lift in accordance with the 
theoretically ideal speed pattern. The floor-to-floor times 
obtained with this system are therefore outstanding. They will 
not be surpassed and are at present even approached only by 
earlier versions of Thyroglide itself. 


Line stability of digital technique: and solid-state devices will 
ensure that Thyroglide III will, in service, continue to deliver 
its outstanding performance without the degradation and loss of 
tune which so commonly beset conventional control systems. 


The flexibility of digital techniques and the incredible speed 
of operation of integrz-ted circuits provide a system which for 
practical purposes has no speed limitations, high or low. 
Thyroglide III is without question, for gearless lifts of any 
speed, the finest speed control system ever produced. 
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SCHEDULE D 


PERFORM. NCE CRITERIA 
I: Compulozic Operational Specifications 
A. Group control to 8 cars and 30 landings. 
B. Normal operation from 0 to +70°C ambient in the controller. 


C. Normal operation ‘n the presence of & +15% -10% line voltaze 
change over specified temperature range at the controller. 


D. Equipment operation from follot .ng available power supplics - 
200V (20+), 230V, 460V, 575V, 3 Phase/oO Hz. 


E. Electronic integrity and secure operation in the presence 
of electronic/electrical and electromechanical/mechanical 
noise inherent in such an énvironment. 


II. Speed and Acceleration Control 


A. Acceleration Rates - As specified, between 3.5 and 4.5 ft./sec.* 


(adjustable between 3 ard 7 subject to 
other system limitations). 


B. Average Acceleration Change Rate - Between 4 and 15 ft./sec.3, 


C. High Speed Regulation - *1% of contract speed. 


D. Response Time - Start moticn 500 williseconds from start signal 
and completion of door } ELSE E $. 


E. Electric Stop - Car tv be brousht to fll dynamic stop before 
brake is applied. 


F. Stopping Accuracy - tfaintain car level within #1/4". 
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Reculation and Protective Circuit 


Car will not: start if: ¢ 


1. Hoist motor field is icss than 50% rated.or 
the phase failure/phuse reversal relay detects: 


a. Low voltage on all 3 phases 
b. Low voltage on one phase 


c. Improper phase sequence 


The :aximum car speed will be reduced to approximately 
85% of full speed if an overspeed condition (more than 
5% over full speed) is detected, but the car will other- 
wise continue to function normally. 


Car will make emergency stop if: 
1. Governor or other safety devices trip. 


2. Emergency teriinal slowdown operates, 


Current linit is only by means of a magnetic overload 
relay of the inverse time cil dashpot type. If this 
operates the car does an erergency stop and shuts down. 


» 


Selector Correction - Minor discrepsncies are corrected 
at each stop thus eliminating cumulative errors. In the 
event of failure of the selector system while running 
the car shall follow a speed time slowdown, stop at the 
end of the shaft and shutdown. 


Electrical Noise Irvaunity - Electronic controls shall be 
so arranzed that no electrical noise or transients, nor 
the failure or short of any three or less electronic 
devices, shall enable the car to start or to continue 


running with the doors open, except in the leveling zone. 


Nor shall the same fault conditions enable the car to 
drive away from floor with doers open, by mere chin 2 
inches belo initiatin., an cnergency stop. 
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Field Conditions 


A. Power Supplies 


Standard supplies available are 200V (203), 230V, 460V, and 
575V - 3 Phasc, 60 Hertz. Normally no neutral bus is brought 
to machine room. 


Ambient Temoerature 


‘Equipment must operate in 0-70°C ambient in the controller. 


Temporary Overation 


Provisions for temporary operation during construction at 
inspection speed with minimum wiring. ‘ * 


V. Duties 
A. Speed Range. - 400-1800 FPM. 
B. Motor Fields - Up to 30 arps at 250 VIC. 


Generator Fields - Up to 10 amps at 250 VIC. 


Brake Coils - Up to 6 amps at 250 VIC. 


OPERATIONAL FFATURES 
I. Next Up Selection 


A non-rotational next up selection will be provided for cars 
arriviny at the lobby floor. The lobby car which is selected 
next up will illuminate its next up sign, and park with ics 
doors open to reccive incorins passengers. When the M.G. set 
shuts down, the doors of the rext up car shall close, and when 
fully closed, the next up sizn will be extinguished. Subsequent 
registration of the up hall burton will cause the doors of the 
next up car only to open (in the event that there is more than 
one car at the lobby), stare the M.G. set, and illuminate che 
next up siz .. ° 


In selectinz a next up car, oreference shall be piven to a car 
which has its M.G. set rus.ies. When the next up car shuts 

dewn its M.G, set, the nese uv selection will be transferred 

to another lobbs car (efti r oarred or arriving), provided its o 
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Directional Preference 


When a car opens its doors in response to an “up" or "down" 
hall call, the proper hall lantern will be illuminated and 

the car will maintain preference for this direction of travel 
to allow the entering passenger time to register his car call. 
Directional preference will be maintained until the car doors 
are almost fully closed. 


If an up and then a down hall call are both registered at an 
intermediate floor where.a car is standing (with no car calls 
registered and no hall calls in the system), the car doors 
will open, the up hall call will be canceled, the up lantern 
will illuminate, and the car will maintain preference for 
travel in the up direction. If no car call is registered 
for travel above the position of the car, the doors will 
close and the up lantern will be extinguished. The doors 
will then reopen, the down hall call will be canceled, the 
down hall lantern will be illuminated, and preference for 
travel in the down direction will be maintained until the 
car doors are almost fully closed. 


Dispatch Protection ‘ 
The system will automatically provide emergency dispatching 
in the event of failure of the primary dispatching means, 


Delayed (C-* Protection 


The system will automatically disassociate a car from group 
service in the event that the car is delayed a predcterminec 
time, The landing deminds assigned to this car will be re- 
assisned to another "in service'' car in the group. Priority 
miy be given to the reassinned calls, if desired, by arranging 
for these demands to enter the store at an advanced stage. 


The car will automatically be restored to group serviée when 
the delay is corrected. 3 


An clevator will be disgsatch d from th: odin terninal if 
Juad-d to a predetermined percentage of capacity. s 
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Load Weishing Bypass 


An elevator will bypass landing demands if it becomes lozted 
to a predetermined percentage of caoacity. The landing 
demands assigned to this car will be reassigned to another 
in’ service car in the group. Priority may be given to the 
reassigned calls, if desired, by arranging for these demands 
to enter the store at an advanced stage. 


Load weigh dispatch and bypass will be independently adjust- 
able. 


Lobby Door Time 


In addition to the door closing times mentioned in varayraons 
26 thru 29, Schedule C, a timer will be furnished 

for the car selected next up at the lobby to allow time to 
load the car. This initial time will not be reduced by 
interruption of the photobeam, or registration of a car call; 
however, on subsequent reopening of the uour due to inter- 
ruption of the photobeam this closing time will be reduced to 
approximately 1/2 sec. from the time the doors reach the fully 
open position, provided the photobeam has been re-established. 


This lobby door time will be terminated if the car becomes 
loaded to a predetermined capacity to allow advance dispatching 
of the car. 


Additional cars arriving at the lobby which are not sclected 
as the next up car will close their coors in the normal manner 
as described in paragraphs 26 thru 29, Schedule.Cc. 


Should the doors be preyente. from closing for a predetermined 
time, tne delayed car protection timer mentioned previously 

will cause a buzzer on the car to sound to discourage passengers 
from further delaying service. 


Door Protective Timer 


The elevator doors will be caused to reopen after a predeter- 
mined time delay if the doors fail to close fully, or if the 


car fails to run when given a start sionel after the doors 
close (probably due to a dirty door interlock contact). The 
doers vill centinuc to reevele, in an artempe to clear the 
door track, until the door interlock contacts mike un or 
until the door protective tioer is cuc orf by the delayed 
car protection tin. wntioned previously. 
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Off Peak Operation 


aen neither an up or a down peak exists, the system will pro- 
vide section guardian operation as set forth ir the Compulogic 
system description. 


The number of floors comprising a section may be changed at any 
time to suit building occupancy. This change can be readily 
accomplished on the job site at terminals provided for this 
purpose. 


Priority service my be given tc selected floors at any time to 
suit building occupancy by entering the section store at an 
advanced stage. 


During off peak operation, a priority demand will be registered 
ut the lobby floor, if there is no next up ca at the lovby 
floor. 


Up Peak Operation 


During an up peak cordition, heavy traffic will originate from 
the lobby and the operation will be as follows: 


A. A priority demand will continually be registered at the 
lobby “sr all cars. . 


B. If only one car is next up at the lobby, the allocation of 
sown aemands to cars will b- »rohibited. 


C. All cars will reverse at t . highest call and return to 
the lobby. 


D. The section suardian arrarzement will be discontinued. 

E. The system reverts to off seak operation when a. car departs 
with less than 60% load, thus indicating that the up peak 
has subsided, 


Down Peak Operation 


ee 


When a peak demand in a group is initiated all deminds in the 
system store are isnnored enti. a second car is allucated to 
that croup, or a followin: car is allocated to the sroup as a 
second assisnecent, 
w\ 
“Ae 4 eS 
den 
® - e 
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A peak is established by a car ?> ding to or past 60% with 
further landing calls to answer 1.1 that group, the peak is 
cancelled when a second car is allocated or a following car 
is allocated as a second assignr7ent. 


The peak demand is immediately r:instated if the above load- 
ing conditions are re-established. 


A car leaving the lobby floor with a car call registered will 
operate the second assignment feature so chat a degree of 


service is furnished to up calls during a down peak. 


In this manner the down demands registered the lo zest will be 
the first assigned when a car .s sade available to that section. 


Elevators which become loaded will bypass landing demands, 


‘therefore, demands assigned to the loaded car must be reassigned 


to another in service car, as previously described, On dewn 
peak operation, down demands which are reassigned are given 
priority status in the section registe.. 


Car Top Inspection Station 


An inspection station will be mrovided or top of wach elevator 
and will contain the following: . 


" ad 


A. A transfer toggle switch to transfer from "run" to 


“inspection”, 


B. Constant pressure up-down oushbuttons arranged to operate 
the elevator at slow speed for inspection and main.cnance 
purposes, These buttons will be operative only when the 
toggle transfer switch is in the "inspection" position. 


C. A safety button as an additional safeguard, so that 
actuation of the up or down button will not move the 
car unless constant oressvre is simultaneously main- 
tained on the saicty butten (optional). 


D. A toggle type safety stop switch with red Landle for 
stonping the car and mikis: the car inoperative at any 
point in its travel. 


Ew On inspection operation th car speed cannot exceed 
150 FEM (reix.), the neewai startin: circuit, che level- 


ins, and dwor oprratian sist te cut otf. 


XIIlL. 


XIV. 


XV. 


XVI. 
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Pit Stop Switch 
A si se mounted fixture will be provided in a suitable loca- 
tion the pit of each elevator. The fixture will contain a 


toggle type emergency stop switch with red handle for stopping 
the car and making the car inoperative at any point in its 
travel. 


Hall Pushbuttons 


Single hall puskbu®' ons will be provided at terminal floors 
and up-down pushbuicons at ivcermediate floors. 


“When a button is pressed, it acknowledges call registration by 
illuminating 12nd remains illuminated until tie call is answered. 
(2 Common and switch wires are required per butcon). 


Car Operating Panel 


The car operating device will consist of a panel flush mounted 
in the car enclosure, and will contain buttons numbered to 
correspond to flcors served for registering car stops, an 
emergency stop switch, an emergency call bell button, a door 
open button, light switch, and blower switch. In addition, it 
will contain all other actuating devices for features described 
hereinafter. 


The registration of a car call will cause the button to illu- 
minate to acknowledge call registration. As the car slows 
down in response to a car call, the call will be cancelled 

and the illuminetion will be extinguished in the corresponding 
car button. 


Car Posttion Indicator % ye 


A position indicator will be provided over the door in the 
elevator. 


pip ii mo amcor cc cect i NNT a ek 
SS SSA CRA aT TE EE SE RSI RRR, REE BETTE TA TIS SE ET IT I I AAT IS ERI IT ENS DE SEE I IE CEASE ETAL 
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XVII. Duplicate Car Oneratin?z Panel 


To facilitat. passenger accers to car floor buttons, a 
duplicate car operating panel will be provided in addition 
to the main car operating panel described in the preceding 
paragraphs. The duplicate car operating panel will contain 
as a minimum, illuminated car call buttons and door open 
button. Passengers cnterinz the car may press the desired 
floor button in cither car station and the buttons for that 
floor will {tluminate in beth car stations. The door open 
button in either station will perform its function in like 
manner. ; 


XVIII. Hall Lanterns 


Hall lanterns with single stroke gongs wil’ be provided 
over all hoistway entrances except at ‘“e icoby floor, 


Single larterns will be furnished at terminal floors and 
up-down lanterns at intercediate floors. 


Advance lightinz of the hall lanternswill be provided when 
slowdown is initiated, so that intending passengers can 
move towird the proper car prior to its arrival at the 
floor. Advance lighting of the next up sign in the lobby 
will also be provided, ? 


XIX. Independent Service 


A key protected switch will be provided for each car for 
selecting "independent scrvice" operation, When this 
switch is turned to the "cn" position, the car will be 
transferred automatically to operation with an attendant 


The car will park with its door open. The attendant will 
register the car calls corresponding to the desired floor 
stops, and the closing of the doors will be subject to the 
start button in the car cserating pancl, During this type 
of operation the car will automatically bypass registered 
hall calls. Such calls will not be cancelled, but will 
remain registered and will te answered by one of the remain- 
ing cars in the group. 


When the switch is returr¢ to the “off{" position, the car 
will be restored to nornal ogcration in the manner previously 


described, 
me? 


xX. 
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Overation Without Attendant 


The momentary pressing of car buttons by passengers will 
(subject to the dispatch system and door control devices 
described elsewhere) send the car to the designated landings 
in the order in which the landings are reached, resardless 
of the sequence in which the buttons are pressed. During 
this operation, the car will also answer calls register d 
from the hall buttens. Each call will be cancelled when 
answered, 


When travelinc in up direction, the car will stop at floors 
for which car buttons or up hall buttons have been pressed, 
but will not stop at floors where down hall buttons only 
have been pressed. Likewise, the car when traveling in the 
down direction will scop at floors for which car buttons or 
down hall buttons have been pressed, but will not stop at 
floors where up hall buttons only have been pressed, 


Should both up and down hall calis be registered at an 
intermediate floor, only the call corresponding to the 
direction in which the car is traveling will be cancelled 
upon the stopping or the car at that landing. 


Actuation of the emergency stop switch in the car will stop 
the car regardless of its position in the hoistway, cause the 
car to become inoperative and cause the sounding of an emer- 
gency bell. However, the sounding of the bell will be omitted 
if the car is being operated by an actendant. 


Actuation of the emergency call bell button in the car will 
cause the alarm bell to sound. 


Door Operation - Without Attendant 


Upon the stopping of the car at a landing for which a call 
has been registered, the car and hoistway doors will open 
automatically. At all floors except the lower dispatching 
terminal, the doors will close upon the expiration of 2 pre- 
determined period of time and the car will proceed to its 
next stop. 


At the lower dispatching terminal, the car will park with its 


doors onen so lon* as it is the "next-up" car and its motor 
generator set is running. 


qu 29 
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Should a car arrive at the lower dispatching terminal and 
there is already a car at that terminal selected "next up", 
the car arriving will open its doors and close them after 
normal door time. 


If the doors are continually held for a predetermined adjust- 
able time, a buzzer will sound and the photo e!l.ctric units 
will be disconnected and that car will automatically be 
removed from the group supervisory control system and will 

be designated as out of service. The out of service light 
will then illuminate in the starter's panel. ‘hen the doors 
are released that car will autovatically return to service as 
part of the group supervisory system. 


A “door open" button will be provided in the car operating 
panel for stopping the closing motion of the doors, returning 
them to their open position. 


XXII, Operation with Attendant 


In addition to the devices previously enumerated in "Car 
Operating Panel", there will also be a start button, up-down 
reversing buttons, pass button and directional dispatch lights. 
When the attendant switch is in the position for operation with 
attendant, automatic door closing will be discontinued and the 
attendant will have complete control of the doors. 


The attendant presses the buttons. in the car operating panel 
corresponding to the floors recuested by the passengers enter- 
ing the car. He then presses the start button which, when 
the door interlocking circuit is established, will cause the 
car to start and accelerate automatically to running speed; 
{t will then slow down and stop level at the floors for which 
buttons have been pressed, regardless of the position of the 
starting button and of the order in which the buttons were 
pressed. The car will stop automatically at floor landings 
in the same ranner in resnons2 to rezistered hall calls for 
the direction in which the car is traveling. 


A car travelin: in one dircction will not stop for hall calls 
registered for the opposite sireetion, and such calls will 
remain registered until answered by a car traveling in that 
direction. Calls resistered in the hall wil) be cancelled 
when a car stvups for that fleor. 


we 


XXIII. 


XXIV. 
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The pass button when held in the pressed position will cause 
the car to pass the landing calls, but these calls will remain 
registered for the next approuching car to answer. The pass 
button will not affect the stooping of the car in response to 
calls registered in the car. The up and down reversing buttons 
will permit the reversal of the car at any landing normally 
served without making a full trip. 


Door QOneration - With Attendant 


Upon the stopping of the car at a landing for which a call has 
been registered, the car and hoistway doors at that floor will 
open automatically. The doors will close upon the pressure 

of the start button by the attendant. ‘the doors when closings 


‘may be stopped and caused to return to their open position by 


releasing the start but*on, 


Fireman's Service 


A fixture will be located in the lobby containing a keyed 
fireman's service switch and a door cpen pushbutton, When 
the lobby fireman's switch is placed in the on position, all 
cars in the group will du their vegisrered car calls, stop 
at the next floor, and return to the lobby floor, bypassing 
landing calls on the way. All cars can be made to park at 
the lobby with their doors open for a predetermined, adjust- 
able time after which all doors will close, 


When the door open pushbutton in this fixture is pressed, 

all of the doors can be mide to reopen; and then close after 

the time delay described above. When the fireman's switch is 
placed in the off position, all cars revert to normal operation. 


A fireman's switch is also located in the car station of every 
car in the group for use after the cars have been called back 
to the lobby. 


When the fireman's switch in a particular car station is 
actuated, the car calls are made effective in that car. 
Constant pressure on the door close button will cause the 
doors to close, and when closed allow the car to run. When 


acar stops at a selected tloor, the doors do not open auto- 
mitically. Constant pressure ot the door open button is 
required to even the doors: bowever, onee they reach the 
fully eoen position, thoy will resin open until caused to 
Close by constant pressure or the door close button, 


WM 2> 


A 87 


Exhibit A Annexed to Petition 


o13- 


XXV. Basement Scrvice 


If two or more cars in the group serve a basement, or a floor 
below the lobby, that floor will be served as follows: 


A. A landing demand at the basement will be assigned in the 
following order of prefcrence: 


1. An available car 


2. A distant section guardian car 


3. The main lobby section guardian car 


B. When a car gocs into thr. basement, it will automatically 
be returned to the lobby floor. 


If only one car in the group serves 4 basement, or a floor 
below the lobby, that floor will be served as follows: 


A. If the car which has been selected as next up is the only 
car which serves the basement, the up basement demand 
will be assigned to it, provided no higher car calls or 
landing demands have bcen assigned to it. If higher car 
calls or landing demands have alreacy been assigned to it, 
the basement up demand will be answered after these calls 
have been served. 


B. If the only basement serving car is in another section, 
the up basement demand will be assigned to this car 
as soon as it is available. The assignment will be made 
on a priority basis, when this demand reaches the head 
of the system store. 


XXXVI. Special Features 


A. Operation on Feorcvency Power (Oxtior:1) 
When operating on emergency power 4s indicated by a contact 
break, an alterrnite low speed shall become etfeetive. Unit 
shall operate within +#1°% -10% of nortinal Live voltave at 
the controller, 10% frequency chan;es must bi tolerated. 
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Inspection Opcratrion 


Continuous pressure at 85 FIM 
brake stop. 


10 FPM with soft start and 


Terminal S}owdown 


Emergency 


Waen red’ ’ buffer stroke is used, provision will be made 
to moali - car speed at the terminals. If speed is not 
reduced re¢ tance must be introduced between output of 
thyristor. field for emergency slowdown. 


Covezsnor Cverspeed Switch 


On breaking of overs,eed switch trip is aborted and car 
stops. 


mes 
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| GUARANTY 


WHEREAS , ARMOR ELEVATOR COMPANY, INC. (Armor) , a Delaware 


—— - 
~~ 


corporation, “with offices at Loui sville, Kentucky, U. S. A., ee 


‘—-7 


a es ~_ 


mane Ae Mewes ERS BIS Sl cose 
wholly “Suned Subsidiary of the undersigned, A. _O. SMITH CORPORATION, 
sottatond-oitacesiztespective S- == say 


‘a New York, corporation,. having its satneinal. place of. business at: 


ae mee. = = 


Are Serene * ser Cita: a2cuv2 - 226s J nk es ae 


nee 
3533 Notthsz7eh. Street, -Milwaukee, ,Wiecensta. desires to enter.. 
eit cebetw eer > oy 3 
into a- a Gense-agreement,. fasted. the “date nevent with N. in erS 
to ans tamer ters ie: SMG LUsrlsdAiess Saa-- per 
MAATAGHAPBII;VOOR -INDUSTRIELE.. WAARDEN (avIW) »- 8 Netherlands. 
i de remeeoT SENS. BSS F1S SE ee Veen ~: 
Antillésseorporacion, with offices at Handelskade 8. Garacac. N. A. 
oT bed ween 2heit te: hoiume i? TLE Sie aati me 


nar MVIW will grant Armor a license to use 


Patent dad-Trademark aah. and ‘Thow- -how useful to the business of 


a a - e he: widersiezces see ees Seis ---- 


Armor, inscousideration. of royalty paynents to be made by Armor to 


% WE Loman S ys Pw ' . 


ee 
eS —t—— 


ae fo¢ wea tar” fav" ot. - 
MVIW over=a-period of  YORES 


Bc e.. My 


NOW, THEREFORE, ‘for ‘the purpose of inducing MVIW to enter. 


into said agrvement and to grant such license to use the eke’. 
and Bccinpersengesiad Rights and Know- how technology sy, more fully detailed 
in said license agceement, A. 0. SMITH CORPORATION hereby guarantees 
to MVIW the due performe and prompt payment of all obligations 
undertaken by Armor in and by said license agreement, without 
requiring MVIW first to resort to any action against Armor or any 
otner pisoan: ae to exercise any right conferred upon MVIW in or 
by said agreement. | . 

A. O.. SMITH CORPORATION agrees to remain bound by this Guaranty 


notwithstanding any waiver, inaction or extension by MVIW or any 


amendment, modification or waiver cf any provision in said license 
-l - 
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agreement, to all of which A. O. SMITH CORPORATION assents and 


waives notice thereof. 


This. is. an: absolute, unqualified, unconditional guaranty of 


performance: and. payment and not of collection. and it shall remain 


in full forcesand. effect irrespective of the termination of said.. 
EBS Beit. 
license: agreement; and. of whether, such termination. shall. be by -- 
| sp hoMee et oo a eee | 
. Armor or: “ orsotherwise.. Saved the sits heres with | 


Eachoreference herein: ‘£0: he: _O;> SMITH ast charac an shall. be 
Sr aa 


: deanad. to- eludes the successors: and. as igns: of AL ‘> * SMITH. 
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Guaranty assof- the lst day-of October 5 REFS. 


4. O. SMITH CORPORATION 


Sedretary 
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afoe XS 90 WILLIAM STREET, SYDNEY, N.S.W. 2011. AUSTRALIA 
BOULEVARD TELEPHONE: 357-2277 S 
Qe CABLES: BOULEVARD _ ._.. TELEX:. AA 24350 
“SesremBee, 2, qd is 
may, * nz 
ae callep Jou Pe CEE Hy \. ORANG 
Bur Vou Wea ON hy 


Tha MneW AG LL se LIEW ED A prow 
ohh Ss ea ee ass ee he As\LeD 
WWE ED Wem Oou- OR “DAVID AAT 
A  Letren WAS IN Poorer “TO4 Zod AND 

poe Qou NET SEND_ PANS “Docume vrs 


Ber "Ac ecbanaee ss" ae & 
Bex Pewee TES. = 

eet ey ER 1 op GURL 

he ‘ Ee oon 

= Quer: Terre ae AND | ei ag a 

ai -« 


hae You avd ove: STARE. ee 
2 GoRnverkol_ near sre Us % 


Are: oP fen eee) 
sy . 
~~ » ta * 


ene met! rt SS inexelly 
| habe 
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Getce Paiauortvcin brad “1975. 


Kens a -) - Te! aa < = my eS Pane! 
4 <2 gi he, — aww oF. - 


James N¢xdohnson, sqe® 

A. O. Smith:Corporation apt 
P.O. Box: SBE si gn Se ee ee Ee a Se 
‘Milwaukee //Wisconsin ~; ‘53201% Sn ae Ee See SEs -2e = : 


— Armor A reement 


ap Reg see, foe Mew >-en- | alld Sr ee ee ~8, en 


This letter’ will: confirm the ES Ra ‘of our cetaatnebis ‘conversations. 
including that. of. today relating to the eS esteaoassiting made October.1, 1973 
between. Armor cand chains ; Raat 

You joaimicek, asa Spuaktcet our letter dated tovenbas 18, .1974 and the 
conference held on. January 23, i975 that the following occur: 


l.. Armor immediately pay the tinal inet of 6250 Australian dollars 
that was due January 1, A973 


2. Within thirty (30) days from the date hereof you wed. furnish 
us with a report of all claimed deficiencies under the Agreement. in the 
crawings and ail other material furnished your client to date. 

3. - Or April Le 1975 Armor will pay the installment of €250 Australii 
dollars then due; and | 

4.. Within ninety (90) days from receipt of the revert referred to i: 


Item 2, our client will respond to each of the deficiencies claimed in thi 
report. 


In aprennay to your request it is understood by both sides that: 


(a) - Our client does not waive its positéon that your eitent has 
defaulted under the agreement nor does it excuse such default. 


(b) - Nothing herein contained nor any action taken by our client 
pursuant to this ietter or its receipt and acceptance of the 
payments above itemized is intended to or shall be construed 
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Ymeonstivatiig cpauseuaence in your client's contention. 

“thatzthe, drawings" ané other material. furnished are in any 
Biestesreianticiont. ‘from the requirements of the Agreement 
orjatwaiver. of our: client's erecentses that 5 your: client's 


a nage 


; - As 
do, not: constitute a waiver re 


ohig rea 
SAS Ben SD 
“NESE 


The Ag sreements epee our. olient™ for: ‘the. ULpOSe. Of : SRS oS 

=. the: fees* sets fOr orred in. ‘Article: NTI- predicated upon your client fulfilling .- 
. the undertakings ‘set forth. in- Article. Vi You: told us: during: the confer- 
cence: referrsdito previously; that; your client. had concluded not to ‘proceec 
Swith the manufacture;:. sale ‘and“promotion. of ehevators employing the -. 
“Licensed: prodtcts} which. position-you, recently . stated your client is now 
See topreverse:-.. Notwithstanding’ that..im.our opinion. there. has been. 

’a- material® boa fault: by: Armor; which raises the question: us to its ultimat 

i, intentions,< irvclient is willing-to defer. pursuing its rights and ; 

~ “remedies. in ‘the’ hope; that’ in. acquiescing in your request, litigation can: 
be avoided: and She Pi purposes of. the: renner can’ still be accomplished. ~ 


“cordialty, o- a 


bee: Mr. Brian: ‘Norris - 


; * Sey sft A o 
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ANNEXED TO PETITION 


Ree 


aTaRN 


Sheds “" - Andrws, Scanles, Stata & Seca 
aoe is era od J 
LU) MAY - 5 1975 | 
Westinghouse Canada Limited \ fi e; x Bar 510 
wists Hamaten Catar‘o 


MiG) 
» 


fs 


sea 


a 
f 


Mr. Merl: Sceales. April 29, 1975 


Andrus ,zSceales, Starke &-Sawall 
Suite-llo2@:First Wisconsis National Bank Bld. 
735 North4Water- Street-i5:: 

Milwaukee; Wisconsin .: “53202 


mane Sooheieaketad 


ECD. rn benly to your letter of April. 
o5tin;tanmstapologtse-for- not responding sooner to your 
Letter 26th.i-- | es 


panes “We believe that an elevator built 
in wenacmmune with Canadian Patent No. 957,791, would 
probablysinfringe Canadian Patent No.. 908,605 and other: 
related. patents covering solid state ‘single car controls. 


3 ae An elevator system in accordance with 
Canadian: Patent No. 879,957 would probably infringe various 
Westinghouse patents whicn I will not list at present since 
IT have not studied the situation in detail. 


These situations together with the 
static power converter situation raised in your letter of 
April 25th,.do not really relate to the situation under dis- 
cussion in. our earlier correspondence. ) 

ARS We-woild trefer to deal with one . 
suoject:-t’a-time sin’ . as you appreciate, even one subdject 


is sufficiently complex in the elevator field. 


Might I suggest that we conclude the 
cethceme’ of the situation set forth in my letter of Feb- 
ruary 3,-1975, and then proceed to consider the matters 
raised in.your subsequent letters. 


Very truly yours, 


eC 
2 eg 


R. H. Fox 
/pm Manager, Patent Department 
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P.0.BOX SB - MILWAUKEE, WISCONSIN 53201 - TELEPHONE 414 873-3000 


wars 


CORPORATION 


LAW OS PARTMENT May 8, 1975 


JAMES Me JOmnSOm, VICE PRESIORENT, SECRETARY & GENERAL covusset 
JONN We LUNGREN, Ban°T. SECRETARY & OCPUTY GENERAL Counmse. 
DAVIO C. SULLIVAm, ASa°T. GENERAL COUNSEL Lacm’o. ALSO Im ILL.) 
JAMES A. KOKSTER, Ana*T. GEmERAL COUMSEL 

S1GR10 K. OYNEE, STAPF ATTORNEY 

CHARLES EB. BEAECSTROM, STAFF ATTORNEY (acm’D. Ause In CALIF.) 


Spitzer & Feldmac .. 
595 Madison: Avenue - 


MVIWeArmor Contract 

At oacaueina the same time during which Armor and EPL were engaged in 
osesctiehesaaentins to the MVIW cro -ract, Westinghouse-Canada served Armor 
with saith ok: eatetinauannt: of several Westinghouse~Canada patents wassociated 
with EPL’s preducts. Seeking to diminish or escape the payment of royalties 
to Westinghouse-Canada, Armor has been engaged, through Merl Sceales, in 
attempting to determine wnat patents, if any, Armor might have which could 
be cross-licensed to Westinghouse~Canada in exchange for licenses under the 
Westinghouse-Canada patents which are alleged to be infringed by Armor. As 
you can imagine, progress has been slow. 

When Sceales was made aware of the continuing performance by the parties 
under the MVIW contract, he saw an opportunity to pernaps secure additional 
concessions frem Westinghouse by attempting to determine whether Westinghouse 
would have any interest in manufacturing in Canada under the EPL patents. 


I felt quite at ease in this because of the oft repeated statements of MVIW, 


aod its patent counsel, that, notwithstanding Sceales* opinion to the contrary, 


a Century Forward 
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M. James Spitzer, Esq. -2- May 8, 1975 


the MVIW know-how would not infringe any patents of other persons in the 
territory, all as supported by MVIW'’s affirmative covenant in the agree- 
ment to Sisal apelin coavey to Armor" any such prohibited information. 
Armor elected to believe MVIW rather than Sceales. Therefore, after securing 


permission: from me to do so, Sceales sent copies of EPL Canadian Patents 


957,791 and: 873, 957 (but sali more) to Westinghouse and informed Westing~ 


* 
* “et.” 
sy ys i 


house that Amor: intended to commence production under know-how which included 


Aiee “eit 58 


such patents, ° along with inquiring as to Westinghouse's interest in licensing. 
Similarly,.. co-aprih 25, Sceales sent information to Westinghouse—Canada per- 
taining to-its-provable interest ta taking a license under a certain static 
power converter systen owned by Armor to attempt, again, to increase the 
attractiveness of the package. If Westinghouse indicated an interest, Armor 
would have applied to MVIW for permission to sublicense which is otherwise 
prohibited by IE (b) of the contract. 

Westinghouse has taken almost two montns to give consideration to these 
problems and their answer was received by Sceales on the Sth (and forwarded 
to me on May 4), in which there is contained the claim by Westinghouse—Canada 
that an elevator produced in accordance with EPL Canadian Patent Nos. 957,791 
or 879,957 would probab!7 infringe Westinghouse-Canada'’s Canadian Patenc 
No. 908,805, along with other Westinghouse patents wnich they did not list 
because they had not studied the situation in sufficient detail. 

As you will recognize, the Westinghouse~Canad> letter (a copy of which 
is enclosed herewith) is a "claim (under a Patent or other protective rignt) 
by others *** which, if sustained, would prevent Armor from manufacturing or 


Selling the Licensed Products, ***,." under Article VIII, Section l. You will 
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M. James Spitzer, Esq. -3- May 8, 1975 


observe, also, that Westinghouse did not. commit itself on the license question. 
Such a claim having arisen, Armor, wider Article VII, Section 1, is 
obligated to "promptly give MVIW written notice thereof {so that} MVIW, at 


its option, nay: take over and assume at MVIW's cost) the defense of Armor 


against ***- “such: clais #ik," Please enki this letter (in your capacity 


ae ae 


‘eS 21.8 


1975 letter that Armor “channel all. material to our firm aah inatead of con= 
£S.5: 5%. 

municating: ‘airectiy Ath our ‘chient") rhe: notice required under the section 

of the contract i have quoted immediately above. For that purpose, J have 

cravenitted if in the-nanner required by the contract. . 

The -contract casts. a correspond - duty upon MVIW if it “shall elect 
not to edible alee sik defense [to] sc notc.y Armor in writing witbin thirty 
(30) days of the notice by Amner to NV" ii ace" TE MVIB elects not to defend, 
then the contract provides that “Armor «all have the option ta Lake over 
the defense ***," 

I have not yet determined which cf "be various remedies provided far 
in Paragraph VIII, Section 1, Subsectious (a) through (e} should be recor- 
mended as mest beneficial for the mutu:1. inrerests of Arvar md MViW. TI 
observe ©.*t under VIII 1 (6), Armor lias the "option during the period of 
ninety (96) days thereafter [receipt of the notice], to be exercised upon 
giving the thirty (30) days prior notice to MVIW, to suspend the use of the 
rights and licenses granted un’er this *yreement and the manufacture and 
sale of Licensed Products and ne reyolties, minimum or otherwise, shall. 


commence to be earmed *** during such period of suspension; You will see 


and remember that the elective suspension requires Armor to "suspend the use” 
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of the know-how, which probably would mean that Armor, under the elective 
suspension, would have no right to secure or examine the response to its 
Memo Report PE=2 sent to EPL. 

Absent. exercise by Armor of the elective suspension, then within the 
- 90-day option: period provided for, and to which I have just referred, MVIW 
will have- completed and forwarded to Armor its ex:»-.nation of and comments 


tise" 


on objections. i by the Armor PE-2 Report, to the latest set of EPI. 


drawings —. r vould be agreeable without prejudice, of course, if you are 
and, again, without prejudice, to await the study by Armor of the MVIW com 
ments bidtonn weeasnting. vedbe this elective rignt of suspension, sa long as 
the process dean not consume the option period. Maybe my suggestion is not 
practical; but.I make it because the MVIW observations or redrawn concepts 
(responsive to Armor's Memo Report PE-2) may aid iu defending the claim 
through securing a license from Westinghouse. That is a judgment MVIW must 
and should make because of its certainty that no patent infriagement exists. 
I suppose neither of us really has to be much concerned about the elec~ 


tive period of suspension, as it works on the royalties, because of the 


provisions of VIII 1 (e) which automatically suspends the payment of earned 
and minimum royalties by Amer until the termination of suco claim or liti- 
gation. To be-sure, in the latter case dealing with automatic Suspension - 
of the royalty obligation of Armor, then at the expiration of that period, 
the earned and minimum royalties accruing during the period of suspension 
become immediately payable if no liability exists on the part of Araor; 
whereas, under the elective suspension, the entire agreement is held in 


levitation, so to speak, with Armor not entitled to use the know-how and 
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being obligated to resume payment of royalties at the conclusion of thea 
suspended period when use resumes, 

As soon as I have had an opportunity to confer with Armor principals 
and thoroughly: study what the nature and effect of the difficulty is which 
is nen by-this Westinghouse-Canada clain, I will be in touch with you. 


In the meantine; ve will await MVIW's election of whether to defend. In 
+ PME: 

either event. after we've digested this unfortunate aspect. of the matter 

from the Bhi. Sa of our clients, we ought to sit together to determine 
9h PUSHY 

how to best handle this mutual problem. 


‘jfeay te. Very truly yours,. 


A. 0. SMITH Corporation 


James/N. Jonnson 
Gexferal Counsel 


TiI:bjh ‘ 
Enclosuré 
AIR MAIL 


REGISTERED — RETURN 
RECEIPT REQUESTED 
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EYHIBIT G--LETTER DATED MAY 12, 1975 
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SPITZER & FELDMAN p.c. 


COUNSELLORS aT Law 


Mm JAMZS SRITZIEAR 
PeiLie FELOMAN 
RONALD J. OF FENKRANTT 
LEONAzZO LICHTER 
M. JAMES SPITZER, UM. 3s 

——- (212) 755-1339 
KENNETH GLIZTOMAN 
STANLEY G. SHEAWOOO 


395 MADISON AVENTE 
NEW YORK, N.Y. 10022 


CABLE ADORESS “CrasTRa’ 


CERTIFIED MAIL 
RETURN RECEIPT REQUESTED 


May 12, 1975 


James N. Johnson, Esq. 

A. O. Smith:Corporation 
P.O. Box 584 
Milwaukee,.Wisconsin 53201 


Dear Jim: 
Re: MVIW =~ Armor Contract 


In response to your letter of the 8th, which arrived at about noon 
today, I find it diff:cult to restrain my indignation at the course 
of procedure pursued by Smith~Armor. 


You and I have been engaged over the past several months in what was 
represented to me as a good faith effort to resolve the claimed diffi- 
culty between our clients. I was told that Smith-Armor was honestly 
prepared to go forward under the contract if only the alleged tecnical 
shortcomings of the drawings were overcome. Relying thereon, and 
ignoring my expressed conviction concerning your client's position, 

our client was urged to cause the desired information to be compiled 
without prejudice to its position that Smith-Armor was then in default. 
The information is presently in transit to this office and should be 
delivered within the next day or two. 


Now I am informed that during the very period this was going on, with 

no disclosure, Smith-Armor has sought to foment another feigned means 

oz avoiding its contractual obligation to our client. With full knowledge 
that the license was exclusive and permits of no sub-licensing your 
client set about to provoke the sort of reply that it received so that 

it could then assert that a claim of infringement had been made. To 
compound the situation, the sub-license was proposed in an effort to 

gen an advantage for Smith-Armor in an unrelated matter, while at the same 
time it was professing its inability to manufacture the product because 
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Spritzer & FELDMAN P.C, = 


oe 


of technicalities. And the so-called claim of infringement amounts 

to nothing more than the knee-jerk reaction of a competitive patent 
department manager who, upon being advised that a more advanced prodrirct 
would be competitively manufactured and sold, predictably responded that 
it "would probably infringe” although he "ha[d] not studied the situation 
in detail". I am not going to pick apart your letter which contains 
numerous inaccuracies. Instead, I suggest that you forthwich withdraw 
it and unqualifiedly advise me that upon the technicalities in your 
schedule being reasonably overcome, Smith-Armor will substantively 
honor its commitment to manufacture, sell and promote a demand for 
elevators employing the licensed product. If it is not _withdramn, I 

do not see how in good conscience we can transmit the material to you 
or do other: than advise our client to proceed to protect its rights 
under the agreement. 


Very truly yours, 


SPITZER & FELDMAN P.C. 


4 
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EXHIBIT H--LETTER DATED MAY 16, 1975 
ANNEXED TO PETITION 


\ 
P.O. BOX 584-+ MILWAUKEE, WISCONSIN 5320! + TELEPHONE 414 8725-5000 


it ywarin 
CORPORATION 


LAW DEPARTMENT May 16, 1975 


JAMES MH. JORMBOR, VICE PHESICEHT, SECRETARY © GEuEReL COUMEEL 
JOnnm H. LUMNGRER, Apa*T. SECRETARY & OEPUTY GENESAL COURSE 
OAvid C. SULLIVAM, Aee"T. GENERA COUNSEL LAbee’O. 4490 tH HLL.) 
JAMES A. ROGSTER, Aaa*T. GENERAL COUNSEL 

S'ca10 €. OYNER, STAFF ATTORNEY 

CHAMLES EC. SEROSTROM, STATE ATTORNEY (agne'>. 4400 Im CALIF.) 


it. James Spitzer, Esq. 
Spitzer & Feldman 
595 Madison Avenue 
New York, N.Y. 10022 
Dear Jimmy: 
MVIW-Armor Contract 

My recurn to the office today finds your May i2, 1975 letter. I fail 
to understand your indignation. Surel;, you can't belic. that Armor’s 
good faith attempts (after serious question cn Armor's part as to compliance 
by MVIW with the contract) to continue to prepare itself for manufacture of 
licensed products (which included payment of the quarterly minimum royalties) 
was just a farce. Surely, you can't seriously suggest, even if it was only 
a "knee~jerk reaction" on » part of Westinghouse Canada, that Armor should 


ignore the Westinghouse letter putting Armor on notice, and undertake to make 


the capital investment required to commence manufacture, only to be met with 


iajumction accompanied by charges of punitive damages by reason of a 
purposeful infringenent of another's patent. 

I wrote the letter of notice in a form of cont: 1uing cooperation, hoping 
either thac MVIW would undertake to convince Westinghouse directly, as it 
convinced Armor, that no patent infringement exists; or that to clear the 
air on patents, your participatioa in a licensing arrangemen’ could be 


worked out. 
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I really don’t know how we can proceed reasonably in this matter as lag 
as you maintain ea attitude of suspicion as to everything that Arnor does. 
You appear to be spoiling for a lawsuit and I don’t understand that. [I had 
thought we were all laboring toward the ena that this project could work 
out. I see-nothing inconsistent with that .ctempt in Armor (wno was already 
in patent infringement negotiations with Westinghouse, as MVId was not) taking 
the first som toward resolution of patent difficulties, particularly when 
that step would involve (for MVIW's benefit) Armor contributing its indepen~ 
dent patent background to the p..' ge which might see the MVIW patent position 


resolved... 


The Armor notice of claim letter of May 8, 1975 is not withdraw 


am still content to consider postponement of Armor's option of elective 
suspension (under the conditions set forth in my May 8 letter, unless you 
desire me to take your May 12 letter as the election by tVIW noc to defend 
Armor against the claim of infringement by Westinghouse. I do not mean you 
to understand that Armor will make that election in either case; Armor re- 
serves its right of permitting autumatic suspension. 

I would appreciate hearing from you as promptly as possible on how I 
should view your May 12 letter in light of Arnwor's refusal to withdraw its 
notice of clain. 

In our telephone conversation, which took place after I had dictated 
the foregoing, you coutinue your suggestion that che whole approach by Armor 
was in bad faicu. I don't know how to disabuse you of that; but perhaps 
(and I make this observation in tne same spirit which you winhahend Lo 


characterizing my actions as questionable) if you were to emphasize less 
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M. Janes Spitzer, Esq. -3- May lo, 1975 


the role of advocate and assume that of business counsel, this situation 
micht yet be saved. Nothing in the present situation entitles either irmor 
or iVIW to terminate, and wnile I cam understand your reluctance to send 

MVIW explanatory or corrective material which you have, only Armor's 

‘ercise of its elective option may entitle you to withhold that material. 

Perhaps you eughe stop and consider that Armor has already paid A $87,500 
(which Pr: Make. eee Ew U.S. $100,000) for it; and you talk about good 
eins ‘ 

The choice is chat of MVIW; we can either litigate or negotiate. Liti-~ 
gation could have been undertaken some months ago; I didn't think it the 


answer then and I don't think it's the answer now. You, evidently, differ. 


Very truly your 


James N. Jormtnson 


a Counsel 
‘ 


SiI:bjh ie 


mo 


Oe 
| h 1J5 
| Exhibit H Annexed to Petition 


P.O.BOX 5384 + MILWAUKEE, WISCONSIN 53201 + TELEPHONE 414 373-2000 


Be, ATA 


. CORPORATION 


LAW DEPARTMENT May 29, 1975 


JAMES mM. JOnKESON, VICE PRESIDENT, SEIAETARY &@ GEmeaAal COUNSEL 
JONN MH. LUNGREN, aas’T. SECAETAAY & OCPUTY GEMEAAL COUNSEL 
DAVIO C. SULLIVAm, ASS'T. GENERAL COUNSEL LaDm'D. ALSO In wu) 
JAMES A. KOKSTER, ASS'T. GENERAL COUNSEL 

31G@10 £. Ormeau, STAPF ATTOANEY 

CHAaLES EC. BEARSSTROM, STAFK ATTORNEY (apm'O. ALSO IM caus.) 


M. James Spitzer, =sq. 

Spitzer & Feldman ‘ 
595 Madison Avenue 

New York, New York 10022 


Dear Jimmy: 
MVIW -— Armor 

I've had time now to review your May 23, 1975 letter ad apply it to 
the contract. 

As you know, and have emphasized in your letter along with the other 
occasions to which you refer, the patent question has alvays been trouble 
some. Similarly, you know as well as I and other lawyers, that counseling 
on infringement is a matter of judgment. EPL's patent counsel had an opinion 
of non-iafringement (on which MVIW appears, strangely, reluctant to rely); but 
other opinions existed. To undertake a proliferation of conflicting opinions 
was not productive. In such a case, Armor, aS a client and as a proposed 
licensee, was called upon to use its best judgment as to which conflicting 
eopinioa on woich it would rely. It selected EPL'’s. Once that selection was 
made, and the agreement signed, no progress could thereafter be accomplisaed 
through continued exchanges of opinions of counsel. Ina addition, while the 
searches conducted either by the United States or Canadian patent offices are 


certainly entitled to great weight, they are not conclusive on che subject. 


Your assertion that the Westinghouse letter is not a "claia of infringement” 


"D> 


a Century Forward 
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- James Spitzer, Esq. -2- May 29, 1975 
is not responsive. ‘he contract concerns itself with "any clgia (under 

2 Patent or other protective right) by others *** which, if Sustained, would | 
prevent Armor frm sneanitinitcicatlan or sellirg the Licensed Products, ***," 
[emphasis suppiied] The contract also concerns itself with Armor‘'s being 
"charged with infringement of any Patent ***," Perhaps you have the two 

nixed in some feshion. A "claim" by its nature is conditional, as opposed 

toa apiskihe charge of patent infringement (under the equivalent of an oath) 
ina vaihdbie. The contract uses the two elements, "claim" and “charge” 

in the disjunctive; so-that the existence of either sets the succeeding mechanics 
into-mesion. The "clain" need not expressly be one of patent «afringement 


as you contend, but only one, whether based on a patent or other property 


right, which, if sustained, would prevent Armor from manufacturing or selling. 
How does the contract scheme assume that the "claim'' of which it speaks, 
could be either sustained or dismissed except through the defense mechanisia 
whose use it anticipates? t appears perfectly clear that the Westinghouse 
letter constitutes a claim of probable infringement and requires MVIW to 
elect under its option whether to undertake that investigation necessary 
to establish the basis on which the probable infringement is established 
and, thereupon, either to litigate or to settle with Westinghouse in that 
¢ashion which frees Armor from the burden it bears by being put om notice 
of the claim by Westinghouse, 

In view of the foregoing, Armor has no choice but to (1) consider your 
letter denying that a claim has been made (and suggesting that Arsor inforna 
you of its decision to either proceed under the contract or negotiate a 


financial terminatioa, all without resolution of the claim) as an election 
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by MVIW not to defend; and (2) look upon MVIW's decision not to furnish 
Arcor with its comments on PE-62 as a breach of the agreenent. Therefore, 
Armor elects to defend against the claim and will continue to proceed under 
the contract, at once, to take up the defense. In the interim, Armor regards 
the contract as continuing in effect although the automatic suspension of 
Armor's obligation on royalties will prevail until either Armor (within the 
tine provided for) elects the optional suspension or permits the tine for 
that election to elapse. In either event, tha* obligation is suspended 
until the clain is resolved. 
Armor is not suavtechecty comforted by your propesal to attempt nego~ 
tiation of “ veluniunty financial termination, When Armor first suggested 
that course, no “event of default” by Armor had occurred nor had any breach 
of the agreement by Arznor been committed; yet, the suggestion was sarcastically 
belittled as a bad faith breach. In addition, the asserted breach waz accom 
panied by the wholly unrealistic and punitive demand that Armor (who was prompted 
to make the suggestion because it had serious question as to whether MVIW could 
or would comply with the contract) settle Seb obligations under the contract 
through payment of the full ssowt of minimum royalties, plus damages. If 
rhat is still the full or substantially full objective of MVIW, both of 
us would be wasting tine in pursuing it. However, even if MVIW's position 
has changed, Armor will not participate in any such negotiations absent MVIW's 
express agreement that to do so does not constitute an event of default or a 
breach by Armor, nor a suspension or waiver of its rignts under the contract. 
Upon your return after June 9 and an opportunity to reflect on the 


matter, I will bring you current on where the Westinghouse negotiarions 
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stand and we can, hopefully, determine wnat is to be done next, either 
through MVIW resuming performance under the contract or through such other 
measures aS appear appropriate to either of us. 

psigent tena” Very truly yours, 

in od 


A. O. SMITH Corporation 


Geneyal Counsel 
JINJ:bjh ag 


a 38s 
EXHIBIT I--LETTER DATED JUNE 3, 1975 
ANNEXED TO PETITION 


June 3;-2975 


. 


se. °°, 
. 


James: No Johnson, Esq... 

A. O.:Smith Corporation - 
P.O. Box:584-- AES EE 
Milwaukee, Wisconsin: 53201. 


Madee sd hm Hess 


---MVIW -— Amnor 


ae eee 
“ S 


your. letter of May 29, 1975 was received, as you know, 
in Jimny Spitzer's absence. 7 


He will;'of course, respond immediately upon his return 
to the office on Tuesday, June 10, 1975, and under the 
circumstances I am sure you will accept ny suggestion 


that neither Armor nor A. O. Smith have any contact with 
Westinghouse. 


Sincerely, 


A 110 


"XHIBIT U--LETTER DATED JUNE 6, 
ANNEXED TO PETITION 


P.O. BOX 584 + MILWAUKEE, WISCONSIN 53201 + TELEPHONE 414 873-3000 


> 


mith 


cor ae aaa 


Law DEPARTMENT 


JAmeE2 Jonnson, view paasioenr, SECRETARY & GERERAL COUNSEL 
Jon MH. LUNGRER, Asa’ T. ShCRETAALT & OLFPUTY SCHERAL COUMSEL. 
OAVIO C. SULLIVAm, Ane *T GENERAL COUNSEL Lace’o. ALSO In tito} 
JAMES Ap KORSTER, (-88"T= GRNETAL COUNSEL z 

SIGR(O Ee OYRCE, STAPH ATTORNEY om 
CraalEs &. BENCRTROMS,.37 77 aATTOmwEeT (Aon'D. 4480 te cauiv. ' 


Ronald. sapteeskrents, Esqe . 


Spitzer, & Feldnan-)~ 
595 MadisousAvenue- a 
New York; Sew, Yori 10022 - 


BES os is 
-1" 4 ’ Belay bet 
- a ~ al 5 


Seo 


sates: 


ay 


June 6, 1975 


against the Beschnghouse claia,: AxmOr rs esatactad Westinghouse a" 


’ 
‘, nalyst 


will take- those measures named: Socumacaid or advisable to protect its 


. as > 


interests in the matter. MVIW had its Opportunity, under the contract, 


to defend and elected not to do so. Your suggestion that Armor also 


should not do so is beyond my understanding. 
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ANNEXED TO PETITION 


DEMAND FOR ARSITPATION 
TO: A. QO. SMITH CORPORATION 
APMOR ELEVATOR COMPANY, INC. 


35-35 North 27th Street 
Milwaukee, Wisconson 


Named claimant, N. V. Maatscnhazpij Voor Industriele 
Waarden, party to an arbitration agreement contained in a con- 
tract dated October l, 1973 hereby demands arbitration thereunder. 
NATURE OF DISPUTE: Breach of the License Agreement dated October 
1, 1973, the performance of which and the peyaent of all obliga- 
tions thereunder are guaranteed by A. O. Smith Corporation, including 


the failure to fulfill the obligation to develop and market the 


licensed products or gearless elevators embodying the Licensed 


ae 


products or embodying the know-how conveyed pursuant to the Agree-_ 
ment and the failure to pay required royalties; divulgence of confi-, 
dential know-how to a competitor and attempted sublicensing in viola- 
tion of the Agreement dated October 1, 1973; conspiracy to keep ‘ 
licensed produtts off the U.S. and Canadian markets while at the 
same time precluding licensing by claimant of others. 
RELIEF SOUGHT: Minimum royalties in the amount of $552,500 and all 
damages sustained by claimant as a result of respondents’ breach; 
and a direction that respondents retur:: to claimant all technical 
information and know-how furnished and refrain from disclosing such 
information to third parties or using such know-how and technical 
information themselves. 
HEARING LOCALE: New York, New York 

PLEASE TAKE NOTICE that claimant hereby designates Benjamin 
Adler of 15 Monroe Avenue, Larchmont, New York as its arbitrator. 
Pursuant to the aforesaid Agreement, you are hereby called upon 


jointly to appoint your arbitrator. 


N. V. MAATSCHAPPIT VOOR INDUSTRIELE 
WAARDEN 

By aap apper  ee 

SPITZ a LDN yj of 


a ZAG b 
Name of Claimant: py tip ah” 
N. Office ‘i y * arg 


V. MAATSCHAPPIJ VOOR $e suaan 
INDUSTRIELE WAARDEN _— aisod iene 


ay 2 2 
itindelstad2 8, Willemstadt. cher ig ose ar 
‘thorlands Antilles aoa dart fee 


Dated: New York, New York 
June 17, 1975 


ya 
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PETITIONER'S ORDER TO SHOW CAUSE FOR PRELIMINARY INJUNCTION 


UNLTED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


ae 7%. CY Zo7y 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : - 
WAARDEN, (D424) 


Petitioner, 


gh eins: ORDER TO SHUW CAUSE 
-~against- : 


Bo FoR TRELIMIMIEG 


. Lf Uv JC, (eo 
A. O. SMITH CORPORATION aan ARMOR og . er7en , ETC 
ELEVATOR: COMPANY, INC} = **’ ; - 


S tieo* , «. Respondents. a Bo A oes 


ew eo ak ook oy Se ae aie me es Sg Le em KH + “ 


“On reading the annexed petition for an order compelling 
arbitration of the disputes among the parties pursuant to ¢4 
of the United: States Arbitration Act and preliminarily and 
finally. enjoining enmcibiaitin from interfering with the status 
quo pending completion of arbitration proceedings and upon readi.ng 
the affidavit of M. James Spitzer sworn to June 23, 1975, afen: 


1s UCRVEY of ELE THAT 
teb the respondents show cause before this Court at the United 


Goz 
, eer 
States Court House, Foley Square, New York, New York, Roon =ss> 


a : 
on the Zo aay of June, 1975, at G 2° A.M. or as soon thereaiter 


as counsel can be heard why an order should not be made: 


“4.° Preliminarily and finally enjoining and restrain- 
ing respondents and each of them directly or indirectly 
through their officers, agents, or employees from 
negotiating, discussing, or in any way conveying any 
information, know-how, documents, or any writings of 


whatsoever nature in respect of the products and 


ae a 
Petitioner's Order to Show Cause for Preliminary Injunetion 
patents licensed under the Agreement dated October l, 
1973 between petitioner and respondents to Westingnouse 
(Canada) or any other person, firm, corporation, or 
entity and from purporting to defend or hold itsels 
out as entitled to defend any claim of patent infringe- 
ment asserted against petitioner or otherwise inter- 
fering with or destroying the status quo pending 
completion of the arbitration proceeding commenced 
by petitioner's notice and demand for arbitration 
; served. upon. respondents on June 17, 19757. 
worn 2 2. Directing respondents to proceed with arbitration 
in the manner provid 1.for in the Agreement. between 
“ eet oes the parties-and dire cing respondents jointly to de- 
; Ag Ap signate theiz arbitrator within the number of days } 


atte te be set by the Court; and 


3. Granting such other and further relief..as. to the 


Court may seem just and proper, hk ogee KufTHER 
eXDERED: THAT ws dp ete 2. a 


Copies of this order and the papers upon which it is 
based shall be served upon the respondents on OF before 
June 25 1975, by Registered Mail, Return Receipt Requested, 
in accordance with the Agreement of the parties or by delivering 
a copy thereof to an officer or managing agent or general 
agent of respondents or to any other agent of respondents 


authorized to receive suit. 


LYTEP 
Leciek at m, June 24 1975. 


NER YORK, hf S/ Dubéy 3B. Bows. 


United States District Judge 
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AFFIDAVIT OF M. JAMES SPITZER IN SUPPORT OF b.OTION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELF 


WAARDEN, 
Petitioner, 
a ase | Megetaste-- AFFIDAVIT | 
A. Os SMITE CORPORATION’ and ARMOR vee ae | 


ELEVATOR. COMPANY, INC., : 


AD 


STATE OP’ NEW YORK yrs *- 
oS SSE RA :  §S.: 
COUNTY* OF" NEW YORK’ ) ~ 
; -.M.. JAMES SPITZER, being duly sworn deposes and says: 


I am an attorney at law duly admitted to practice before 
this Court and am a member of the firm of Spitzer & Feldman P.C. 
attorneys for the above-named peti’ toner and maintain an office 


at 595 Madison Avenue, New York, New York, in the Southern 


District of New York. 


The allegations herein made are based upon personal 
knowledge since I, on behalf of my firm, was engaged in the 
Grafting of the License Agreement more fully described in the 
petition herein and as to which arbitration proceedings have 
been instituted against respondents. I have had personal dis- 


cussions with respondents’ representatives in respect of an attemp- 


ted settlement of the disputes which now must be arbitrated. 


A lito 


iffidavit: of M. James Spitzer : 


This affidavit is submitted in support of the requested 
preliminary and final injunction which seeks to enjoin respondents 
pending completion of arbitration proceedings from divulging 
confidential Know-how, contents of documents, and other information 
relating to United States and Canadian patents to unauthorized 
third parties and from inducing and provoking purported 
claims of infringement and holding themselves out as authorized 


to “defena” such purported claims. 


Heretofore ana@ on November 18, 1974, notice was served 


upon. respondents ‘that they were in default in respect of t.eir 


‘ _ AOR & 


abligations under- the License rene ent dated October 1, 1973. 


Gy P ere . o's 


un 


cok al .:; On January 23,.1975,-I met with James-Johnson, Vice 

i and general. counsel.of A. O. Smith Corporation who, 
on-behalé of both-respondents, had previously requested that 
petitioner defer~any institution of legal proceedings and who had 
requested a meeting :to discuss the contents of the November 18, 


1974-default letter. 


At the Sansaey 23, 1975 meeting, Mr- Johnson stated that. 
respondents did not intend to proceed further in pursuance of the 
Agreement, that the market had passed respondents by and that 
technical deficiencies existed in the drawings wh. -h could not 


be understood by respondents’ engineers. 


After being apprised of petitioner's position that by 


virtue of respondents’ reach petitioner was entitled to minimum 
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royalties and substantial damages, Mr. Johnson, after returning 
to Milwaukee, requested. that petitioner, without prejudice to 

its posiv.ion that respondents were in default and the default was 
continuing, permit review by respondents' engineers of additional 
materials which had been long since shipped by petitioner to 
respondents, and on Mr. Johnson's authority not accepted, but 
warehoused instead in the United States Customs warehouse. Mr. 
Jonnson stated that perhaps when those documents were reviewed 


respondents would change their mind and proceed under the Agreenen: 


Thereafter Mr. Johnson addressed to the undersigned a 
letter embodying a purported claim of patent infringement from 
Yestinghouse (Canada), and respondents demanded that petitioner 
defend such purported claim or that respondents would undertake 
to defend it and further notified petitioner that in the interim 
royalties: under the Agreement were suspended. The purported 
claimyis; not; and never. has been the subject of any litigation 
in anyncourt of competent jurisdiction, does not constitute a 


claim atzall;.and,: as,.more- fully set forth.in the petition herein, 


constituted nothing more than a statement by a Westinghouse 
: Seats & ~! 


i eet 


(Canada) employee that one “of petitioner’ s patents “probably” 


7. J 
ant 3 au os 
& “ 


as 


infringes buc that. the matter has not been studied.” “When res~ 


ee 


an 3 . ps 


pondents were tatemnet by ‘abiaciepaiaa that the purported claim 
nrtgycto fe : 
was induced oy ssonentiate in an attempt to avoid responsibility 


under the License Agreement and that respondents were in breach 


of the huvennens which ‘breach was continuing, respondents informed 
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sotitioner that notwithstanding the foregoing they would continue 
I 3 g 


to “defend” the purported claim. 


Immediately thereafter, arbitration proceedings were 
commenced by petitioner to secure redress umer the Agreement. 
Respondents were requested, pending completion of the arbitration 
proceedings, to cease and Ccesist From negotiating any matters 
pert’ ‘ning to the License Agreement or to the patents licensed 
thereunder with Westinghouse / sda) or with any other corpora- 
tion and were requested to cease and desist form purporting to 


"defend" the non-existent clain. 


On June 23, 1975, I placed a telephone call to Mr. 
Johnson and specifically requested of him that he assure peti- 
tioner that the status quo would be maintained pending completion 


of arbitration. That request was rejected and Mr. Johnson 


stated’ that respondents intended to proceed with their negotia- 
tions with Westinghouse (Canada) and that they had not yet 
appointed an arbitrator. The Agreement under which arbitration 
proceedings have been commenced recognizes the confidential 
nature of the matters divulged to respondents by petitioner 

and further recognizes the need for injunctive relief to maintain 


the. status quo-and-restraining a wrongful divulgence of infor- 


~ -- 
O04 


~~: a- 


mation or any other wrongful act pending completion of arbitra- 


tion proceedings. involving disputes arising under the Agreement 
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Petitioner’s:demand for’ arbitration was served on June 
17,1975 and poses for resolution by the arbitrators. the ques- 


tion: of-responcents breach of the Agreement, and the uncdink ot 
Prensa ae ve paid. by respondents as a result of “that b breach. 
Irreparable harm would be done to petitioner if the status quo 
were not maintained pending completion of arbitration proceedings 
and if the confidential material made available to respondents 

by petitioner were to be disclosed to competing manufacturers. 
Irreparable harm would also be occasioned if respondents were 
permitted to continue to "defend" or hold themselves out as 


authorized to "defend" the non-litigated spurious claim which 


respondents induced and provoked from Westinghouse (Canada) . 


In view of respondents' refusal to maintain the status 

guo and their stated intent to proceed with negotiations with 

Westinghouse (Canada) a preliminary and final injunction should 

be issued as prayed for herein pending completion of the arbitra- 
¢ 


tion proceedings. The relicf herein requested has not heretofore 


been inade before this or any other Court. 


a" Lr 
AMES ss ale (\ 
Sworn to before me this 


aa of a LOTS. 
rs os 


totant Pr Stic, e: ate of ‘New York 
No. 2+-2944750 
Qualhiied in Kings, Courty 
Commission Expires March 30, 1977 
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RESPONDENTS' ANSWER, COUNTERCLAIM AND CROSS PETITION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


waoewe# @e weewwwnweeeeseewenewenrerwrwqereqeeeer™ a 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 
WAARDEN, 
Petitioner, 75 CIV 3074 
~against- RESPONDEN?'S' ANSWER, 
$ COUNTERCLAIM AND 
A. O. SMITH CORPORATION and ARMOR CROSS PETITION 
ELEVATOR COMPANY, INC., : 
Respondents. $ 
a ao®qeqgeqgwegmeeoemveewoeqge2tekieegesee @ @ x 


Respondents, A. O. Smith Corporation and Armor Elevator 
Company, Inc. by their attorneys Sacks, Montgomery, Molineaux & 
Pastore as and for their answer, counterclaim and cross petition 
to the petition herein on information and belief respectfull; 
allege and show to the court: 

1. Admit each and every allegation stated and contained 
in paragraphs "1", “2", "3", "4", ay, gr, "SE", "20", °*13° . ta 
"19", and "21" of the petition. 

2. Admit that Armor claimed certain deficiencies in the 


drawings, sent two of its engineers to certain manufacturit.g plants | 


located in Australia (none of which were owned by petitioner) for 


gz 
+ 


QS ¥ 
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necessary on-site inspections and explanations; admit sending a 
letter dated September 20, 1974 to petitioner but except as herein 
specifically admitted, deny each and every allegation stated and 
contained in paragraph "12" of the petition. 

3. Admit that petitioner, through its attorneys, sent a 
letter dated November 18, 1974 but except as specifically ad- 
mitted herein, deny each and every allegation stated and contained 
in paragraph "14" of the petition. 

4. Admit that James N. Johnson, Esq., A. O. Smith's 
General Counsel and Vice President, met with petitioner's attorney 
in New York City but except as specifically admitted herein, deny 
each and every allegation stated and cuheiuan sh eeaeenain at 
of the petition. 

5. Admit that petitioner's attorney sent to respondent 
the letter referred to in paragraph "17" of the petition but except 
as specifically admitted herein, deny each and every allegation 
stated and contained in paragraph "17" of the petition. 

6. Deny that respondent A. O. Smith Corporation has at 
all times thereafter controlled and otherwise directed the actions 
of its subsidiary with respect to the agreement but except as 


specifically denied herein, admit each and every allegation stated 


and contained in paragraph "7" of the petition. 
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7. Deny each and every allegation stated and contained 
in paragraph "16" of the petition except as specifically herein- 
after alleged by respondents. 

8. Deny that Mr. Johnson advised that he would continve 
his efforts to negotiate a sublicense agreement with Westinghouse 
but except as specifically denied herein, admit each and every 
allegation stated and contained in paiagraph "22" of the petition. 

9. Admit that respondents have not appointed an arbi- 
trator or participated in any arbitration of the issues raised by 
petitioner in its demand for arbitration but except as specifi- 
cally admitted herein, deny each and every allegation stated and 
contained in paragraph "23" of the petition. 

10. Deny each and every allegation stated and contained 


in paragraphs "8", "11", "20", "24", and "25" of the petition. 


FOR A FIRST AFFIRMATIVE DEFENSE 

ll. Petitioner is a corporation incorporated under the 
laws of the Netherlands Antilles. 

12. Petitioner has no other business activity other than 
with respect to the matters covered by the licensing agreement 
dated October 10, 1973 ("the Licensing Agreement") . 

13. The Licensing Agreement was negotiated and accepted 
by the petitioner and executed by the petitioner in the State of 


New York. 
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14. Petitioner, under the terms of the Licensing Agree- 
ment, is required to perform certain of its responsibilities 
in the State of Kentucky. 

15. Petitioner has not guelified to do business in the 
State of New York or the State of KF sntucky. 

16. Petitioner may no maintain this action because it 
has performed and is doing business in the States of New York and- 
Kentucky without having qualified to do business in either of 


those states pursuant to statute. 


FOR A SECOND AFFIRMATIVE DEFENSE 
17. Respondent, A. 0. Smith Corporation, is not a party 
to the Licensing Agreement and has not agreed to submit any dis- 


putes that it might have with petitioner to arbitration. 


FOR A THIRD AFPIRMATIVE DEFENSE 
18. Respondents have not heretofore agreed with peti- 
tioner to submit to arbitration any of the issues raised by 
petitioner in its demand for arbitration and as set forth in its 
petition. 
FOR A FOURTH AFFIRMATIVE DEFENSE 
AND FIRST COUNTERCLAIM AND CROSS 
PETITION 


19. Prior to the time that the Licensing Agreement was 


entered into, Armor and its sales affiliate were firmly establishec 
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in the business of manufacturing and selling elevators and elevator 
components in the United States and Canada. Armor had determined, 
however, that in order to preserve its competitive rank in the 
elevator industry, it would be necessary for Armor to manufacture 
and sell gearless elevators and elevator systems utilizing controls 
actuated by electronic circuitry. 

Armor further determined that in order to accomplish the 
foregoing, it required the right to utilize certain of the various 
patents issued in the United States and Canada covering various 
components of the gearless elevator car and system. It thereupon 
commenced negotiations with Lend Lease Corporation, Ltd., an 
Australian corporation, to obtain a license to utilize certain 
patents belonging to Elevators Pty, Ltd., an Australian corporation 
owned by Lend Lease Corporation, Ltd. and to obtain technical 
information pertaining to the utilization of the patented products. 

Subsequently, because of the desire of Lend Lease Cor- 
poration, Ltd. to minimize United States income tax liability, 
it was required by Lend Lease Corporation, Inc. that Armor contract 
with petitioners (a Netherlands Antilles corporation) which is a 
subsidiary of International Property Investment, Ltd., a Bermuda 
corporation which in turn is a subsidiary of said Lend Lease 


Corporation, Inc. Thereafter, petitioner became the licensee of 
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the patent rights of Elevator Pty, Ltd. and Armor thereupon entered 
into the Licensing Agreement with petitioner. 

20. Armor's sole motivation and purpose in entering into 
the Licensing Agreement was to obtain the right to manufacture, 
sell and install certain products covered by those certain patents 
of Elevator Pty, Ltd. covered under the Licensing Agreement and 
to obtain the technical information needed to utilize the patents 
toward the end that Armor could expeditiously and economically 
enter the gearless elevator m:,et while that market was still in 
its infancy and before Armor's competitors who were beginning to 
enter the market under other patents had achieved an insurmountable 
head start. a3 

21. Under the Licensing Agreement, petitioner granted 
Armor an exclusive license to use certain patents for the manu- 
facture and sale within the United States and Canada of certain 
licensed products to which petitioner had an exclusive license 
and agreed to provide Armor with technical information sufficient 
to permit Armor to manufacture and sell the licensed product or to 
incorporate said products in the manufacture of elevator cars 
and systems. 

22. Under the terms of the Licensing Agreement petitioner 


warranted and represented: (a) that it would not knowingly convey 


Respondents' Answer, Counter laim and Cross Petitton 

to Armor any technical data infringing on the patent of any other 
person in the United States or Canada and, (b) that the licensed 
products would fulfill the specific performance criteria and 
requirements set forth in the Licensing Agreement when manufactured 
and applied in accordance with technical information to be trans- 
ferred by petitioner to Armor. 

23. The Licensing Agreement further required that, 
upon delivery to Armor of certain documents in fulfillment of the 
provisions of the Licensing Agreement, Armor pay to petitioner the 
sum of $75,000 Australian dollars (approximately $106,000 U. S. 
dollars). 

24. Upon the delivery of certain Aocuments to Armor by 
petitioner, which petitioner purported to be in fulfillment of 
the Licensing Agreement, Armor paid petitioner the sum of 
$75,000 Australian and Armor has subsequently paid petitioner an 
additional $12,500 Australian (approximately $17,000 U.S.) 
representing "earned minimum royalties" purportedly due under the 
Licensing Agreement. 

25. The Licensing Agreement was entered into as of 
October 1, 1973, however, notwithstanding the basic underlying 


purpose contemplated by the parties and solely for which Armor 


entered into the Licensing Agreement and despite the payments by ' 
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4 


Armor to petitioner of $75,000 Australian, petitioner failed and 
refused to deliver and furnish to Armor technical - :formation 
sufficient to permit Armor to manufacture the licensed products in 
a manner that will fulfill the specific performance criteria and 
requirements set forth in the Licensing Acreement. 

26. Armor has given petitioner repeated written notice of 
such deficiencies, the latest notification being contained in 
Product Engineering Memo Report PE-62 dated March 17, 1975, which 
was transmitted to petitioner on March 19, 1975 but such failure 
and refusal continues to date. 

27. As a result of the foregoing, Armor has been and 
continues to be unable to manufacture the licensed products to 
this day and has been irreparably damaged by its resultant in- 
ability to enter the gearless elevator industry and has thereby 
lost its competitive standing in the elevator industry as a whole. 

28. As a result of the failure of petitioner to fulfill 
its representations and warranties as hereinbefore stated, it has 
materially breached the terms of the Licensing Agreement of which 
fact it has been notified and refuses to acknowledge but instead 


chooses to claim that Armor is the one who has breached the 


agreement. 
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FOR A FIFTH AFFIRMATIVE DEFENSE 
AND SECOND COUNTERCLAIM AND 
CROSS PETITION 
29. Respondents repeat and reallege each and every 
allegation stated and contained in paragraphs 19 through 24 of 
this answer, counterclaim and cross petition. 

30. After the Licensing Agreement was entered into hy 
the -arties thereto and petitioner supplied Armor with the docu- 
ments hereinbefore referred to in paragraph 24 of this cross 
petition, the documents and the patents to which they referred 
were submitted by Armor to its patent counsel who reviewed same 
and thereupon advised that in his opinion the patents possibly 
infringed upon certain United States and Canadian patents held by 
other persons. 

31. The advice from Armor's patent counsel was comiuni-- 
cated to the petitioner who thereupon advised petitioner that the 
matter of possible infringement had previously been considered by 
it and it was their belief that subsequent technical information 
would demonstrate that the utilization of petitioner's patents 
would not constitute an infringement upon any other United States 
or Canadian patent rights. 


32. Subsequently, additional technical information was 


delivered to Armor by petitioner and the additional technical 
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information was reviewed by Armor's patent counsel who then 
advised Armor that if the licensed products under the Licensing 
Agreement were manufactured in accordance with the patents and the 
technical information provided, they would definitely infringe 
upon the rights of several non-expired United States and Canadian 
patents held by Westinghouse and Westinghouse Canada, Ltd., a 
non-expired Canadian patent of Hitachi, and several other 

United States and Canadian patents held by other persons, This 
patent opinion was also communicated by Armor to petitioner. 

33. Armor thereupon was faced with a dilemma because if 
the petitioner were to provide it with technical information 
sufficient to permit Armor to manufacture the licensed products 
in a manner that would fulfill the specific performance criteria 
and requirements set forth in the Licensing Agreement (which even 
at this late date has not yet occurred) and if Armor were there- 
upon to manufacture or sell the licensed products, it would sub- 
ject itself, according to the opinion of its patent counsel, to 
lawsuits by the holders of the Westinghouse, Hitachi, and other 
patents and the assessment of possible injunctive and punitive 
penalties. 

34. Thereafter and on or about February 26, 1975, Armor 
through its patent counsel, communicated with Westinghouse Canada, 


Ltd. and advised that it was considering manufacturing and selling 
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an elevator system utilizing two of the Canadian patents contained 
in the Licensing Agreement and requested a statement from 
Westinghouse Canada, Ltd. whether any of the circuitry in the 
aforesaid patents would be claimed by Westinghouse Canada, Ltd. 

to infringe upon anything contained in pate 3 issued to Westing- 
house Canada, Ltd. 

35. Subsequently, on April 29, 1975, Westinghouse 
Canada, Ltd. responded to the inquiry of Armor's patent counsel and 
stated tiit it believed that an elevator built in accordance with 
the patents covered under the Licensing Agreement would probably 
infringe upon a certain pecified patent of West’ \ghouse Canada, 
Ltd. and other related patents and that an elevator system built 
in accordance with the patents covered under the Licensing 
Agreement would probably infringe upon various other patents of 
Westinghouse Canada, Ltd. 

36. Article VIII of the Licensing Agreement in effect 
provides: (a) that in the event any claim (under a patent or 
other protective right) by others shall arise which, if sustained, 
would prevent Armor from manufacturing or selling the licensed 
products, Armor shall give petitioner notice thereof and petitioner, 
at its option, may take over and assume the defense of Armor 
against any such claim; (b) that in the event that petitioner 


shall elect not to take over the defense, then Armor shall have 
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the option to take over such defense; (c) that Armor may, whether 
it elects to take over such defense or not, at any time cancel 
and terminate the Licensing Agreement subject to its termination 
of the use of the patents and technical information theretofore 
received by it from petitioner and the payment of adjusted earned 
royalties and earned minimum royalties as provided in the 
Licensing Agreement; (d) that from the date of assertion of such 
claim of patent infringement, no earned royalties or earned 
minimum royalties shall be payable by Armor to petitioner until 
the termination of such claim; and (e) that if Armor, as a resuit 
of any such claim, shall be required or shall find it reasonably 
necessary to enter into a licensing agreement with any other person 
and be required to pay royalties thereto, then Armor shall have 
the option to cancel ‘ne Licensing Agreement forthwith and be 
released from the obligation to make payment to petitioner of 
earned royalties and earned minimum royalties otherwise due and 
payable prior to the date of such cancellation. 

37. The correspondence between Armor and Westinghouse 
Canada, Ltd. hereinbefore referred to in paragraphs "34" and "35" 
of this cross petition was communicated to petitioner by Armor 
ani a demand made that petitioner defend against the claim of 


Westinghouse Canada, Ltd. of patent infringement. Petitioner 
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Respondents 


the reupon refused to acknowledge that a claim existed and 
refused to defend against such claim in accordance with the 
Licensing Agreement. 

38. Armor, having been advised by its patent counsel as 
hereinabove alleged, that the patents covered under the Licensing 
Agreement definitely infringed upon the patents of Westinghouse 
and others and having received a claim of infringement from 
Westinghouse Canada, Ltd. thereupon determined it would attempt 
to enter into a licensing agreement for the use of other patents 
that would permit it to manufacture products necessary for gearless 
elevators and systems. 

39. Accordingly, Armor has commenced negotiations with 
Westinghouse Canada, Ltd. to obtain a non-exclusive license 
agreement from it with respect to various Westinghouse patents 


that would permit Armor to engage in the business of the manu- 


facture and sale of gearless elevator cars and systems. 

40. Petitioner has been advised of the foregoing and has 
denied Armor's right to negotiate or enter into an agreement with 
Westinghouse Canada, Ltd. or anyone else, and has sought by its 
petition and demand for arbitrat on to preclude Armor from doing 
so in the future. 

41. In the event Armor is precluded from so negotiating 


with third parties because of the patent infringement and the 
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claim of patent infringement as alleged herein and the petitioner's 
failure and refusal to fulfill its representation and warranties as 
hereinbefore alleged in paragraphs 19 and 28 of this cross petition 
Armor has unlawfully, illegally and unduly been restrained from 
competing and participating in the elevator industry and has been 
irreparably damaged as a result thereof. 
FOR A SIXTH AFFIRMATIVE DEFENSE 
AND THIRD COUNTERCLAIM AND 
CROSS PETITION 
42. Respondents repeat and reallege each and every 
allegation stated and contained in . aragraphs 19 through 24 and 
30 through 41 of this answer, counterclaim and cross petition. 
43. Petitioner, its agents, representatives, sexvants 
and employees actually knew or had sufficient information avail- 
able to it that it should have known that the patents and tech- 
nical information pertaining thereto covered by the Licensing 
Agreement infringed upon various patents of Westinghouse Canada, 
“Ltd. and other persons despite its specific representation to the 


emtrary in the Licensing Agreement. 


WHEREFORE, respondent demands that the court adjudge: 
1. That the petitioner's application for a temporary 


injunction be denied. 
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2. That petitioner's application Hr a direction that 
respondents proceed with arbitration be denied and that the issues 
presented by the petitioner under its demand for arbitration and 
in the petition be deemed by the court as issues that the parties 
have not agreed to submit to arbitration under the Licensing 
Agreement or any other agreement. 

3. That the petitioner be enjoined and restrained from 
proceeding with the arbitration of such issues. 

4. That this court retain jurisdiction to hear and 
determine all of the matters for which arbitration is sought by 


petitioner and for those new mauters alleged herein by respondents. 


With respect to the First 
Counterclaim and Cross 
Petition 
5. A declaratory judgment that petitioner has materially 
breached the terms and provisions of the Licensing Agreement as a 
result of: 
(a) A material breach of a condition subsequent 
that was so essential to the underlying purpose of the 
Licensing Agreement as to be considered a destruction : 


» 
of the entire consideration tor the Agreement. 


(b) A failure and refusal to deliver technical 


information sufficient to permit Armor to manufacture 
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the licensed products in a manner that would fulfill 

the specific performance requirements warranted in 

the Licensing Agreenent. 

(c) Substantial delay in the delivery of said 
technical information that has caused irreparable damage 
to respondents. 

(4) Misrepresentation by petitioner as to its 
possession and ability to transmit to Armor said 
technical information. 

6. A declaratory judgment that the Licensing Agreement 
and the guarantee of respond -it A. O. Smith Corporation be declared 
terminated, cancelled, rescinded and rendered null and void by \ 
reason of material and substantial breaches by petitioner of said 
Licensing Agreement and its underlying purpose and that the 
respondents be relieved of all responsibility and liability there- 
under. 

with respect to the Second 
counterclain and Cross 
Petition: 

7. A declaratory judgment that petitioner has materially 
breached the provisions of the Licensing Agreement. 

8. A declaratory judgment that the Licensing Agreement 
and guarantee of respondent A. O. Smith Corparation be declared 


terminatec, rescinded and rendered null and void by reason of the 
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above material and substantial breaches by petitioner of said 
Licensing Agreement and its underlying purposes and that the 
respondents be relieved of all responsibility thereunder. 

9. A declaratory judgment that the Licensing Agreement 
is illegal, null and void as an undue restraint on trade and 
against public policy and, in any event, unenforceable against 
the respondents. 

10. r declaratory judgment that there is an existing 
claim that the patent covered under the Licensing Agreement 
i:\fringes with the patent of another person. 

ll. A declaratory judgment that Armor has the right under 
the Licensing Agreement to defend the claim asserted by Westing- 
house Canada, Ltd. 

12. A declaratory judgment that Armor has the right to 
negotiate with Westinghouse Canada, Ltd. or any other person as it 
sees fit for the purpose of entering into a licensing agreement 
that would enable Armor to engage in the manufacture and sale of 
gearless elevators and systems or any other product. 

13. A declaratory judgment that in the event that Armor 
enters into a licensing agreement with any third person, it has 
the option to cancel the within Licensing Agreement and should it 
exercise the option to cancel, it shall be released from obliga~- 


tion to make further payment to petitioner. 
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With respect to the Third 
Counterclaim and Cross 
Petition 

14. A declaratory judgment that the Licensing Agreement 
and guarantee of respondent A. O. Smith Corporation be declared 
tavminabeds cancelled, rescinded and rendered null and void by 
reason of the misrepresentation of the petitioner and that the 
respondents be relieved of all responsibility and liability 
thereunder. 

And, Respondent further demands that the court; 

15. Adjudge and direct petitioner to repay to Armor the 
monies heretofore paid to petitioner by Armor under the Licensing 
Agreement. | | 

16. Ascertain and award damages to respondent. 

17. Direct petitioner to pay the cost of this action 
and disbursements. 

18. Demand and direct such other different and further 
relief and declaration of rights of legal relations of the parties 
to this action as to the court may be just, proper and necessary 
in the premises. 

Dated: New York, New York 
June 30, 1975 


SACKS, MONTGOMERY, MOLINEAUX & PASTORE 


By: 


A Member of the Firm 
437 Madison Avenue 
New York, New York 10022 
Tel. (212) 355-4660 
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AFFIDAVIT OF JAMES N. JOHNSON IN OPPOSITION TO MOTION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


— — = as ae — _ ~ _— = oo a — _ — a — — =X 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 
WAARDEN, Index No. 
: 75 CIV 3074 
Petitioner, AFFIDAVIT OF 
$ JAMES N. JOHNSON 
~against- IN OPPOSITION 
2 TO APPLICATION 
A. O. SMITH CORPORATION and ARMOR FOR TEMPORARY 
ELEVATOR COMPANY, INC., : INJUNCTION 
Respondents. : 
— _ = - _— = - _- - - - _- _- - _ _- - - —-X 


STATE OF NEW YORK ) 
4 S$Se.3: 
COUNTY OF NEW YORK ) 


JAMES N. JOHNSON, being duly sworn, deposes and says: 


1. He is now, and at all times referred to herein, 
was general counsel of A. O. Smith Corporation and, in such 
Capacity, rendered legal services to and for A. O. Smith 
Corporation and each of its subsidiary companies, among which 
are Armor Elevator Company, Inc. (herein called "Armor woeeo) 
and Armor Canada, Ltd. (herein “Armor Canada"), and he makes 
this affidavit in opposition to petitioner's application for 


a temporary injunction and to correctly state certain misstate- 


ee 
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ments of fact in petitioner's supporting affidavit. 

2. In the aforesaid capacity, as general counsel, 
for Armor U.S. and Armor Canada, he was called upon to render 
legal services to them by virtue of the receipt by Armor U.S. 
of a letter dated November 18, 1974, from M. James Spitzer, 
Esq. (a copy of which is attached hereto as Exhibit A) who 
had acted both as counsel for petitioner in drafting the 
licensing agreement made the subject of within litigation, and 
as attorney-in-fact for the petitioner in execution of such 
licensing agreement and, from time to time, was the receipt 
and transmittal of realty payments and know-how documents. 

3. As appears in and by Exhibit A, it was Mr. 
Spitzer who suggested that a discussion take place with respect 
to an assessment of the respondents' position for the purpose 
of “resolution of our client's claim.“ Exhibit A is contrary 
to the assertion set forth by Mr. Spitzer in his affidavit of 
June 24, 1975, on file in this litigation in support of 
petitioner's application for an injunction. In that affidavit, 
Mr. Spitzer asserts that it was the affiant who requested the 
meeting. Whereas, in fact, it was Mr. Spitzer who urged the 


discussion which took place at the meeting on January 23 to 
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which affiant by consent and in which he participated. 

4. Mr. Spitzer fails in his June 24, 1975 affidavit 
as he had failed in his November 18, 1974 letter, to mention 
that to the extent either the "Mr. Gill" referred to in the 
November 18, 1974 letter, or the affiant, had not mentioneu 
in Mr. Spitzer's June 24, 1975 affidavit, stated that respon- - 
dent no longer intended to proceed under the contract, each 
of them did so (and had so informed petitioner) because of 
petitioner's continuing failure to timely provide the know-how 
required under the licensing agreement with the result that 
Armor New York and Armor Canada had lost the opportunity to 
establish primacy in the elevator market and the purpose for 
which Armor New York and Canada had entered into the licensing 
agreement had been frustrated. 

5. In rendering the legal service to Armor U.S. and 
Canada, affiant was made aware of the likelihood of infringe- 
ment of the patents of others by the patents and know-how 
purportedly made available for use by Armor U.S. and Armor 
Canada under the licensing agreement in questi on; but affiant 


and his clients relied upon the categorical statements of 


etitioner's assignor, Elevators Propriety, Ltd. (herein “EPL" 
p g p ¥ a 
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that no such infringement existed or would exist, such reliance 
being founded on possession of the manufacturing know-how by 
EPL and processes the use of which might avoid infringement of 
the patents of others, not withstanding that the claims of 
the EPL patents read substantially on the patents of others. 

5. Review by Armor's patent counsel of the additional 
information supplied by EPL to Armor and to which Mr. Spitzer 

fers in the fourth paregraph on page two of his June 24, 

1975 affidavit, disclosed that the EPL patents in question 
clearly infringed upon those held by Westinghouse Canada and 
Hitachi, both in the United States and Canada because the 
manufacturing processes contained within the know-how did 
not disclose a method of construction that would avoid infringe- 
ment. Affiant was further informed by Armor's patent counsel 
that EPL either knew, or in the exercise of reasonable caution, 
should have known of such infringement prior to entering into 
the licensing agreement. 

In these reasons it is respectfully urged that the 
court deny petitioner's application for a temporary injunction. 


7. Armor Canada and Westinghouse Canada had been 


engaged in dispute as to infringement by Armor Canada of 


* we N y 
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would prevent Armor Canada from manufacturing or selling 
products deriving from either EPL Canadian Patents 957, 791, 
or any know-how related thereunto. 

In the event this court grants petitioner's application 
for a temporary injunction, Armor's ability to do business in 
the elevator industry will be further impaired. Accordingly, 
it is requested that security in excess of $1,000,000 be 


fixed by the court as security under Rule 65(c). 


“bee” “x ( r 
LYae pOryeere 
eS 


Sworn to before me this 


30th day of June, 1975 


UDITH A. COHEN 
BLIC, State of New York 
No. 451364: 

Qual’ Fes ia “gees Coun 
Commission Expires March 30, 1977 


J 
NOTARY PU 


t- 
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certain patents of Westinghouse Canada which were (unrelated 
to the EPL patents) for many months, and in hopeful solution 
thereof, had become engaged in determining the extent, if any, 
to which each of them might have available for cross-licensing 
patented designs or products useful in the elevator business 
in Canada. Affiant authorized Armor's patent counsel to 
attempt to determine from Westinghouse Canada whether the EPL 
patents might be useful to Westinghouse by way of cross-licensing 
if Westinghouse considered the EPL patents as infringing on 
*hose of Westinghouse. Armor's patent counsel made such 
inquiry and was informed by Westinghouse that as to EPL 
Canadian Patent Number 957, 791, specifically, it probably 
infringed Westinghouse Canadian Patent Number 908, 805 and 
other related Westinghouse patents as wel). In addition, 
Westinghouse informed Armor's patent counsel that EPL Canadian 
Patent Number 879, 957, would probably infringe various other 
Westinghouse Canadian patents which Westinghouse did not list 
because Westingnouse had one completed study of the situation 
in detail. Thus, the position which Westinghouse Canada has 


taken with respect to EPL Canadian Patent Number 957, 791 


constitutes a claim of infringement wiaich claim, if sustained, 
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EXHIBIT A--LETTER DATED NOVEMBER 18, 1974 ANNEXED 
TO AFFIDAVIT OF JAMES N. JOHNSON 


SPITZER & FELDMAN re 


COLNSELLOKS AT LAW 


M JAMES SPITIE® « 
sreeeure pial a ) ..! x4 ADDISON AVENUE 
WOUMALO J OF FENRRANT? WOV i dade ae aad: saa 
LEOnaRn vic «Tee 
spas: Cyeallena ela 2) 735-4395 
KENNETH SLIEOMAN CABLE sCUSESS "“CHagtae 
S14NLEY G SHCRWOOD 

CERTIFIED MAIL November 18, 1974 


RETURN RECEIPT REQUESTED 


Armor Elevator Company, Inc. 
5534 National Turnpike 
Louisville, Kentucky 40214 


Robert E. Gill, President 
Gentlemen: 


As you know, we were counsel to N.V. Maatschappij Voor Industriele 
Waarden, Curacao, w.A., in the negotiation and preparation of the 
License Agreement dated October 1, 1973 that it entered into with you. 


It has submitted to us and we have examined a file of correspondence, 
cables, memoranda, etc. transmitted during the interim period and have 
received a summary of Mr. Gill's recent conversation with Mr. Brian 
Norris. 


In our opinion, and we have so advised our client, there has been a 

clear breach of the Agreement by you in that, among other things, you 
have never fulfilled the obligations provided for in Article V to 
manufacture, promote and sell gearless elevators employing the licensed 
products. Wwe understand that Mr. Gill confirmed that you have no inten- 
tion so to do. The file plainly indicates that almost from the inception 
you have set up straws to give a specious appearance of reasonableness 
for your obvious failure to perform your undertaking. 


We have been instructed to take the appropriate legal steps to protect 
our client's interest and recover substantial damages. Before going 
forward we are writing to inquire whether you wish to reassess your 
position and discuss a resolution of our client's claim. Should we not 
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Johnson 


Sprczen & FripmMan P.C{ 


- 


- 


hear from you within the next ten (10) days, we shall proceed without 
further communication with you. 


Very truly yours, 


SPITZER & FELDMAN P.C. 


MJS:jS 


9 
9 


Merl E. Sceales, Esq. 
Messrs. Andrus, Sceales, 
Suite 1102 

First Wisconsin National Bank Building 
735 North Water Street 

Milwaukee, Wisconsin 53202 


Starke & Sawall 
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REPLY AFFIDAVIT OF M. JAMES SPITZER IN SUPPORT OF MOTION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 


Petitioner, 


: PID. Vi 
-against- ns id 6% 
A. O. SMITH CORPORATION and ARMOR 
ELEVATOR COMPANY, INC., $ 
Respondents. : 
ww mw en ee em oe ew en nn no one x 


STATE OF NEW YORK 


~~" «6 —S 
162) 
Ww 
. 


COUNTY OF NEW YORK 
M. JAMES SPITZER, being duly sworn, deposes and says: 
I am a member of the firm of Spitzer & Feldman P.C., 
attorneys for petitioner herein and I make this reoly affidavit 
in support of the relief sought in the within Order to Snow Cause. 
There are numerous factual misstatements in respondents’ 
answer, counterclaim, and cross=petition, some of which warrant 
ly, namely: 
PLACE OF NEGOTIATION, ACCEPTANCE AND EXE- 
CUTION OF LICENSE AGREEMENT AS BEARING 
UPON PETITIONER'S FIRST AFFIRMATIVE DEFENSE 


Tt is alleged (413) that the agreement was negotiated, 


eecepte2 and executed by the petitioner in the State of New York. 
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The initial negotiations took place in Sydney, Australia, 


where respondents officers sought out petitioner's licensor for 


the purpose of interesting it in granting the license which is 


the subject matter of the License Agreement. 


Thereafter, representatives of petitioner's licensor 


had meetings with respondents in Louisyv. lle, Kentucky ind 


Milwaukee, Wisconsin, 


Subsequently, when I commenced to handle the negotiations, 


they took place by telephone between Milwaukee, Wisconsin and 
New York and between Louisville, 


Kentucky and New York, and there 
were meetings which I attended in Milwaukee and Louisville, as 
well as two meetings with respondents’ counsel in New York, 
The License Agreement was executed in Toronto, Canada on 
September 25, 1973 by an officer of respondent, Armor and by 


myself as attorney~in-fact for petitioner. 


The guarantee by respondent Smith was executed in Mil- 


counsel, 


waukee and was witnessed by Smith's Vice President and general 
James 


N. Jchnson, 


Petitioner at no time had or has any place of business in 


New York or elsewhere in the United States and has no officers, 
books, 


records or bank accounts located in this cou’ 


z“.4d does 


\ 
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ao busi 

respondents’ answer. 

RESPONDENT SMITH'S CONTROL AND DIRECTION 

OF RESPONDENT ARMOR FROM THE INCEPTION 

OF THIS MATTER 

F:--om the inceotion through to the current date every phase 

of the transaction was under the direct supervision and cont 
respondent Smith and indeed even after the execution of 
ment, the initial payment and the two small minimum royal 
installm its (before such payments were susper.ded) were mace by 


respondent Smith. 


My original instructions were to work directly with 


t'r. Johnson in an effort to finalize the License Agreement and 
Grafts were sent directly to him. Thereafter my dealings were 
with Merl E. Sceales, Esq., of the law firm of Andrus, Sce a: 
Starke & Sawall, of Milwaukee, Wisconsin, who advised me that he 
had formerly been employed under Mr. Johnson in respondent Smith's 


offices and now acted as Smith's outside patent counsel. 


tty file is replete with letters from "“r. 
with copies to Mr. Johnson, On numerous occasions when 


concermed about the inordinate delay in negotiating the 


and the inability to reach definitive agreements with * 
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he advised me that all dealings were subject to Mr. Johnson and 
no agreement could be finalized on any point without !ir. Johnson's 


prior approval. 


Prior to the execution of the License Agreement I attended 
a conference at the offices of resvondent, Armor in Louisville. 
sentucky, on Seotember 6, 1973, with Robert Gill. Presicent of 
Armor, "Ir. Houle, its chief engineer from ‘tilwaukee. Wisconsin 
(in the home offices of Smith) and Mr. Sceales. At the end of 
the conference, when I thought we had resolved all oven items. I 
was then informed by Messrs. Gill and Sceales that everything dis- 
cussed was tentative, that no commitment could be made until reviewed 
with Smith officials in Milwaukee, Wisconsin on September 12th. 
at which time Mr. Johnson and other officers of Smith would 


determine whether to go ahead with the agreement and on what terms. 


Smith's involvement continued subsequent to the execution 
of the grant and included payments by it of the three payments 
made to petitioner, one in the amount of 75,000 Australian Dollars 


and two in the amount of 6250 Australian Dollars. 


My firm is in possession of letters confirming chat in 
September, 1974 two engineers from Milwaukee went to Sydney, 


Australia for the purpoe of inspecting the facilities, installa- 


P 
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tions, etc. (including more than 100 elevators in service and 


jo 


constructed utilizing the Know-how and patents licensed to 


respondents), and to review the drawings and other material. 


On the cay of their departure, while they were stili in 
Sydney, namely, on September 20, 1974, lr. Gill of Armor wrote 
a letter (a copy of which is an Exhibit to the Petition), sugzest- 
ing the termination of the agreement. Significantly, copies ere 
shown on the letter to have been sent to Messrs. Johnson and 
Houle and I have been informed and believe that the original craft 
of the letter, prepared by Mr. Gill, was submitted to “r. Johnson, 
revised by him and transmitted only after it had received “r. 


Johnson's approval and pursuant to his instructions. 


Resvondent Smith's control and influence pervaded ever 
aspect of this transaction even to the point that when the two 
engineers in Australia requested certain documents it was at 
Mr. Johnson's Girection that those documents were not removed 
from the United States Sovernment warehouse until early this year 
following a meeting that I had with him for the purpose of 


at 


empting to resolve the dispute arising out of resvondent's default 


Not only had Smith executed its unqualified guarantee of 
Armor's performance to induce petitioner to execute the License 


Agreement, it undertook to and controlled acts of its subsidiary 
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through and including its response to the notice of default sent 
in November, 1974 and extending to the meeting in New York calc- 
ulated to resolve the disputes but which was used, instead, as a 


springboard for Smith's approach to Westinghouse. 


PATENT SITUATION 


Obviously for purposes of coloration and to raise issues 


Ww 


s to patents where none exist, respondents’ answer alleges 


~_ 


“735-41) that it was not until "After the Licensing Agreement 
“2s entered into" that the documents and patents were referrec 
co patent counsel who advised the possibility of patent infringe- 


ment. 


Annexed hereto, made part hereof and marked Exhibit 1l 
is a cooy of a letter dated August 22, 1974 from Mr. Sceales' 
firm to Mr. Houle relating to patents. There are two noteworthy 


aspects of the letter, namely: 


firm "to ‘'xr. James N. Johnson 
Gated December 11. 1972, Decenber 2) 1972 
which listec a number of patents which coula 
be vertinent to the EPL system and possible 


infringement”. Mose letters were written 
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approxinstely ten months before the License 
Agreenent was execute. 


2. As late as August 22. 1974 annrovinately 


e Agreenent had been 


rt 
cr 
+e 


€ even months afte 

signed, “ir. Sceales' firm wrote that: 

{ "We have not studied the EPL system 
in detail and thus we are not render- 
any opinion as to vossible infringe- 
ment at this time. * * * We will not 
oroceed to review the EPL system for 


& possible infringement unless requested 


SS 8 


At various tines during the negotiation of the License 
Agreement, respondents’ counsel reise” the question of »ratents. 
My consistent position was that petitioner would make no renresenla- 
“ion or warranty as to patents and that Snith-arnor which was long am 
exnerienced in the elevator field should make any investiga*ion 
that it considered aporopriate and Ceternine for itself the 
viability of our client's patent structure 3nd whether S-ith-Arnor 


wished to oroceec. 


At the meeting previously referred to in Louisville, 


Kentucky, tne subject of patents again arose and I took the 


i;fentical vosition. At the concltusion of che neeting in 
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vesence of “essrs. Gil! Houle and Sceales. I sent & 


in vart read as follows: 


"Sill meeting with A. O. Snrith officials 


rh 


Sept. 12 to review entire agreement. Patent 
infringement potential still of concern to 
them. May require more extensive investiga- 
tion before proceeding. Gill to advise me 


Sept. 13." 


On or about September 13th, both “Messrs. Gill and Sceales 
advised me that Smith officials, including Mr. Johnson by name 
had concluded to proceed with the finalization and execution of 


the License Agreement. 


By letter dated November 18, 1974, a copy of which is 
attached as Exhibit 2, my firm advised Armor and Smith's counsel 
that it was in default. Thereafter, as stated in my prior 
affidavit herein, a :aeeting wes held in my firm's offices with 
‘tr. Johnson and his essistant at which time the only complaint 


was that the drawings, vlans, specifications, etc.. had technical 


omissions and deficiencies. Not one word was stated about 
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patents and there was no allegation that manufacture, pursuant 

to the patents and Know-how would involve an infringement of the 
patents of any other organization. ‘oreover. there was no hint 
or @isclosure that vromotly thereafter, Smith would surreptitious- 
ly communicate with Westinghouse (Canada) in an obvious effort to 
blunt the anticipated proceedings by petitioner for recourse 

as the result of respondents' default. It was only as an after- 
thought, following such meeting that respondents took steps in 
that direction. In my letter of February 18, 1975 (Exhibit D 

to Petition) the substance of the meeting and the subsequent 
telephone conversations was reviewed, coinciding with what is 
stated hereinabove in this affidavit. No part of that letter 

has been contradicted by Mr. Johnson in any oral or written 
communication. In fact, Mr. Johnson has failed to submit to this 
Court any sworn statement contradicting any of the assertions in 
my prior affidavit or supporting the allegations contained in the 
purported counter claim and cross petition. 

In view of the request of Respondents' counsel, we are 
submitting to the Court, as a substitute Exhibit A a copy of the 
License Agreement which includes all schedules and other documents 
attached to the original «greement. It is respectfully sugyested 


that a review of those schedules hy the Court will reflect the 
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massive amount of documentation which was to be supplied to 
Respondents after the signing of the Agreement and will also re- 
flect the reason why it is 2ssential that the petitioner be granted 
not only its preliminary and permanent injunctions restraining 
Respondents from divulging the confidential information contained 
therein but also be granted a temporary restraining order pending 
a decision on the application to compel arbitration since the 


divulgence of thi: confidential Know-how would cause irreparable 


harm to petitioner. 


Sworn cto before me this 


2nd day of July, 1975. 


Oe ae = 


KENNETH GLIEDMAN 
Notery Public, Stste of New York 
No. 31-4518427 
Quolified in New Yorb 


Cen-ag Porch ov, 


County 


Comm issn 


CluWwin A. AND 
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LAW OFFICES 


ANDRUS, SCEALES, STARKE & SAWALL 


eus 
meee. eccartes § ta) 271-7880 
CLtNN oO. STAKE 


SUITC HO2Z FIRST WISCONSIN NATIONAL DANE BVUILVING 


733 NORTH WATER STREET 


CUGENE RFR TAWALL 


GUENTHER WwW. HOLTE 
Prank 5S. ANOKUS 


DANIFL O.FE 


MILWAUKEE, WISCONSIN s3202 


rreeLey iteue 


CEOHGE M.S 


o.vcson 


August 22, 1974 


Mr. Tim Honle 
Armo. Elevator Company, Inc. 
Pp. O. Bex 584 
Milwaukee, Wisconsin 53201 


Re: EPL System 


Dear Tim: 


In reviewing a number cof patents during our study 
conterning Rrmor's Simplex/Duplex system, certain patents 
were nuted which might cause futvre legal conflict with 
resrect to the SPL system and particularly the Thyroglice iff 
poition as follows: 


TELEPHONE 


CAMLE ADDKESS 


Ar STARA 


TRADE MARKS 


. \ 'estinghouse 3,040,838 
Westinghouse 3,519,304 
Westinghouse 3,589,474 
westinghouse 3,779,346 
Reliance 3,417,842 
Reliance 3,511,343 
Reliance 3,450,231 
Reliance 3,783,974 
Swiss 3,22 %¢ 002 
Otis Re. 27,185. 


We have not studiec 


the EPL systé:n 


detail and 


thus we are not rendering any opinion as to possible infringe- 


ment at this time. The above 


Mr. Duckwall ard Mr. 


to the EPL system and wa 


to our 
ana Dece 


we also refer 
Gated December 11, 1972 
number of patents which 
and possibly infringcd. 


letters to Mr. 


mber 20, 


listed patents were noted by 
Kopydlcwski as possibly being pertinent 
rranting further stucy. 


Jomnson 
which listed a2 
could be pertinent to the EPL system 
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We will not proceed to revi 


the EPL system for 


1ew 
unless xequested to do so by Armor. 


possible infringements 


Paul Puckwall 


Sincerely, 


ANDRUS, SCEALES, STAPKE & SAWALL 


george H. Solveson 
U : 


A lot 


EXHIBIT 2--LETTER DATED NOVEMBER 18, 1974 ANNEXED 
TO REPLY AFFIDAVIT OF M. JAMES SPITZER 


CERTIFIED MAIL ; Nove 
RETURN RECEIPT FEQUPSTED 


Armor Elevator Company, Inc. 
5534 National Tu1..pike 
Louisville, Kentucky 40214 


Robert E. Gill, vresicent 
Gentlemen: 


As you know, we were counsel to N.V. Mezatschappij voo 
Waarden, Curacao, N.A., in the necetiation and preper 
License Agreement dated Octeber 1, 1973 that it enter 


It nas submitted to us and w 
cables, memoranca, etc. tr 
received a summary of Mr. G 
Norris. 


av > ra 
tted during the interim pericd ana have 
3 e t 1 


i 
nt conversation with Mr. Eri 


™n our ‘ pinion, and we heve so scvised our client, there hes been 
clear breech of the Agreement by you in thet, among other thins 
have never fulfilled the obligations provided for in Articl 
manufacture, promote and sell gearless eleveturs employing 
products. We understand that Mr. Gill confirmec that you have no i:nten- 
tion so to do. The-file plainly  ‘dicates that almost .from the incert; 
you have set up straws to give a specious éppearance of reasonableness 
for your obvious failure to perform your undertaking. 


—-_~ 


our client's interest and recover substantial damages. Before going 
forcard we are writing to inquire whether you wish to reassess your 
position and discuss a resolution of our client's claim. Should we not 


we have been instructed to take the appropriate legal steps to prcetect 


A 
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hear from you within the next ten 
further communication with you. 


MIS:js .-. ‘ ne 


cc: Merl.E. Sceales, Esq. 


(10) days, we shall proceed without 


Very truly yours, 


SPITZER & FELDMAN P.c. 


M.. JAMES SPITZER 


Messrs. Andrus, Sceales, Starke & Sewall 


Suite 1102 


First Wisconsin National Bank Building 


735 North Water Street 
Milwaukee, Wisconsin 53202 
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EX PARTE ORDER DATED JULY 7, 1975 EXTENDING 
PETITIONER'S TIME TO ANSWER 


UNITED STATES DISTRICT COURT 
SCJTHERN DISTRICT OF NEW YORK 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELE 
WAARDEN, EX PARTE ORDER EXTENDING 
: PETITIONER'S TIME T 
Petitioner, ANSWER OR OTKERWISE 
MOVE 
-against- od oe hee as an 
$ 75 Civ. 3074 
A. Oi SMITH CORPORATION and ARMOR (D BB ) 


ELEVATOR COMPANY, INC., 


Respondents. 


The Court having read and considered the allegations 


contained in the Petition and respondents’ answer containing 


their counterclaim and cross petition, and petitioner having 


moved this Court for an order pursuant to Rule 6(b) FRCP 
extending petitioner's time to answer or otherwise move in 
regard to-re:.pondents'’ answer containing their counterclaim 
and cross petition until ten days after entry of an order on 
petitioner's motion to compel arbitration which motion is 
presently sub judice and the Court having concluded that such 


an extension of time would be in the interests of justice 


NOW THEREFORE, IT IS ORDERED that petitioner's time 
to answer or otherwise move wi respect to respondents’ answer 


containing their counterclaim and cross petition dated June 


Ex Parte Order LTated July 7, 1975 Extending 
Petitioner's Time to Answer 


VATIL AUK 1, 1975 
39, 1975 be and the same is hereby extended unt}l—ten—days—after 


DBB enery—of this Court's—ordexupon_petitioner+s—motion—to-compet- 


arbitration,;—and 


IT IS FURTHER ORDERED that copies of the within order 
“ shall be served upon the attorneys for respondents. 


Dated: New York, New York 
July J, 1975 


mee lll Fs. 2 i on Set 


i NITED STATES DISTRICT JUDGE 


a 267 
EX PARTE ORDER DATED JULY 23, 1975 EXTENDING 
PETITIONER'S TIME TO ANSWER 


iy) 1 et? 
UNITED STATES DISTRICT COURT Anke 
SOUTHERN DISTRICT OF NEW YORK 


Pe Pe ee I Oe es as a Mee TSS eR pe ere 
N. VW. MAATSCHAPPIJ VOOR INDUSTRIELE : 
WAARDEN, EX PARTE ORDER EXTENDING 
' ; PETITIONER'S TIME TO 
Petitioner, ANSWER OR OTHERWISE 
: MOVE 


-against- . Se 
75 Civ. 3074 
A. O. SMITH CORPORATION and ARMOR (D B B) 
ELEVATOR COMPANY, INC., ~ 


Respondents. 


The Court having read and considered the allegations contained 
in the Petition, respondents' answer containing their counterclaim 
and cross petition and the Ex Parte Order extending petitioner's 
time to answer or otherwise move to August 1, 1975, dated July 
7, 1975, and petitioner having moved this Court for an onder 
pursuant to Rule 6(b) FRCP further extending petitioner's time 
to answer or otherwise move in regard to respondcents' sian: 
containing their counterclaim and cross petition until ten days 
after entry of an order on petitioner's motion to compel arbitra- 
tion which motion is presently sub judice and the Court having 
concluded that such an sectnniitt of time would be in the interests 


of justice. 


NOW THEREFORE, IT IS ORDERED that petitioner's time to 


, answer 


answer or otherwise move with respect to responcents 
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Petitioner's Time to Answer 


containing their counterclaim and cross petition dated June 30, 
1975 be and the same is hereby extended until ten days after 
entry of this Court's order upon petitioner's motion to compel 


arbitration, and. pote 


IT IS FURTHER ORDERED that copies of the within order shall 
be served upon the attorneys for respondents. 


Dated: New York, New York 


July 23, 1975 DR 


NITED STATES DISTRICT JUDGE 
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OPINION, BONSAL, D.J. 


UNITED &TATES DISTRICT COURT 
SOUTHERN DISTRICT OF HEW YORK 


4a st 


- 


N. V. MAATSCEAPPIJ VOOR INDUSTRIELLE & 
WAARDEN, 


Petitioner, 


L609 idle 


-against- 


A. 0. SMITH CORPORATION and ARMOR 
ELEVATOR COMPANY, INC., 


Respondents. 


SPITZER & FELDMAN, BSQS. 
595 Madison Avenue, New York, N.¥s 10022 
Attorneys for Petitioner 
RONALD J. OFFENKRANTZ, ESQ. 
KENNETH GLIEDMAN, ESQ. 
Of Counsel 


SACKS, MONTGOMERY, MOLINEAUX & PASTORE, BSQS. 
437 Madison Avenue, New York, N.Y. 10022 
Attorneys for Respondents 
WILLIAM J. PASTORE, ESQ. 
STEPHEN P. HARBECK, ESQ. 
Of Counsel 


MEMORANDUM - 
BONSAL, D. J. 
petitioner N.V. Maatschappij Voor Industriele Waarden 


‘°mMviIw"), a corporation of the Netherlands Antilles, seacke 
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an order pursuant to 9 U.8.c. §4 directing respondents A. 0, 
Smith Corporation ("Smith") and Armor Elevator Company 
("Armor") to proceed to arbitration in accordance with the 
terms of a written agreement between MVIW and Armor dated 


October 1, 1973. In addition MVIW seeks an order 


“(p)reliminarily and finally enjoining and re~ 
straining respopdents and each of them directly 
or indirectly through their officers, agents, or 
employees from negotiating, discuesing, or in 

any way conveying any information, know-how, 
Gocuments, or any writings of whatsoever nature 
in respect of the products and patents licensed 
under the Agreement dated October 1, 1973 between 
petitioner and respondents to Westinghouse 
(Canada) or any other perso.:, firm, corporation, 
or entity and from purportiny to defend or hold 
itself out as entitled to defend any claim of 
petent infringement asserted against petitioner 
or otherwise interfering with or destroying the 
status quo pending completion of the arbitration 
proceeding commenced by petitioner's notice 

ana demand for arbit~ation served upon respondents 
on June 17, 1975." 


Respondent Armor, a Delaware corporation with its principal 

place of business in Louisville, Kentucky, is a wholly ss 

_wned subsidiary of respondent Smith, a New York corporation 

witr (‘ts principal place of business in Milwaukee, Wisconsin. 
ey written agreement dated October 1, 1973, MVIW 


granted Armor an exclusive license for a territory comp ‘ising 


the United States, Puerto Rico, the Virgin Islands, all other 
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United States possessions, territories ~ 4 protectorates, 

and the Dominion of Canada, to use specified United States 
and Canadian patents for the manufacture and sale of gearless 
elevators and to practice “Know-how” used in the manufacture 
of these elevators, Armor agreed to pay 75,000 Australian 
dollars upon the initial delivery of drawings and data and 

to pay a royalty for each gearless elevator installed involving 
the use of the licensed products, which royalty is to be 
credited against minimum royalties in the aggregate amou t of 
565,000 Australian dollars payable over a fi*2-yei* period. 
Article VIII of the agreement deals with the v.liaity of the 
patents and provides that if any “claim’ relat*-y to the 
patents is made by a third party, Armor's obligation to pay 
royalties to MVIW may be suspended. Article XI provides in 
relevant part: 

“Section 1. In the event of any breach or threatened 
breach of this Agre«ment by either party it is mutually 
agreed that there is no adequate remedy at law in favor 
of the other party and that a suit for specific performance 
or for injunctiv. elief would be the only effective 
remedy for such latter party and nothing contained in 
Section 2 of this Article XI shall limit or preclude 
such right cf specific preformance (sic) and injunction, 
it being acreed that such rights are paramount and that 
the provisions of Section 2 of this Article XI ars subject 
and subordinate to the provisions of this Se “ion 1. 

Section 2, Subject and subordinate to the prcevisions 
of Section 1 of this Article XI, any unresolved difference 
or dispute between the parties concerning the o>ligation 


to make payment of any amounts of money provided for in 
this Agreement or relating to the meaning or application 
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of the provisions of any of the Articles of this Agreamimnt 
shall be submitted to arbitration before a panel of three 

(3) arbitrators in the Borough of Manhattan, City, Ccunty 
and State of New York, in accordance with the Commercial 
Arbitration Rules then obtaining of the American Arbitration 
Associaticn and the decision of a majority of the arbitrator§ 
shall be final and conclusive upon the parties hereto. @: 


By written guaranty dated October 1, 1973, Smith guar- 
anteed to MVIW “the due performance and prompt payment of all 
obligations undertaken by Armor in and by said license agreement, 
without requiring MVIW first to resort to any action against 
Armor or any other person or to exercise any right conferred 
upon MVIW in or by said agreement.“ The guaranty further 
provides, "This is an absolute, unqualified, unconditional 
guaranty of performance and payment and not of collection and 
it shall remain in full force an. effect irrespective of the 
termination of said license agreement and of whether such 
termination shall be by Armor or MVIW or otherwise.” 

On June 17, 1975, MVIW served a notice and demand for 
arbit-ation on smith and Armor, designated its arbitrator, and 
requested Smith and Armor to designate their arbitrator. MVIW's 
‘omand for arbitration described the nature of the dispute as 

"Breach of the License Agreement dated October 1, 1973, 

the perforaance of which and the payment of all obligations 
thereunder are guaranteed by A.O. Smith Corporation, in- 
cluding the failure to fulfill the obligation to develop 


and market the licensed products or gearless elevators 
embodying the licensed products er embodying the know-how 
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conveyed pursuant to the Agreement and the 
failure to pay required royalties; divulgence 
of confidential know-how to a competitor and 
attempted subjicensing in violation of the 
Agreement dated October 1, 19733 conspiracy 
to keep licensed products off the U.S. and 
Canadian markets while at the same time 
precluding licensing by claimant of others.” 
Eowever, Smith and Armor have not appointed an arbitrator or 
participated in the arbitration sought by MVIW. They contend 
in this proceeding that the parties to the October 1, 1973 
agr.ement did not agree ft» submit to arbitration the issues 
raised in MVIW's demand for arbitration. 
Whether the parties have agreed to submit particular 
disputes to arbitration must be decided by the Court. Necchi 
oA. V ecchi Sewin achine Sales Co 348 F. 24 693 (24 
Cir. 1965), cert. denied, 383 U.S. 909 (1966). In reaching such 
a decision, arbitration clauses are to be construed liberally 


and doubts resolved in favor of arbitration. See United 


Steelworkers of America v. Warrior & Gulf Navigation Co-, 


363 U.S. 574, 582-583 (1960); Coenen V- RW, Pressprich & CO-, 


453 FP. 24 1209, 1212 (2a Cir.), cert. denied, 406 U.S. 949 (1972) 


The first issue raised in MVIW's demand for 
arbitration is “the failure to fulfill the obligation to develop 
and market the licensed products or gearless elevators embody ing 


the licensed products or embodying the know-how conveyed pursuant 


A 16% 


Opinion, Bonsal, D.d. 


to the Agreement and the failure to pay required royalties. 
The papers on file indicate that this issue arises as a result 
of disputes between the parties concerning whether MVIW has 
furnished Armor the technical information required by Article 
III of the agreement; whether the asserted failure of MVIVW to 
furnie che required information relieves Armor of its obligations 
under the agreemant; and whether a letter dated April 29, i978 
from R.H, Fox, Manager, Patent Department, Westinghouse Canada 
Ltd. to Merl Sceales, constitutes a "claim" within the meaning 
of Article VIII of the ag:eement which would suspend Armor's 
obligation to pay royalties and afford Armor a choice of 
various courses of action, including defense of the “claim® 
if MVIW elects not to take over the defense. The Court finds 
that these disput2s are covered by the agreement of the parties 
to submit to arbitration “any unresolved difference or dispute 
between the parties concerning the obligation to make payment 
of any amounts of money provided for in this Agreement or 
relating to the meaning or application of the provisions of 
any of theArticles of this Agreement." Accordingly, the first 
issue raised in MVIW's demand for arbitration is subject to 
arbitration. 

The second issue raised in MVIW's demand for 


arbitration is “divulgence of confidential know-how to a 
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competitor and at’ empted sublicensing in violation of ths 
Agreement dated October 1, 1973," Article III, section 6 of 
the agreement provides in relevant parts 

"Armor shall keep in the strictest secrecy and 

confidence all technical information which it 

shall receive pursuant to this Agreement and 

shall exercise all necessary precautions co 

safeguard the secrecy of the Patents and Know-how 

to prevent unauthorized disclosure thereof or 

of any part or parts thereof. ...* 
Article II (b) states that the license granted to Armor “may 
net be assigned or transferred by Armor or by operation of 
law or otherwise and confers no right to grant aublicenses.* 
Therefore, construin, the arbitration clause with the required 
liberality, the Court finds that the second issue contained 
in MVIW's demand for arbitration represents = dispute “relating 
to the meaning or application of the provisions" of Articles 
II and III of the agreement. 

On the other hand, the Court finds no agreement 
between the parties to arbitrate the third issue raised in 
MVIW's demand for arbitration, i.e. “conspiracy to keep 
licensed products off the U.S. and Canadian markets while at 
the same time precluding licensing by claimant of others." 
Such *« dispute is outside the provisions of the agreement 


and cannot reasonably be said to be covered by the language 


of the arbitration clause. 
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emithn asserts that it is not a party to the agreament 
of October 1, 1973 and therefore cannot be compelled to 
participate in arbitration between MVIW and Armor. MVIW 
appears to proceed on the theory that the separate existence 
of Smith and Armor should be disregarded, and Smith should bs 
bound by Armor's obligation to arbitrate. Howovor, the 
affidavits submitted by MVIW in support of its petition to 
compel arbitration are not sufficient to support the disregard 
of the separate existence of Smith and Armor. See Fisser v. 
International Bank, 282 F. 2d 231 (2d Cir. 1960). Nox does the 
Court find that the arbitration clause contained in the agreemen* 
between MVIW and Armor has been incorporated in Smith's guaranty. 
Cf, Compania Espanola de Petroleos, 5.A. v. Nereis Shipping, 8.A,, 
385 F.Supp. 1155 (S.D.N.¥. i574). Moreover, the Court does not 
understand this to be an action on sinith’ guaranty; the 
dispute here is between MVIW and Armor. Therefore MVIW‘s 
petition to compel arbitration is granted as against Armor on 
the first and second issues raised in MVIW's demand for 
arbitration and denied as to Smith. Armor is directed to 
name an arbitrator within twenty days of the date of the 
ord«cr to be entered herein. 
MVIW's Motion for a Preliminary Ijunction 


The affidavit of James Spitzer in support of MVIM's 


motion for a preliminary injunction states that Armor has 


refuse@ to maintain the status quo and has indicated its 
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intention to defend the alleged “claim" of Westinghouse 
Canada Ltd. Spitzer further states that wrongful 
divulgence of the co. 3tial information given to Armor 
by MVIW would result jn irreparable harm to MVIW, 
Injunctive relief ie appropriate to preserve 
w1e status quo pending arbitration. Erving v. virginia 
Squires Basketball Club, 468 F.2 1064, 1067 (2d Cir, 1972). 
Disclosure of the confidential information by Armor could 
recult in irreparable injury to MVIM. Indeed, Article 
XI, section 1 of the agreement between MVIW and Armor 
recognizes the need for injunctive relief in the event 
of a breach of the agreenent. Armor admits that it has 
informed MVIW of its irtention to defend the alleged 
"“c.aim" of Westinghouse Canada Ltd. and that it has 
rejected MVIW's request to cease discussivns with 
Westinghouse Canads« Ltd. The reluctance of Armor 
voluntarily to maintain the status quo pending arbitration 
was indicated by counsel at oral argument. Ac ordingly, 
the motion of MVIW for a preliminary injunction is granted 
an against Armor. Pending the completion of arbitration, 
Armor will be enjoined from conveying any information, know-how, 
documents, or any writings of whatsoever nature in respect 


of the products and patents licensed under the Agreement dated 
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October 1, 1973 to Westinghouse Canada Ltd, and from 
otherwise interfering with the status quo. However, MVIW's 
motion fer a preliminary injunction is denied as against 
Smith without prejudice to renewal should it appear that 
Smith is wrongfully divulging confidential! informatbn given 
to Armor by MVIW. MVvIW is directed to post a bond in the 
amount o°% $250,000 as security for costs and damages which 
may be suffered by Armor in the event that ic is found 

co have been wrongfully enioined. F.R.Civ. P. 65(c). 


Settle order on i ice. 


Dated: New York, N.Y. 


| 
| >) 
July 74 , 1..5.- le if [ie 


| 


U. & DD. U. 
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ORDER GRANTING PETITION TO COMPEL ARBITRATION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


ee ee 
N.V. MAATSCHAPPIJ VOOR INDUSTRIELE $ 
WAARDEN, 
Petitioner, ORDER 
-against- ’ 75 Civ. 3074 
A. O. SMITH CORPORATION and ARMOR ; (D B B) 
ELEVATOR COMPANY, INC., ; 
Respondents. : 
a ae a ea ee ee ee 


Petitioner N.V. Maatschappij Voor Industriele Waarden 
having petitioned this Court for an order pursuant to the 
United States Arbitration Act 9 U.S.C. §4, for an order compell- 
ing respondents to arbitrate, pursuant to petitioner's Demand 
for Arbitracion dated June .7, 1975, certain disputes arising ou’ 
of the agreement between petitioner and respondent A. O. Smith 
Corporation dated October 1, 1973, and having moved this Court 
by Order to Show Cause dated June 24, 1975 for an order pre- 
liminarily and permenently enjoining and restraining respondents 
and each of them from interfering with or destroying the status 
quo between the parties pending arbitration of all disputes 
among them and for a further order compelling respondents 
to vroceed with arbitration in accordance with tneir agreement 
and directing respondents jointly to designate their arbitrator 
within the number of Gays to be set by the Court, and said 
petition and motion having come on to be heerd before me’on 


the 30th day of June 197* 
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Now upon reading and filing the Petition dated June 24, 
1975, sick tenis Demand for Arbitrrtion dated June 17, 1975, 
the Order to Show Cause signed by Hon. Dudley B. Bonsal dated 
June 24, 1975, the Affidavit of M. James Spitzer sworn to June 
23, 1975 and the two Affidavits of M. James Spitzer, each sworn 
to July 2, 1975, the Memorandum of Petitioner in Support of 
Proceeding to Compel Arbitration and Memorandum of Petitioner 
in Support of Application fc. Preliminary Injunction Pending 
Arbitration, all together with exhibits annexed thereto, all 
with proof of due service thereof, in support of said petition 
and motion and Respondents' Answer, Counterclaim and Cross 
Petition dated June 30, 1975, the Affidavit of James N. Johnson 
sworn to June 30, 1975, Respondents' Memorandum of Law and 
Respondents' Supplemental Memorandum of Law, all together with 
exhibits annexed thereto, all with proof of due service thereof 
in opposition thereto and having heard oral argument by 
Spitzer & Feldman P.C., attorneys for petitioner by Ronald J. 
Offenkrantz, Esq. in support of saic petition and inetdn aed Becks, 


Montgomery, Molineaux & Pastore, attorneys for respondents by 


William Pastore, Esq-., in opposition thereto and dve deliberation 
having beer: had thereon and the Memorandum Opinion of the Court 


dated July 24, 1975 having been filed, 
NOW THEREFORE IT IS, 


ORDERED that the petition to compel arbi«ration is here- 


by granted to the extent that respondent Armor Elevator Company, 


db 
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Inc. is hereby compelled to proceed with arbitration of all 
issues raised in the Demand for Arbitration dated June 17, 1375 


ra 


with the exception ot the issue regarding the alleged "conspiracy 
to keep licensed products off the U.S. and Canadian markets 
while at the same time precluding licensing by claimant of 
others,” and it is further 

“ORDERED that that portion of the pe tition seeking an 


order to compel arbitration by A. O. Smith Corporation, pursuant 


to the Demand for Arbitration dated June 17, 1975 is hereby 


Y in all respects denied, ana it is further, 


‘ 


ORDERED that respondent Armour Elevator Company, Inc. 


name an arbitrator within twenty days of the date of the entry 


2 of this orden and it is further, 


ORDERED that respondent Armor Elevator Company, Inc. Ts 


hereby pretintnartty-and-ttratty er: rypeined—and_resizained from 


directly or indirectly, through its officers, agents, or em- 


JS Es opined AanR resho ine | 
\ ployees, 18 Eide Jocratang; diseussing, or iran yoway conveying 


any information, know-how, documents, or any writings of what- 
soever nature in respect of the products and patents licensed 


under the Agreement remmge October 1, 1973 between petitioner and 
oc Cleese C Aes be, 
_ responden ar? Westinghouse stay OT ey CERSE peEsen,; 
a A Aha REE RAIS 
coun elit icin aCe RN Ftp ll ill suiatasanatocaraaaie ail 


pent asserted aget 3 otherwise interfering with 


emdesteeyping the status quo pending completion of the arbitra- 
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tion proceeding commenced by petitioner's notice and demand for 


arbitration served upon respondents on June 17; TST ane. st 


is further, 


ORDERED that that portion of petitioner's motion seeking 


a preliminary and permanent injunction against respondent Bis. Os 
Smith Corporation and seeking an order compelling respondent 

A. O. Smith Corporation™to proceed with arbitration is hereby 
in all respects denied, and it is further, 


est oO bouk in the Qmeaun 7) 
ORDERED that petitioner shall +eo—fLile 


of 9250, 090 within BO day of abs shakes & Has @.8e>- 
b as co fi . eet and ah K whieh” wy 
[ < Gace Q ~ EfavE mE 
80s peer et A ta 


Ye weet thet ck is : Ee 8 


a 
any—besad_in connection with thepretimina ry injunction grensee 


tereinaboreas-agetnss Armor Elevator. Comma 
4¢ howe HEM Wrengyllt emko wed C&.4 (Onna "7, GS =e) 
‘kK 


Ya) Dated New York, New Yo 


ye Pugs - 2975 


Durée 12. Ben Sih — 


i =) haw STATES DISTRICT JUDGE 


wy 
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PETIi. fo 2:..S NOTICE OF MOTION TO DISMISS COUNTERCLAIMS 


UNTESTED STATES DIS'PRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELZ 
WAARDEN, 


Petitioner, NOTICE OF MOTION 


-against- 75 Civ. 3074 
; (D BB) 
A. O. SMITH CORPORATION and ARMOR 
ELEVATOR COMPANY, INC., 


Respondents. 


PLEASE TAKE NOTICE that upon petitioner's motion to 
compel arbitration of the disputes between the parties made 
pursuant to 9 U.S.C. §4, upon the opinion of Hon. Dudley B. 
Bonsal dated July 24, 1975 and the crcer dated August 6, 1975, 
entered thereon and upon the papers apoa which said order was 
based and upon respoadents' Answer, Cross Petition and Counter- 
claims, dated June 30, 1975, the undexsigned will move this 
Court before the Hon. Dudley B. Bonsai, United States District 


Judge, at the United States Courthorse, Foley Square, New York, 


New York, in Room 1505 on the22nd Cay of September, 1975, at 


9:30 o'clock or as soon thereafter as counsel can be heard 


for an order: 


(a) Dismissing the purported counterclaims pursuant 
to Rules 12(b)(1) and 12(b) (6) Fed. R. Civ. P. 
on °»e grounds that the Court does not have juris- 


diction of the subject =satter of respondents’ 
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counterclaims and eecn of them and that the said 


counterclaims do not set forth c:aims upon 
which relief can be granted and fail to comply 


with Pules 8 and 9 Fec. R. Civ. P. and, 


\ 


(b) For an order dismissing respondents’ counterclaims 
and each of them and denying declaratory relief 
in the Court's discretion and in view of this 
Court's grant of petitioner's motion to compel 
arbitration and, alternat vely, for an order pur- 
suant to 9 U-S.U. §3 staying and restraining 
respondents fron the prosecution of their purported 
counterclaim on the grounds that said counter- 
claims contain ar*itrable issues pursuant to 


the agreement, 


and for such other and further relief as to the Court may seem 


just and proper. 


Duced: 


TOs 


New Yo-k, New York 


‘August 15, 1975 FOUER, OTS. 


SPITZER & FELDMAN P.C. 


ent 


A Member 7 he Fiff/m 
Attorne¥s for Petitionec 
Office & P.O. Address 
595 Madison Avenue 

New York, New York 10022 


SACKS, MONTGOMERY, MOLINEAUX 
& PASTORE, ESQS. 

Attorneys for Respondents 

437 Madison Avenue 

New York, New York 19022 


ee 


NOTICE OF APPEAL FROM ORDER FILED AJGUST 6, 1975 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


ne ee ee ee ee ee ee ee x 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 
WAARDEN, 
Petitioner, 
-agai.nst- j NOTICE Of APPEAL 
A. O. SMITH CORPORATION and ARMOR 75 Civ. 3074 


eo 


ELEVATOR COMPANY, INC., 


Respondents 


| Notice is hereby given that A-mor Flevator Company, 
Inc., one of the respondents above named, hereby appezls *o the 
United States Court of Appeals for the Second Circuit from each 
and every part of the order filed in the above-entitled action 


on August ®, 1975, except the second, fifth a.d sixth decretal 
paragraphs thereof. 


a 


SACKS, MONTGOMERY, MOLINEAUX & 
PASTORE 

Attorneys for Respondent Armo 
Elevator Company, Inc. 

Office & P. O. Address 

437 Madison Avenue 

New york, New York . 10022 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


N. V. M? SCHAPPIJ VOOR INDUSTRIELE : 


75 Civ. 3074 


Petitioner, 

RESPONDENT'S AMENDED 
~against- ANSWER, COUNTERCLAIM 
AND CROSS-PETITION 


A. O. SMITH CORPORATION and ARMOR 
ELEVATOR COMPANY, “™NC., $ 


Responcents. 


Respondent Armor Elevator Company, Inc., by its attor- 
neys, Sacks, Montgomery, Molineaux & Pastore as and for its 
Amended Answer, Counterclaim anc Cross-Petition to the Petition 
herein on information and belief respectfully realleges the orig- 
inal Answer, Counterclaim and Cross~Petition and the prayers for 
velief therein all as if set forth herein in full, and the same 
is hereby incorporated by reference, and, as and for additional 
counterclaims and cross-petitions, alleges and shows to the court: 


FOR A FIRST AMENDED COUNTER- 
CLAIM AND CROSS-PETITION 


A. The Agreement violates antitrust laws of the United States 
and the State of New York 


1. This is a counterclaim for tre»le damages under 


15 usc §15 and §1 of the Sherman Act (15 usc §1). This counter- 
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claim is brought under 28 usc §1337, 15 USC §15, and 15 USC §22 
and applicable laws of the State of New York. Alternatively, 
this action is also brought under 28 USC §1338(b) together with 
jurisdiction and venue ancillary to the above-entitled action. 

2. The respondent incorporates herein by reference 
all of the material allegations mntained in Respondents Answer, 
Counterclaim and Cross-Petition as they may pertain to this 
counterclaim. 

3.  MVIW under the Licen. ‘1g Nieisiadbaiits (hereinafter re- 
ferred to as the “Agreement") restricted the rights of Armor (as 
hereinafter set forth) to a "Territory" consisting of the United 
States of America, Puerto Rico and the Virgin Islands and all 
other United States possessions and territory in proximity 
thereto and the Dominion of Canada, collectively and wrrcanted 
that MVIW was: a) the exclusive licensee for the “Territory” 
of the Letters Patent and Patent Applications set forth in 
Schedule "A" attached to the Agreement; b) possessor of pro- 
prietory technical information and data alleged to be “Know-how" 
purportedly to be set forth in Schedule "B" attached to the 
Agreement which, in turn, was warranted by MVIW in the Agreement 
to perform the performance criteria of Schedules “Cc” and “D" 
attached to the Agreement; and c) exclusive licensee for the 


"Territory" of the trademarks “Compulogic" and "“Thyroglide". 
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4. MVIW, in violation of the Sherman Act and §340 et 
seq. Of the New York General Business Law illegally divided world 
markets and imposed upon purchasers illegal resale restrictions 
in that under the Grant of Rights provision in “he Agreemen*, 
MVIW granted to Armor an exclusive license to make, use and prac~- 
tice the alleged "Know-how" in the "Territory"; and to Armor and 
Armor's Sales Affiliates (any legal entity including, without 
limitation, any firm, corporation or individual carrying on 
business n the "Territory" to which Armor shall sell the Li- 
censed Products or Gearless Elevators employing the "Licensed 
Products" for the purpose or resale) or subsidiaries of Armor an 
exclusive license to use, lease, sell or otherwise disposed of 
the "Licensed Products” or gearless elevators employing the "Li- 
censed Products" or embodying the alleged “Know-how” in the | 
"Territory", subject to the following limitations and restric- 
tions: 

a) Wo “Licensed Products" may be manu- 

factured by Armor or sold or leased by it to 

any customer or through a eteetabame-en Sales 

Affiliate (any legal entity including, without 


limitation, any firm, corporation, or individual 


carrying on business in the "Territory’ to which 


ans UE 
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Armor shall sell the "Licensed Products” or 
gearless elevators employing the “Licensed 
Products" for the purpose of resale) except 
for installation in a buildiig located 
within the "Territory", and the license 
ovente by the Agreement may not be used 
directly or indirectly except in respect of 
the "Licensed Products" for installation in 
the "Territory"; 

b) Armor shall not under the Agreement 
export or allow or suffer to be exported out- 
side the Territory", directly or indirectly 
or through any Sales Affiliate (any legal 
entity including, without limitation, any firm, 
corporation or individual carrying on business 
in the “territory” to which Armor whall sell 
the "Licensed Products" or gearless elevators em- 
ploying the "Licensed Products” for the 
purpose of resale) any "Licensed Products" or 
gearless elevators employing the "Licensed 
Products" or manufactured directly or indirectly 


by Armor. 
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5. MVIW, in violation of the Sherman Act and §340 et 
seq. of the New York General Business Law illegally divided world 
markets and imposed upon purchasers illegal resale restrictions 
in that under the definitions of the Agreement, Armor is not per-~ 
mitted to sell or lease the “License. 2roducts" or gearless ele- 
vators employing the "Licensed Products” to or through any Sales 
Affiliate (any legal entity, including, without limitation, any 
firm, corporation or individual carrying on a business in the 
"Territory" to whic armor shall sell the Licen..ed Products or 
Gearless Elevators employing the "Licensed Products" for the 
purpose of resale) except a Sales Affiliate located in and carry- 
ing on its business in the “Pperritory" for installation in a 
building located therein and which Sales Affiliate shall, prior 
to its advertising, selling or installing any such gearless ele- 
vators employing the “Licensed Products," execute and deliver to 
MVIW an instrument in writing agreeing to be bound by the terms 
of the Agreement concerning territorial resale cinmiahatihineals un= 
less prior written specified approval is obtained from MVIW. 

6. MVIW, in violation of the Sherman Act and §340 
et seq. of the New York General Business Law illegally divided 
world markets and imposed upon purchasers illegal resale re- 
strictions in that under the definitions of the Agreement, no 


sale or lease of the “Licensed Products" or gearless elevators 
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employing the "Licensed Products” may be made by Armor to or 
through any subsidiary of Armor unless such legal entity is 

lac: ated within and carrying on its business in the "Territory" 
and such gearless elevators employing the "Licensed Products" 
shall be installed in a building located within the “Territory” 
and such subsidiary shall, prior to its advertising, selling or 
installing any such gearless elevators employing the “Licensed 
Products," execute and deliver to MVIW an instrument in writing 
to be bound by the terms of the Agreement. 

7. Under the Agreement, MVIW shall forward to Armor 
and shall cause E.P.L. to forward to Armor any inquiries received 
with respect to gearless elevators employing the “Licensed 
Products" pertaining to the "Territory." 

8. Under the Agreement, Armor shall grant to MVIW a 
royalty-free, non-exclusive license to make, use and sell all 
improvements of the “Licensed Products” or the fabrication 
thereof, whether or not patentable, during the term of the Agree- 
ment. 

9. under the Agreement, all improvements of the 
"Licensed Products" or the fabrication thereof, whether a not 


patentable, shall be deemed part of the “Licensed Products" 
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which shall not reduce or adversely effect MVIW's rights in 
full to earned royalties in respect of "Licensed Products." 

10. Under the Agreement, neither Armor nor MVIW 
may assign the Agreement without the prior written consent of 
the other party. 

.. The Agreement shall continue in force and effect 
for a period of five (5) years and shall automatically renew 
from year to year thereafter in perpetuity unless a one (1) year 
advance notice in writing shall have been given by either party 
to the other. 

12. Based upon information and belief, M. James 

Spitzer represented and acted as agent for Elevat.r Proprietary, 
Ltd. (hereinafter sometimes referred to as "E.P.L.") and Lend 
Lease Corporation, Inc., in the negotiations with Armor leading 
to the Agreement, that M. James Spitzer did create MVIW and In- 
ternational Property Investment, Ltd. as corporate shells solely 
and exclusively for the benefit of E.P.L. in executing the Agree- 
ment, that M. James Spitzer drafted and prepared the contract 
causes and provisions resulting in the division of world markets 
thereunder between E.P.L., Lend Lease Corporation, Inc., Inter- 
national Property Investment, Ltd., MVIW and Armor, that M. James 


Spitzer unrelentlessly insisted upon the territorial division of 
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market restrictions and the imposition of territorial resale re- 
strictions upon the licensed and unlicensed products and insisted 
upon such non-competitive conditions over the objections of 
Armor; and that M, James Spitzer did, in fact, sign and execute 
the Agreement as attormey in fact on behalf of MVIW. 

13. Under the Agreemest, MVIW shall obtain the consent 
of E.P.L. to permit Armor to employ, without any payment to MV1W 
or E.P.L., the factory methods or practices of E.P.L. (whexce such 
practices are not incorporated in Patents issued to E.P.L.) 
inside the "Territory." 

14. Under the Agreement, Armor and all subsidiaries 
and siles affiliates (ary legal entity, including without limi- 
tation, any firm, corporation or individual carrying on bus’ ness 
in the "Tecx.tory" to which Armor shall sell the “Licensed 
Products" or gea...-4 elevators employing the "Licensed Products” 
for the purpose of resale) shall refrain from either directly or 
indirectly questioning or attacking the validity of the trade- 
marks "Compulogic” or "Thyroglide.” 

15. That Armor has sought out and is seeking markets 
outside of the “Territory” of the Agreement for various of it 


products including but not limited to Taiwan and other geo~ 
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graphic locacions in competition with E.P.L. and MVIW but may 
not do so because of the illegal restraints imposed by MVIW 
under the Agreement as herinabove alleged because all or any 
wmbinaction of the foregoing allegations stated and contained in 
paragraphs 3-12 hereof constitute an attempt by MVIW to conspire 
to divide world markets in violation of the Sherman Act and 
§340 et seq. of the New York General Business Law by imposing 
on Armor unreasonal..» restraints on sales or resales of the 
"Licensed Products" which is designed to create for MVIW an 
illegal monopoly with respect to the Patents and “Know-how" 
made the subject of the Agreement, rendering the Agreement void 
al initio and constituting patent and trademark misuse. 


B. The Patents and xXnow-how" are not proprietary and a restric- 


tive licensure thereto is illegal under the antitrust laws 
of the State of New York and the United States 


16. The "Know-how" defined by the Agreement was to | 
include proprietary technical information or devices (including 
but not limited to that falling within the claims of the Patents) 
existent at the date of the Agreement, namely on or about 
October 1, 1973, which was to be sufficient t~ impart to Armor 
an adequate knowledge to manufacture the "Licensed Products and 


MVIW was obligated to make available to Armor the following: 
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a) A disclosure of the alleged "know-how" 


as of the effective date of the Agreement, 


namely on or about October 1, 1973, adequate for 


production of the "Licensed Products" set forth 
in Schedule "B” attached to the Agreement 
whi ., in turn, was warranted by MVIW in the 
Agreement to perfor the perform .ce criteria 
of Schedules "Cc" and "D" attached to the 
Agreement; and 

b) Two (2) copies of drawings, specification 
and other written material falling within the 
alleged “Know-how? and used as of the effective 
namely on or about October 


date of the agreement, 


1, 1973, for the design, manufacture, installation 


and servicing of the ";icensed Products" set 


| 

| forth in Schedule "B”" attached to the Agreement 
which, in turn, was warranted by MVIW in the 
Agreement to perform the performance criteria 


of Schedules "C" and "Dp" attached to the Agree~ 


ment. 


17. The proprietary "Know-how" to be transferred under 
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the Agreement was warranted by MVIW to meet the performance 
criteria of Schedules "c" and "D" attached to the Agreement. 
Notwithstanding such warranty the. "Know-how" transferred was 
inadequate because it failed to conform to the criteria of 
Schedules "C" and "D" and was insubstantial and completely void 
of value and not of a protectible nature, in that such 'Know-how" ] 
is: a) publicly known in many parts of the world without any 
action or disclosure by Armor; and b) of a nature which infringes 
numerous patents in force in the “Territory” (the express cove- 
nant of MVIW to the contrary nonwithstanding) all contrary to 
antitrust laws of the State of New York and of the United States. 
18. Irrespective of the public nature "Know-how" to 
be transferred under the Agreement, Armor is veniaies thereby to 
"keep in the strictest secrecy and confidence all technical in- 
formation which it shall receive pursuant to" the Agreement and 


Armor is further required to "exercise all necessary precaution 


to safeguard the secrecy of the Patents and "Know-how" to pre- 
vent unauthorized disclosure thereof or of any part or paxts 
thereof" all contrary to the antitrust laws of the State of New 


York and of the United States. 
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Cc. The Agreement violates public policy incorporated in the 
antitrust laws. 


antitruss =o 
19. Notwithstanding the warranty of MVIW with respect 
to the proprietary nature of the "““ow-how" "(including any in- 
formation or devices falling within the claims of the Patents)" 
MVIW nevertheless refused under the Agreement, to make any repre- 
sentation or warranty, either expressed or implied, as to the 
validity, exclusivity or enforceability of any of the "Patents," 
“prademarks" or "Know-how", the effect of which is an attempt to 
prohibit Armor from challenging the validity, exclusivity or 
ssieaneiaaeen of the Patents and the Trademarks and “Know-how, " 
while simultaneously impairing the presumption of validity 
attaching to the Patents by operation of law. 
FOR A SECOND AMENDED COUNTER=- 
CLAIM AND CROSS-PETITION 
20. This is a compulsory counterclaim for a declara~- 
tory judgment under Rule 13a of the Federal Rules of Civil Pro- 
cedure and is brought unde the Patent Laws of the United States, 
United States Code, Title 35, §§271, 281, 283, 284, 285 and 


Title 28, §§2201, 2202, 1332, 1338a, 1391 and 1400 and ancillary 


jurisdiction and venue to the above-entitled action. 
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21. The respondent incorporates herein by reference 
all of the material allegations contained in the First Amended 
Counterclaim and Cross-Petition and in Respondent's Answer, 
Counterclaim and Cross-Petition. 

22. On or above October 1, 1973, Armor entered into 
the Agreement with MVIW in which MVIW for consideration paid by 
Armor and to be paid sold certain "Know-how" to Armor relating 
to gearless elevators. In such agreement MVIW warranted that it 
was the exclusive licensee of United States "Letters Patent" 
Nos. 3,387,239, 3,536,164 and Application Serial No. 271,083 (now 
United States Patent No. 3,777,855) and corresponding Canadian 
Patents Nos. 800,097 and 879,957. 

23. In the definition of "Know-how" in paragraph B, 
page 3 of the Agreement it is stated that “Know-how” includes 
“any information or devices falling within the claims of the 
‘Patents'." 

24. In accordance with Article II of the Agreement at 
page 5, “VIW " 1all and hereby. does grant to Armor an exclusive 


license to make, use and practice the 'know-how' in the 'Terri- 


tory’ = " 


~ 
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25. A justiciable controversy exists with respect to 
the validity of the patents set forth i. paragraph 22 hereof 
because: 

a) Armor desires to market an elevator 
system which it has developed known as the 
Duplex System involving solid state pulse con- 
trol which is outside the scope of the patents 
and "Know-how" included in such Agreement; 

b) Armor possesses the necessary manpower 
and equipment to manufacture the Duplex System; 
and 

c) Armor has exerted substantial efforts 
and has invested far in excess of ten thousand 
dollars in designing and developing the Duplex 
system which it is stpesiuksaily setiei to mar- 
ket; that Armor had intended to install such 
Duplex System in a building system in the fall 
of 1975; that Armor has in fact, withdrawn its 
offer to construct and sell the Duplex System 
because of a well grounded fear and reasonable 


apprehension that if it did so Armor would 
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face an infringement suit or the damaging 


threat of one to itself and its customers. 


26. AS a cause of action defendant alleges that the 


United States Patents and Canadian Patents set forth in paragraph 


22 hereof are invalid and void or unenforceable for the following 


reasons: 


a) The alleged inventions purported to 
be patented in such Letters Patents were known 
or used by others in the United States or 
patented or described in a printed publication 
in the United States or a foreign country or in 
an application for patent by another filed in 
the United States before the alleged inventions 
thereof by the applications for said Letters 
Patents; 

b) The alleged inventions purported to be 
patented in said Letters Patents were patented or 
described in a printed publication in the United 
States or a foreign country more than one year 
prior to the date of the applications in the 


United States on which said Letters Patents 
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issued; and more than two years in the case 
of Canadian Letters Patent. 

c) The alleged inventions purported to 
be patented in said Letters Patents were in 
public use or on sale in the United States by 
various persons, more than one year prior to 
the date ofthe applications in the United 
States on which said Letters Patents issued; 


a) The applicats for said Letters Pat-nats 


did not themselves invent the subject matter 
purported to be covered by said Letters Patents, 
“ut all material or substantial parts thereof 
haa, pricr to the applications for said Letters 
Patents, been invented by, known to and used by 
others than said applicants; 
e) Before the alleged inventions by the ® 
applicants for said Letters Patents of the said 
inventions purported to be covered by said 
Letters Patents, the alleged inventions were 


made in this country by another who had not 


abandoned, suppressed or concealed it; 


A 196 


Respondente' Amended Ansver, Counterclaim and Cross Petition 


f) The differences between the subject 
matter of the allegei inventions of said Letters 
Patents and the prior art are such that the 
subject matter as a whole would have been obvious 
at the time the alleged inventions were made to 
a person having ordinary skill in the art to which 
said subject matter pertains; 

g) Said Letters Patents were issued by the 
United States Patent Office and Canadian Patent 
Office without due investigation and an impor- 
tant part of the relevant prior art was overlooked 
and other parts of the prior art were improperly 
applied and corttrued; wherefore the U.S. Commis= 
sioner of Patents and Trademarks and the Canadian 
Patent Commissioner exceeded their official 
authority in granting said Letters Patents; 

h) The siieenl bisienbaas of said Letters 
Patent do not contain a written description of 
the alleged inventions, to be covered by said 
Letters Patents in such full, clear, concise and 
exact terms to enable any person skilled in the 
art to which it pertains, or with which it is most 


nearly connected, to practice the alleged inventions 


thereof. 
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FOR A THIRD AMENDED COUNTER- 
CLAIM AND CROSS-PETITION 

27. This is a counterclaim for Declaratory Judgment 
under the Declaiatory Judgment Act, Sections 2201 and 2202, 
Title 28 usc, and brought under Sections 1332 and 1391, Title 
28 usc and, alternatively, under Section 1338(b) and encillary 
jurisdiction and venue. 

28. The respondent incorporates herein by reference 
all of the material allegations contained in the First and 
Second Amended counterclaims and Cross-Petition and in respon 
dent's Answer, Counterclaim and Cross-Petiticn. 

29. The patent monopoly is illegally extended and 
misused under the Agreement because minimum royalties are re~ 
quired to be paid irrespective of the validity of the Patents. 

30. The Agreement i: void and unenforceable because 
of its total lack of consideration, its violation of the Anti- 
trust laws of the United States of America, its misuse of the 
Patents and illegal extension of the trademarks, and “Know-how" 
monopoly, the actions of MVIW and E.P.L. in knowingly entering 


into the Agreement to supply "Licensed Products” constituting 


an infringement of patents of others in the "Territory." 
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Wherefore respondent prays: 
(1) That the Patents be declared to be in- 
valid and the monopoly of the trademarks ~nd 
"Know-how" be declared to be illegally ex- 
tended because of misuse by MVIW under the | 
Agreement in the following respects: | 
(a) MVIW has wrongfully extended 
monopoly control over products and 
technology which are not protectable; 
(b) MVIW has wrongfully extended 
monopoly control over products and 
technology in t2rritories in which 
MVIW has no enforceable rights by, 
through or under its purported "Know- 
how", Patents and Trademarks or 
otherwise; 


(c) MVIW has extended an illegal 


monopoly control by MVIW over the 
"TZicensed Products" beyond the ex- 
pressed term or useful life of the 
purported "Know-how", Patents and 


Trademarks; 
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(a) MVIW has extended its illegal 
monopoly control over the “Licensed 
pr. Aucts" by illegally restraining 
free and public disclosure by Armor 
of the Patented "Licensed Products" 
contrary to and in blatent disregard 
of United States Patent Laws; 
(e) MVIW has extended its illegal 
monopoly control over the "Licensed 
Products" by requiring Armor and third 
’ parties who purchase the "Licensed 
Products" from Armor for resa’e to re~- 
frain from questioning or attacking 
the validity of the Trademarks; and 
(£) MVIW has extended its illegal 
monopoly control over the “Licensed 
products" by precluding Armor from 
contesting the validity and enforce- 
ability of the purported "Know-how" 


and Patents under the Agreement. 
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(2) That the Agreement be adjudged in restraint 
of trade and commerce among the several States 
nad foreign nations or either of them in vio- 
lation of Section 1 of the Sherman Act and 
Section 340 of the New York General Busines: 
Law and be declared to be illegal for the 
following reasons: 
(a) MVIW has imposed an illegal division 
of world markets; 
(b) MVIW has imposed illegal territorial 
resale restrictions upon “Licensed 
Products" and unlicensed products; and 
(c) MVIW has misused its "Know-how", 
Patents and :‘rademarks in wrongfully 
exerting monopoly control over the 
"Licensed Products" as more fully set 


forth in paragraph 1 of this prayer. 


(3) That the Agreement be declared void and 
unenforceable for the following reasons: 
(a) MVIW has misused the Patents and 


illegally .xtended the monopoly of the 


A 2u1 


Respondents’ Amended Answer, Counterclaim and Cross Petition 


"Know-how" and Trademarks in the in- 
ducemr:\t. and execution of the 
Agreement; 

(b) The Agreement violates Section l 
of the Sherman Act and Section 340 of 
the New York General Business Law as 
more particularly set forth in para- 
granvh 2 of this prayer; 

(c) The technical information con- 
prising the “Know-how” with respect 
to the “Licensed Products" was known 
to or should have been known to MVIW 
and E.P.L. during the negotiations 
and at the executic. of %.. _..eement 
to infringe several patents existent 
and enforceable wi’ hin the "Territory" 
constituting a fraudulent inducement 
of the Agreement and material breach 
thereof as of the date of execution; and 
(ad) The Patents made the subject of 


the Agreement: are invalid and une- 


forceable. 
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(4) That the patent rights allegedly trans- 
ferred by MVIW and E.P... or either of them 
under the Agreement be declared void and 


unenforceable. 


(5) That the Duplex System presently aise 
developed by Armor be declared not to constitute 
an infringement of the patent rights or within 
the scope of the purported "Know-how" of the 
Agreement. 

(6) That MVIW and its officers, directors, 
agents, representatives, successors, assigns, 
and all persons ard corporations acting on 
behalf of them or either of them including 
put not limited to Elevators Proprietary, 
Ltd., International Property Investment, 

Ltd. and Lend Lease Corporation, Ltd., each 
of which is either a parent, subsidiary or 
alter ego of MVIW be perpetually enjoined 
from combining, conspiring or «eyreeing to 


restrain trade ané commerce in the develop- 


ment, manufacture, sale and resale of 
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elevator systems and component parts thereof 
among the several States of the United States 
and with foreign nations, andl that they be 
perpetually enjoined from engaging in or 
participating in practices, contrects, re~ 
lationships or understandings, or claiming 

any rights thereunder, having the purpose or 
effect of continuing, reviving or renewing any 
of the aforesaid violations of the Sherman 

Act and the New York General Business Law. 

(7) That an injunction be issued enjoining 
MVIW from enforcing the Agreement and ordering 
MVIW to return to Armor forthwith all payments 
of monies tendered and acceoted by MVIW from 
Armor under the Agreement. 

(8) That MVIW be adjudged liable to respondent 
for all damages and losses, trebled, which re- 
late to the formation, execution and enforce- 
ment of the illegal and void Agreement including, 
without limitation, all costs and disbursements 
and attorney's fees incurred in this proceeding 


and in the arbitration proceeding heretofore 
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instituted by MVIW; 

(9) That the foregoing issues fall within 
the exclusive jurisdiction of this court 
and therefore the arbitration proceeding 
heretofore instituted by MVIW be stayed 
pendente lite; and 


(10) That the defendant have such further, 


general and different relief as the nature 
of the case may require and the court may 


deem proper in the oremises. 


Dated: New York, New York 
September 16, 1975 


TO: 


SACKS, MONTGOMERY, MOLINEAUX & 
PASTORE 


By. 

A Member of the Firm 

437 Madison Avenue 

New York, New York 10022 
Tel. (212) 355-4660 


James N. Johnson, Esq. 
General Counsel 

A. O. Smith Corporation 

P. O. Box 584 

Milwaukee, Wisconsin 53201 


Spitzer & Feldman, Esqs. 
595 Madison Avenue 
New York, 


New York 
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UNITED STATES DISTRI°T COURT 
SOUTHERN DISTRICT OF NEW YORK 


N.V. MAATSCHAPPIJ VOOR INDUSTRIELE $ 
WAARDEN, 
Petitioner, 
NOTICE OF CROSS MOTION 
-against- 
- 75 Civ. 3047 
A.O. SMITH CORPORATION and ARMOR 


ELEVATOR COMPANY, INC., (D B B) 


Respondents. 


-——e—wme wee wwe eS e ee eel 


PLEASE TAKE NOTICE, that upon petitioner's motion to 


compel arbitration of certain disputes, pursuant to 9 U.S.C. §4, 


upon respondent’s Answer, Counterclaim, and Cross-Petition, upon 


che opinion of Hon. Dudley B. Bonsal dated July 24, 1975, and the 


order dated August 4, 1975, entered thereon and upon the papers 


upon which said order was based and upon petitioner's Notice of 


Motion dated August 15, 1975, and upon respondent's Amended 


Answer, Counterclaim and Cross-Petition, and the affidavit of 


William J. Pastore, Esq., the undersigned will move this Court 
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before the Hon. Dudley B. Bonsal, United States District Judge, 
at the United States Courthouse, Foley Square, New York, New York, 
in Room 1505 on the 22nd day of September, 1975, at 9:30 o'clock 
or as soon thereafter as counsel can be heard for an order: 

(1) staying any arbitration in this matter until after 


trial of issues raised in respondent's Answer, Counterclaim, and 


Cross-Petition, and in respondent's Amended Answer, Counterclain, 
and Cross-Petition; 

(2) directing that the issues heretofore referred to 
arbitration by order of this Court dated August 4, 1975, be tried 
by this Court simultaneously with the determination of the all 
encompassing issues raised in respondent's Answer, Counterclaim 
and Cross-Ppetition and in respondent's Amended Answer, Counter- 
claim and Cross-Petition; 

(3) for such other and further relief as this Court 
deems just and proper. 

Dated: New York, New York 
September 17, 1975 
Yours, etc., 
SACKS, MONTGOMERY, MOLINEAUX & PASTORE 
By: 
A Member of the Firm 


Attorneys for Respondent 
Armor Elevator Company, Inc. 


TO: SPITZER & Office & P.O. Address 
FELDMAN, P.C. 437 Madison Avenue 
595 Madison Avenue New york, New York 10022 


New York, New York 


‘ XY 
A eur 
AFFIDAVIT OF WILLIAM J. PASTORE IN OPPOSITION TO PETITIONER'S 
MOTION AND IN SUPPORT OF RESPONDENTS' CROSS MOTION 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


N. V. MAATSCHAPPIJ VOOR INDUSTRIELE : 


WAARDEN, 
: 75 Civ. 3074 
Petitioner, 
: Affidavit in Opposition 
-agai‘ist- to Petitioner's Motion 
: and In Support of Re- 
A. O. SMITH CORPORATION and ARMOR spondent's Cross-Motion 
ELEVATOR COMPANY, INC., : 
Respondents. : D 
Se daek: <a a a  E eme ams Ea RR Ae SE x 


STATE OF NEW YORK ) 
$ 88.3 

COUNTY OF NEW YORK) 

WILLIAM J. PASTORE, being duly sworn, deposes and says: 

1. I ama partner in the firm of Sacks, Montgomery, 
Molineaux & Pastore, attorneys for respondent Armor Elevator 
Company, Inc., (hereinafter “Armor"), and I make this affidavit 
in opposition to petitioner's motion to dismiss respondent /.rmor's 
counterclaims, or in the alternative, to stay prosecution of 
those counterclaims pending arbitration; in support of respon- 


dent's cross-motion: a) for an order staying any arbitration in 


this matter until after trial of issues raised in respondent's 
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Answer, Counterclaim and Cross-Petition; and b) directing that 
the secondary issues heretofore referred to arbitration by 
order dated August 4, 1975, of Judge Dudley B. Bonsal, be tried 
by this court simuntaneously with the determination of the para- 
mount issues raised in Respondent's Answer, Counterclaim and 
Cross-Petition and in Respondent's Amended Answer, Counterclaim 
and Cross-Petition. 

2. The respondent has asserted counterclaims in its 
original Answer, Counterclaim and Cross-Petition and in its 
Amended Answer, Counterclaim and Cross-Petition (the latter 
served prior to the return date of these motions) which raise 
numerous issues with respect to the legality of the Licensing 
Agreement. Said issues include claims that the Licensing Agree- 
ment is in restraint of trade and commerce in antitrust violations 
of the Sherman Act and the New York General Business Law. 

The patents under the Licensing Agreement are invalid 
and infringe upon the patents of others, the said patents are 
invalid because of misuse of them, the monopoly of the trademarks 
and know-how under the Agreement have been illegally extended 
because of misuse by petitioner. 


Furthermore, claims based upon misrepresentation and 
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substantial breach affecting the underlying purpose of the Li- 
censing Agreement have been set f rth as a basis for recission 
of the Licensing ? -ement. 

Each of the foregoing attacks the validity of the 
Licensing Agreement. 

The pleadings speak for themselves and the points de-~- 
veloped in respondent's Memorandum of Law submitted herewith in 
support of respondent's position need not be reit. rated. 

On the basis of the foregoing, it is respectfully sub- 
mitted that as a matter of law the court should direct that the 
issues raised by respondent fall within the exclusive juris- 
diction of this court and should be tried by this court and 
that the arbitration proceeding heretofore instituted by peti- 


tioner be stayed pendente lite. 


ae 
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WILLIAM J. PASTORE 


Sworn to before ne this 


17th day of September, 1975 


JUDITH A. COHEN 
NOTARY PUBLIC, Stete of New York 
No, 451369! 

Qualified in Queens County 
Commission Expires March 30, 1977 
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RESPONDENTS' NOTICE OF MOTION FOR AN ORDER 
GRANTING LEAVE TO REARGUE 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


<n cn ces en eneteniinendnesen eich apesan anette ies Te a DOD DE GO x 
N.V. MAATSCHAPPIJ VOOR INDUSTRIELE g 
WAARDEN, 
jinekbielede. NOTICE OF MOTION ) 
-against 75 Civ. 3047 | 
A.O. SMITH CORPORATION and ARMOR (D B B) 


ELEVATOR COMPANY, INC., 


Respondents.: 


PLEASE TAKE NOTICE, that upon the oral determination of 
the Honorable Dudley B. Bonsal, made on September 22, 1975, which 
determination granted petitioner's motion to stay the trial of 
respondent's counterclaims pending arbitration, which determina- 
tion also denied respondent's motion to stay arbitration in this 
matter pending trial of said counterclaims, and upon the papers 
on which said determination was made, the undersigned will move 
this Court before the Honorable Dudley B. Bonsal, United States 
District Judge, at the United States Courthouse, Foley Square, 


New York, New York, in Room 1505 on the 6th day of October, 1975, 


at 9:30 o'clock in the forenoon of that day, or as soon thereafter 


Respondents' Notice of Motion for an Order 
Granting Leave to Reargue 


as counsel can be heard, for an order granting leave to reargue 
respondent's motion to stay the arbitration in this matter pend- 
ing trial of respondent's counterclaims on the ground that the 
Court has overlooked the fact that the Agreement is illegal on its 
face, and therefore the law requires that the issue of the 
illegality of the Licensing Agreement under federal and state anti- 
trust laws, which issue is raised in respondent's counterclaims, 
must be tried by the court prior to any arbitration in this matter, 
and for such other and further relief as the court deems just and 
proper. 3 
Dated: New York, New york 
Sep ember 29, 1975 
Yours, etc., 
SACKS, MONTGOMERY, MOLINEAUX & PASTORE 
By: 
A Member of the Firm 
Attorneys for Respondent Armor 
Elevator Company, Inc. 
Office and P.O. Address 


437 Madison Avenue 
New York, New York 10022 


TOs SPITZER & FELDMAN, P.C. 
595 Madisor avenue 
New york, New York 


ORDER DENYING PETITIONER'S MOTION TO STRIKE COUNTERCLAIMS 
AND STAYING FURTHER PROCEEDINGS 
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N. V. MAATSCHAPPIJ VOOR INDUSTRIELE 
WAARDEN, 
75 Civ. 3074 
Petitioner, 
(D B B) 
-against- 

ORDER 
A. O. SMITH CORPORATION and ARMOR rae ee 
ELEVATOR COMPANY, INC., 


Respondents. 


Petitioner having heretofore petitioned this Court for 
an order compelling arbitration of certain disputes between the 
parties pursuant to the provisions of the United States Arbitra- 
tion Act, 9 U.S.C. §4, and the Court having entered its order 
on August 6, 1975 granting the petition in part as to Respondent 
Armor Elevator Company, Inc., and denying it in part, and the 
Court by orders dated July 7, 1975 and July 23, 1975, having 
extended petitioner's time to answer or otherwise move with 
respect to the claims denominated as counterclaims and cross- 
petitions in respondents’ answer dated June 30, 1975 interposed 
to the petition to compel arbitration, and petitioner having 
duly moved to strike respondents’ counterclaims and cross-peti- 
tions as improper in a proceeding under 9 U.S.C. §4, to dismiss 
said counterclaims and cross-petitions for failure to state a 
claim upon which relief can be grarted, and, alternatively, for 
an order staying all further proceedings in this Court including 
a stay of the prosecutions of all claims asserted by reSpondents 


and denominated as counterclaims or cross-petitions until com- 
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pletion of the arbitration proceedings compelled by this Court 

in ics order entered August 6, 1975, and Respondent Armor 
Elevator Company, Inc., having served and filed on the 17th Gay. + 
of September, 1975 a document denominated as “Respondent's Amended 
Answer Counterclaim and Cross-Petition" together with an appiica-. 
tion designated as a "Notice of Cross Motion" dated September 17, 
1975, to stay any arbitration in this matter until after trial of 
issues alleged to be raised in respondents’ original answer ‘and 
“Amended Answer, Counterclaim and Cross-Petition," and for a’ 
further order directing that the issves heretofore referred to 
arbitration by order of this Court entered August 6, 1975 be tried 
by this Court simultaneously with a determination of "the all en-" 
compassing issues raised in respondents’ answer, counterclaim and 
cross-petition and in respondents’ amended answer, counterclaim, 
and cross-petition” and petitioner's motion and Respondent Armor 


Elevator Company, Inc.'s application having come on to be heard by 


the Court on September 22, i973, 


Now upon reading and filing petitioner's Notice of Motiog 
dated August 15, 1975, the opinion of Hon. Dudley B. Bonsal dated 
July 24, 1975 determining petitioner's petition to compel arbitra- 
tion, the order entered thereupon on August 6, 1975 and the papers 
upon which said order is based, respondents' Answer, Counterclaim , 
and Cross-Petition dated June 30, 1975 and petitioner's Memorandum 
in Support of Motion to Dismiss Respondents’ ecuneaversion; af} 


with proof of due service thereof, in support of petitioner's 


motion and in opposition to Respondent Armor’s application, and 
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upon reading and filing Respondent Armor's Notice of Cross Motion 
dated September 17, 1975, and papers upon which it is based, the 
affidavit of William J. Pastore, sworn to September 17, 1975, and 
the document denominated as } ‘ocadent Armor's Amended Answer, 
Counterclaim and Cross-Petition dated September 17, 1975 and 
Respondent Armor's Memorandum of Law dated Septen er 17, 1975, all 


with proof of due service thereof in opposition to petitioner's, 


- 
- 


motion and in support of Respondent Armor's application and after 
hearing Spitzer & Feldman P.C., attorneys for petitioner, by” 
Ronald J. Offenkrantz, Esq., in support of petitioner's motion 
and in opposition to Respondent: Armor's application and Sacks, 
Montgomery, Molineaux & Pastore, attorneys for respondents by 
William Pastore, Esq., in opposition to petitioner's motion and 
in support of respondent Armor's application, the Court having 
determined petitioner's motion and Respondent Armor's application 


as hereinafter provided, 
NOW THEREFORE, it is 


ORDERED that petitioner's motion to strike the cenakee- 
claims and cross-petitions contained in respondents’ original.-:; , 
answer dated June 30, 1975, to dismiss each counterclaim and. , 
cross-petition for failure to state a claim upon which relief can 
be granted or, alternatively, to stay further proceedings in this 


Court and stay respondents from prosecuting each counterclaim and 


cross-petition pending completion of the arbitral process hereto- 


fore compelled by this Court's order entered August 6, 1975 be 


yr 
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denied except that 
and the same is hereby , peacoat ‘ 


ore eraged 
proceedings in this COUT , mene altle OOOO SDSL L ELS 
Y(t aves 
J 


all furxthe 


Pero erener 6dr Stn 


until the completion of the arbitration proceedings heretofore 
d.rec ed 
ee by this Court by its order entered August 6, 1975; aa 


aaa and it is further 


ORDERED that the disposition of petitioner's hntGen te 
without pre ‘e and with leave to either party to sities tt. See \ 
vacate the stay granted herein upon completion of the arbitration 
heretofore compelled and without prejudice, in the event of 
vacatur of the stay granted herein to petitioner's right to answer 
or otherwise move in respect of each counterclaim or cross~ 
petition asserted in respondents’ original answer or the document 
denominated as Respcndent Armor's “Amended Answer, Counterc)aim 
and Cross-Petition" and to assert all defenses and objections 
raised by petitioner in its present motion together with all such 
additional defenses and objections as may be addressed thereto, 


and it is further 


ORDERED that Respondent Armor's application to stay the 


\ 
“WM directed 
UX - arbitration proceedings heretofore oomprbed by this Court and for 
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sn order directing a trial by the Court of all issues heretofore 


referred to arbitration be and the same is hereby in all respects 


denied. 
Dated: New York, New York 
pemeeteit-eet, 1975 
Octibane Te, ‘ 


ee ae 
Bil [1 [ar 


—— 
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N.V. MAATSCHAPPIJ VOOR INDUSTRIELE WAARDEN, Petitioner 
-against- 
A.O. SMITH CORPORATION and ARMOR ELEVATOR COMPANY, INC., 
Respondents. 


a 


75 Civ. 3074 


Armor's motion for reargument is denied. The anti- 


tru,t issues remain with the Court. Compare American Safety 


Equipment Corp. v. J.P. MaGuire & Co., 391 F.2d B23 «¢€2a Ciz. 


1968). Article XVII(7) of the Agreement is a severability 


clause. 


It is so ordered. 


Dated: New York, N.Y. : | [i {/, ; 
ne October 14, 1975. DL / ‘ 
ae. NOAA 


A 238 


NOTICE OF APPEAL FROM ORDER FILED OCTOBER 15, 1975 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


eee ee ee en ne ee ee a ee ee a x 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE $ 
WAARDEN, 

Petitioner, NOTICE OF APPEAL 

-against- 75 Civ. 3074 

A. O. SMITH CORPORATION ana ARMOR : 
ELEVATOR COMPANY, INC., $ 

Respondents. : 
ie ae a oe ae Pot anak aa Sele ae ae lea an 


Notice is hereby given that Armor Elevator Company, 
Inc., one of the respondents above named, hereby appeals to the 
United States Court of Appeals for the Second Circuit from so 
much and such parts of an order entered in the above entitled 
action on October 15, 1975 which stays all further proceedings 
in the United States District Court, Southern District of New 
york, until completion of the arbitration proceedings directed by 
that Court by its order entered August 6, 1975, and from so much 
and such part of said order which denied the application of 
respondent Armor Elevator Company, Inc. to stay the arbitration 


proceedings heretofore directed by the Court, and from so much 


and such part of said order which denied the application of 


A ly 
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respondent Armor Elevator Company, Inc. for an order directing 
trial by the Court of all issues heretofore referred to arbitra- 
tion. 


Dated: New York, New York 
October 16, 1975 


SACKS, MONTGOMERY, MOLINEAUX & PASTORE 

Attorneys for Respondent Armor 
Elevator Company, Ince 

office and P. O. Address 

437 Madison Avenue 

New York, New York 10022 

Tel. (212) 355-4660 


~ 


UNITED STATES COURT OF APPEALS 


~ FOR THE SECOND CIRCUTT 


s 
N. V. MAATSCHAPPIJ VOOR INDUSTRIELE 
WAARDEN , 
Petitioner-Appellee, 
against 
A. OQ. SMITH CORPORATION, 
Respondent, 
and 
ARMOR ELEVATOR COMPANY, INC., 
Respondent ~-Appellant. 
State of New York, 
County of New York, 
City of New York—ss.: 

DAVID F. WILSON being duly sworn, deposes 
and says that he is over the age of 18 years. That on the 28th 
day of November , 1975, he served one copies of the 

Joint Appendix on 


Spitzer & Feldman, P.C. 


the attorney , for the Petitioner-Appellee 

by depositing the same, properly enclosed in a securely sealed 
post-paid wrapper, in a Branch Post Office regularly maintained 
by the Government of the United States at 90 Church Street, Borough 
of Manhattan, City of New York, directed to said attorneys at 
No. 595 Madison Avenue, New York ( )N.Y, 
that being the address designated by t be m for that purpose upon 


the preceding papers in this action. 


Mota tat eee eeerare 


Sworn to before me this 
28thday of November , 1975. 


JRTNEY J. ROWN 
N Bg << “State of New York 
i No. von ‘ 
Qualified in’ New York County 


Commission Expires March 30, 1976 


